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LAW OFFICE OF ROBERT E. KASODY,
PROFESSIONAL CORPORATION
6601 CENTER DRIVE WEST, SUITE #500

LOS ANGELES CA 90045
MAILED
QFFICE OF PETITIONS
In re Application of
SCALISI, Joseph F. :
Application No. 11/441,563 : DECISION ON PETITION
Filed: May 27, 2006 . : TO WITHDRAW

Attorney Docket No. LBTECH.002DV1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed September 02, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to the
client or a duly authorized representative of the client all papers and property (including funds) to

~ which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Robert E. Kasody on behalf of all attorneys of record who are
associated with customer No. 70515. All attorneys/agents associated have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Joseph F. Scalisi at the
address indicated below.

There is an outstanding Office action mailed July 22, 2010 that requires a reply from the applicant.
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Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-
4231.

7" Michelle R. Eason

Paralegal Specialist
Office of Petitions

cc:  JOSEPH F. SCALISI
38 DISCOVERY, SUITE 150
IRVINE, CA 92618
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

patentprocurement@perkinscoie.com

PTOL-90A (Rev. 04/07)
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In re Application of

Wei, Devid

Serial No.: 11/441624

Filed: May 26" 2006

PRINT SYTEMS AND METHODS

Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450

www.uspto.gov

MAIL

JAN 21 2010

DIRECTUR'S OFFICE
TECHNOLOGY CENTER 2600

DECISION ON PETITION
ACCEPTANCE OF COLOR
OF COLOR DRAWINGS

This is a decision on the petition under 37 CFR §1.184(a)(2), filed May 26, 2006 requesting acceptance

of color drawings.

The petition requests that the color drawings identified in FIGS. 1,2, 3A, 3B, 4 be accepted in lieu of

black and white drawings.

A grantable petition under 37 C.F.R. §1.84(a)(2) must be accompanied by a fee set forth under 37
C.F.R. § 1.17(h), 3 (three) sets of the color drawings in question, and the specification must contain, or
be amended to contain, the following language as the first paragraph in that portion of the specification

relating to the brief description of the drawings:

“The file of this patent contains at least one drawing executed in color. Copies of this patent with
color drawing(s) will be provided by the Patent and Trademark Office upon request and payment of the

necessary fee.”

The petition is GRANTED.

Koo~ o\
Kenneth Wieder N
Quality Assurance Specialist
Technology Center 2600
Communications
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LEE & HAYES, PLLC
601 W RIVERSIDE

SUITE 1400 MA‘ LED

SPOKANE WA 99201

MAR 14 2011
OFFICE OF PETITIONS
In re Application of :
Jung et al. : DECISION ON PETITION
Application No. 11/441,785 : TO WITHDRAW
Filed: May 26, 2006 : FROM RECORD

Attorney Docket No. 0605-003-021-CIP001

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b) filed January 26, 2011, which is being treated as a request to withdraw
from employment in a proceeding before the Office under 37 C.F.R. § 10.40.

The request is DISMISSED.

A review of the file record indicates that Lewis C. Lee does not have power of attorney in
this patent ai)plication. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is
not applicable.

The re%uest to change the correspondence address of record is not accepted in view of
Lewis C. Lee not having power of attorney. See MPEP §§ 601.03 and 405.

All future communications from the Office will continue to be directed to the below-
listed address until otherwise notified by applicant.

Currently, there is no outstanding Office action that requires a reply.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

oan Olszewski

Petitions Examiner
Office of Petitions

cc: Searete LL.C
Suite 110
1756-114th Ave. S.E.
Bellevue WA 98004
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FOLEY & LARDNER LLP

150 EAST GILMAN STREET '
P.0. BOX 1497 MAILED
MADISON WI 53701-1497 FEB 28 2011

OFFICE OF PETITIONS ,
In re Patent No. 7,768,113 - DECISION ON REQUEST
Issue Date: August 3, 2010 - FOR RECONSIDERATION OF
Application No. 11/441,908 - PATENT TERM ADJUSTMENT
Filed: May 26, 2006 . - AND
Attorney Docket No. 088245-9264 - NOTICE OF INTENT TO ISSUE

: CERTIFICATE OF CORRECTION

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT TERM
ADJUSTMENT FOR PATENT UNDER 37 C.F.R. §1.705(d)", filed September 27, 2010.
Patentee requests that the determination of patent term adjustment under 35 U.S.C.
154(b) be corrected from 325 to 421 days.

The petition is GRANTED to the extent indicated herein.

The patent term adjustment indicated on the patent is to be corrected by issuance of a
certificate of correction showing a revised Patent Term Adjustment of four hundred
twenty-one (421) days. :

On August 3, 2010 the application matured into U.S. Patent No. 7,768,113 with a
revised PTA thereon of 325 days. On September 27, 2010, patentee filed the instant
request and disputes the reduction of one hundred thirteen (113) days attributed to
patentee for the submission of a paper filed April 13, 2010 after the Notice of Allowance
was mailed.

This application is not subject to a terminal disclaimer.

The reduction of one hundred eighteen (113) days pursuant to37 C.FR. §
1.704(c)(10) is at issue.

The reduction of 113 days has been found to be incorrect. A review of the application
file, as stated by Patentee, supports a conclusion that the reduction should be from the
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filing of the Amendment under 37 CFR § 1.312 on April 13, 2010 to the mailing of the
response on April 29, 2010, not the issue date of the Patent on August 3, 2010. The
period of delay pursuant to 37 C.F.R. § 1.704(c)(10) is therefore 17 days.

In view thereof, the patent term adjustment indicated in the patent should have been
~four hundred twenty-one (421) days. '

‘The application is being forwarded to the Certificates of Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the
term of the above-identified patent is extended or adjusted by four hundred twenty-
one (421) days.

Telephone inquiries specific to this decision should be directed to the undersigned

Petitions Attorney at (5671) 272-3422” :

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



DRAFT
UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT ;7,768,113 B2
DATED . August 3, 2010
INVENTOR(S) : Volkan Ozguz

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (325) days

" Delete the phrase “by 325 days” and insert — by 421 days--
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SEP 082010
SONNENSCHEIN NATH & ROSENTHAL LLP L
P.0. BOX 061080 OFFICE OF PETMIONS
SOUTH WACKER DRIVE STATION, WILLIS TOWER
CHICAGO IL 60606
In re Patent No. 7,632,985 : DECISION ON APPLICATION FOR
Issued: December 15, 2009 . : PATENT TERM ADJUSTMENT and
Application No. 11/441,914 ‘ : NOTICE OF INTENT TO ISSUE

Filed: May 26, 2006 : CERTIFICATE OF CORRECTION
Dkt. No.: MONS:113US :

This is a decision on the petition filed on May 17, 2010 requesting that the patent term
adjustment indicated on the above-identified patent be corrected to indicate that the term of the
above-identified patent is extended or adjusted by 412 days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by 412 days is
GRANTED. '

The Office acknowledges the previous submission of the $200.00 fee set forth in 37 CFR
1.18(e). No additional fees are required.

The application is being forwarded to the Certificates of Corrections Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by 412 days.

Nothing in this decision shall be construed as a waiver of the requirement of 35 U.S.C. 154(b)(4)
that any civil action by an applicant dissatisfied with a determination made by the Director under
35 U.S.C. 154(b)(3) be filed in the United States District Court for the District of Columbia
within 180 days after the grant of the patent.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.
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| Telephone inquiries specific to this matter should be directed to the undersigned at (571) 272-
3205.

IALESIA M. BROWN/
Alesia M. Brown

Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction

CC: Marshall P. Byrd
2000 McKinney, Ste 1900
Dallas, TX 75201



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT 1 7,632,985
DATED : December 15, 2009 DRAFT
INVENTOR(S) : Malven, et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 476 days

Delete the phrase “by 476 days™ and insert — by 412 days--
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SNR DENTON US LLP ,
P.0. BOX 061080 MAILED
CHICAGO IL 60606-1080 JAN 112011

OFFICE OF PETITIONS
In re Patent No. 7,608,761 . DECISION ON REQUEST FOR
BALEY et al. . RECONSIDERATION OF
Issue Date: 10/27/2009 . PATENT TERM ADJUSTMENT
Application No. 11/441,918 : AND
Filed: 05/26/2006 . NOTICE OF INTENT TO ISSUE
Attorney Docket No. MONS:114US . CERTIFICATE OF CORRECTION

. This is a decision on the REQUEST FOR RECONSIDERATION OF PATENT TERM
ADJUSTMENT UNDER 37 C.F.R. §1.705(d), filed May 14, 2010, requesting that the patent
term adjustment indicated on the above-identified patent be corrected to indicate that the term of
the above-identified patent is extended or adjusted by two hundred sixty-two (262) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by two hundred
sixty-two (262) days is GRANTED.

The Office acknowledges the previous submission of the $200.00 fee set forth in 37 CFR
1.18(e). No additional fees are required.

The application is being forwarded to the Certificates of Correction Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
~of the above-identified patent is extended or adjusted by two hundred sixty-two (262) days.

Telephone inquiries specific to this matter should be directed to the undersigned at (571)
272-3211.

Chnio hvoc ot o Dol
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT . 7,608,761 B2
DATED - Qct. 27,2009 DRAFT

INVENTOR(S) : Baley et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 U.S.C. 154(b) by 200 days.

Delete the phrase “by 200 days” and insert — by 262 days--
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ORTIZ & LOPEZ, PLLC
P.0. BOX 4484 MAILED
ALBUQUERQUE NM 87196-4484 SEP 2.8 2011

OFFICE OF PETI
In re Application of TIONS

David H. Dubois et al :

Application No. 11/441,972 :  DECISION ON PETITION
Filed: May 25, 2006 : :

Attorney Docket No. LAD-2006-005

This is a decision on the petition under 37 CFR 1.182, filed September 1, 2011, to change the
name of inventor “Carolyn Connor Davenport ” to — Carolyn M. Connor --.

The petition is DISMISSED.
Applicant is encouraged to note MPEP 605.04(c):

“In cases where an inventor’s name has been changed afier the application has been
filed and the inventor desires to change his or her name on the application, he or she
must submit a petition under 37 CFR 1.182. Applicants are also strongly encouraged to
submit an application data sheet (37 CFR 1.76) showing the new name. The petition
should be directed to the attention of the Office of Petitions. The petition must include an
appropriate petition fee and a statement signed by the inventor setting forth both names
and the procedure whereby the change of name was effected, or a copy of the court
order.”

The above petition did not include a statement signed by the inventor setting forth both names
and the procedure whereby the change of name was effected, or a copy of the court order. Also,
the petition fee under 37 CFR 1.182 is $400.00 (37 CFR 1.17(f)) and not the $130.00 submitted
with the above petition on September 1, 2011.

Further, as noted above, applicant is strongly encouraged to submit an application data sheet (37
CFR 1.76) showing the new name. '

In view of the above, the petition under § 1.182 cannot be granted at this time to change the
inventor’s name.
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Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: EFS-Web
www.uspto.gov/ebc/efs_help.html
(for help using EFS-Web call the
Patent Electronic Business Center
at (866) 217-9197)

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

MAILED
ORTIZ & LOPEZ, PLLC
P.O. BOX 4484 DEC 02 2011
ALBUQUERQUE NM 87196-4484
OFFICE OF PETITIONS

In re Application of

David H. Dubois et al :

Application No. 11/441,972 :  DECISION ON PETITION
Filed: May 25, 2006 :

Attorney Docket No. LAD-2006-005

This is a decision on the renewed petition under 37 CFR 1.182, filed October 25, 2011 , to
change the name of inventor “Carolyn Connor Davenport” to —Carolyn M. Connor --.
The petition is GRANTED.

Office records have been updated to reflect the inventor’s change of name. A corrected F iling
Receipt, which reflects the inventor’s change of name, accompanies this decision on petition.

Applicant is again strongly encouraged to submit an Application Data Sheet (ADS) (37 CFR
1.76) showing the new name.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.
This application is being referred to the Office of Data Management for further processing in

accordance with this decision.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt

WWW.uspto.gov
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
ocr 03 2011

CHADBOURNE & PARKE LLP OFRCE OF PETITIONS
30 ROCKEFELLER PLAZA
NEW YORK NY 10112

In re Application of

HYDER, et al :

Application No. 11/441,997 : DECISION ON PETITION
Filed: May 25, 2006 :

Docket No. 17199-055US3

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 9, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, December 14, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on March 15, 2011. A Notice of Abandonment
was mailed June 20, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1620; and (3) the required statement
of unintentional delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $1110 extension of time fee submitted with the petition on September 9, 2011,
was subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s Deposit Account No. 03-1240.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
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reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.

This application is being referred to Technology Center AU 2165 for appropriate action by the
Examiner in the normal course of business.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions
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April 20, 2011

USDA, ARS, OTT

5601 SUNNYSIDE AVE

RM 4-1159

BELTSVILLE MD 20705-5131

In re Application of :

James J. Giovannoni et al. : DECISION ON PETITION
Application No. 11442028 :

Filed: 5/26/2006 : ACCEPTANCE OF COLOR
Attorney Docket No. 103.05 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) May 26, 2006.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Don Fairchild/
Office of Data Management
Publications Branch
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UPPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR FTTORNEY DOCKET N0A| CONFIRMATION NO. —|
11/442,028 05/26/2006 James J. Giovannoni 103.05 2383
7590 04/20/2011 EXAMINER —l

USDA, ARS, OTT
~ 5601 SUNNYSIDE AVE

BAUM, STUART F

RM 4-1159 ART UNIT | PaPerNUMBER |
BELTSVILLE, MD 20705-5131 1638
[ MAIL DATE I DELIVERY MODE J

04/20/2011 PAPER

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE :8-26-10
TOSPEOF  :ART UNIT 2612
SUBJECT : Request for Certificate of Correction for Appl. No.: 11442033 Patent No.: 7646292

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square — SD10-E
Palm Location 7580

Omega Lewis
Certificates of Correction Branch
703-756-1575

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

}Q/ Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
QO Denied State the reasons for denial below.
Comments: |

alc & zufen
7~
SUPERVISORY PATENT EXAMINER J\X\//W /W’v R6/[ T

SP Art Unit

PTOL-306 (REV. 7/03) .S. OF CO atent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20110126
DATE : January 26, 2011
TO SPE OF : ART UNIT 2854

SUBJECT : Request for Certificate of Correction on Patent No.: 7,380,929
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

Applicant has submitted the COC fee to correct the faulty information supplied by applicant on
the Application Data Sheet supplied on 5/20/2006.

/Daniel J. Colilla/

/Judy Nguyen/
Supervisory Patent Examiner, Art Unit 2854

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW.Uspto.gov

[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR l‘\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
11/442,365 05/26/2006 Jason T. Krajewski 450-71682-02 2215
7590 06/06/2011 L EXAMINER l
KLARQUIST SPARKMAN, LLP NGUYEN, TU MINH
121 SW SALMON STREET .
SUITE 1600 L ART UNIT | PAPER NUMBER J :
PORTLAND, OR 97204 3748 '
I NOTIFICATION DATE ] DELIVERY MODE |
06/06/2011 ELECTRONIC

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
June 6, 2011
KLARQUIST SPARKMAN, LLP
121 SW SALMON STREET
SUITE 1600
PORTLAND OR 97204
In re Application of :
Jason T. Krajewski et al. : DECISION ON PETITION
Application No. 11442365 :
Filed: 5/26/2006 : ACCEPTANCE OF COLOR
Attorney Docket No. 450-71682-02 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) May 26, 2006.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200. '

/Don Fairchild/
Office of Data Management
Publications Branch



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CANTOR COLBURN, LLP
20 Church Street
22nd Floor

Hartford, CT 06103 MAILED

AUG 25 2010

OFFICE OF PETI
In re Patent No. 7,706,159 TITIONS

Issue Date: April 27,2010 :

Application No. 11/442,451 X ON PETITION
Filed: May 26, 2006 :

Patentee(s): Tae-Whan Kim, et. al.

This is a decision on the petition under 37 CFR 3.81 filed June 3, 2010, to add the
name of the second assignee on the front page of the above-identified patent by way of
a Certificate of Correction.

Since the present request complies with the requirements of 37 CFR 3.81, the request
is GRANTED.

The Certificates of Correction Branch will be notified of this decision granting the
petition under 37 CFR 3.81(b) and directing issuance of the requested Certificate of
Correction.

lephone inquiries concerning this decision may be directed to the undersigned at
) 272-3226. Inquiries regarding the issuance of a Certificate of Correction should
irected to ffhe Certificates of Correction Branch at (703) 305-8309.

PetitioNs Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Patent No. /182679
Issue Date: February 27,2007
Application No. 11442466 :DECISION GRANTING PETITION

May 25,2006 :UNDER 37 CFR 1.378(c)
Filed: ay 25,

Attorney Docket No. AFABO2

This is a decision on the electronic petition, filed March 15,2012 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 3.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of March 15,2012
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
7182679 2007-02-27 11442466 2006-05-25 AFABO2Z

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O 3 Y year (1551) ™ 3 Yz year (2551)
O 7 Vayear (1552) O 7 Ve year (2552)
O 11 Y% year (1553) O 11 Y2 year (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(iX2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(g})
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICNAL

PETITIONER(S) REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d)(4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.

A joint patentee; all of whom are signing this e-petition

O

o The assignee of record of the entire interest

EFS - Web 22



PTO/SB/66 (03-09)

Approved for use through 43/31/2012. OMB 06851-0016

U.S. Patent and Trademark Cffice: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infermation unless it displays valid OMB control number.

The Assignee of record of the entire interest

Under 37 CFR 3.71 an assignee becomes of record by filing a statement in compliance with 37 CFR 3.73(b).
Signature requirements are set forth in 37 CFR 1.4{d), and the undersigned certifies that he / she is empowered to act on behalf of the

assignee of the entire interest

Signature |/joseph locke/ Date (YYYY-MM-DD} |2012-03-13
Name JOSEPH LOCKE
Enter Reel and Frame Number Remove
Reel 022399 F Numb 0074
Number rame Number
Click ADD for additional Reel Number and Frame Number Add

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.

EFS - Web 22



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, cor
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
reccmmend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : 11/02/11

TO SPE OF :ART UNIT 1651
SUBJECT : Request for Certificate of Correction for Appl. No.: 11442473 __ Patent No.: 7956031

CofC mailroom date: __10/24/11
Please respond to this reduest for a certificate of correction within 7 days.
FOR IFW FILES:
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square -~ 9D10-A
Palm Location 7580

note: _Please check the (Other Publications), Specifications & Claims
should these changes be made or not?

%ﬂdﬁl& %dam

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



o SPE RESPONSE FOR CERTIFICATE OF CORRECTION
X Approved All changes apply.
Q Approved in Part . Specify below which changes do not apply.
Cl Denied | State the reasons for denial below.
Comments:

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office

-



PTO/SB/140

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 11442663

Filing Date 30-May-2006

First Named Inventor Masanori Kato

Art Unit 2626

Examiner Name JUSTIN RIDER

Attorney Docket Number 016891-0940

Title

METHOD AND APPARATUS FOR NOISE SUPPRESSION

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Thomas G. Bilodeau/

Name /Thomas G. Bilodeau/

Registration Number 43438




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: December 9, 2011

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Masanori Kato

Application No : 11442663

Filed : 30-May-2006
Attorney Docket No: (016891-0940

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed December 9, 2011, to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 2626 for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWWw.uspto.gov

KNOBBE MARTENS OLSON & BEAR LLP

2040 MAIN STREET |
FOURTEENTH FLOOR MAILED
IRVINE CA 92614 0CT 072010

| OFFICE OF PETITIONS

In re Patent No. 7,777,955

Issued: August 17,2010 :

- Application No. 11/442,673, : ON PETITION
Filed: May 26, 2006 ' :

Attorney Docket No. OPTRES.060A1

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit
held that 37 CFR 1.28(c) is the sole provision governing the time for correction of the
erroneous payment of the issue fee as a small entity. See DH Technology v.
Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1,
1998). :

. The Office no longer investigates or rej ects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751. -

Joan Olszewski
Petitions Examiner
Office of Petitions



Doc Code: PET.RELIEF
Document Description: Certification and Request for Japan Events Relief

PTO/SB/425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 1 of 2)

Nonprovisional Application Number or Control Number (if applicable): | Patent Number (if applicable):

11/442,692

First Named Inventor: Title of Invention:

K. Takahashi VIDEOPHONE APPARATUS AND VIDEOPHONE

APPLICANT/PATENTEE/REEXAMINATION PARTY HEREBY CERTIFIES AND REQUESTS THE
FOLLOWING FOR THE ABOVE-IDENTIFIED APPLICATION/PATENT/REEXAMINATION PROCEEDING.

1. FOR PATENT APPLICATIONS AND REEXAMINATION PROCEEDINGS PENDING IN THE USPTO AS OF
MARCH 11, 2011, IN WHICH A COMMUNICATION FROM THE USPTO IS SOUGHT TO BE REMAILED:

a.

One or more inventors, an assignee, or a correspondence address (for the application/proceeding) is in
an area of Japan affected by the earthquake and/or tsunami of March 11, 2011.

A reply or response to an Office action (final, non-final, or other), a notice of allowance, or other Office
notice (hereinafter collectively referred to as “Office communication”) is outstanding.

The statutory or hon-statutory time period set for response has not yet expired.
Withdrawal and reissuance of the Office communication is requested.

It is acknowledged that if this request is not made within sufficient time so that withdrawal and
reissuance of the Office communication occur prior to expiration of the statutory or hon-statutory time
period (as permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c) or
1.956), this request may not be granted.

The need for the reissuance of the Office communication was due to the effects of the earthquake
and/or tsunami of March 11, 2011.

This request is being sent via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

2. FORPATENTEES WHO WERE UNABLE TO TIMELY PAY A PATENT MAINTENANCE FEE DURING THE
SIX-MONTH GRACE PERIOD FOLLOWING THE WINDOW TO PAY THE MAINTENANCE FEE:

The original window of time to pay the maintenance fee without the surcharge required by
37 CFR 1.20(h) expired on or after March 11, 2011.

The delay in paying the fee was due to the effects of the earthquake and/or tsunami of March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(h) for paying a
maintenance fee during the six-month grace period following the window to pay the maintenance fee.

This request and payment of the maintenance fee during the six-month grace period following the
window to pay the maintenance fee is being mailed to: Director of the United States Patent and
Trademark Office, Attn: Maintenance Fee, 2051 Jamieson Avenue, Suite 300, Alexandria, VA 22314; or
being transmitted via facsimile to: 571-273-6500.




PTO/SB/425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 2 of 2)

3. FOR PATENTEES WHO NEED TO FILE A PETITION TO ACCEPT A DELAYED MAINTENANCE FEE
PAYMENT UNDER 37 CFR 1.378(c):

a. The maintenance fee payment was required to have been paid after March 10, 2011.

b. A petition under 37 CFR 1.378(c) (using USPTO form PTO/SB/66 — Petition to Accept Unintentionally
Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 1.378(c))) is being promptly filed
accompanied by the applicable maintenance fee payment (but not the surcharge under 37 CFR 1.20(i)).

c. The delay in payment of the maintenance fee was due to the effects of the earthquake and/or tsunami of
March 11, 2011.

d. The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(i) for accepting a delayed
maintenance fee payment.

e. Itis acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed by March 11, 2012, in order to be entitled to a waiver of the surcharge
under 37 CFR 1.20(i).

f. Itis acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed within twenty-four months from the expiration date of the patent. See
35U.S.C 41(c).

g. This request and the petition to accept a delayed maintenance fee payment under 37 CFR 1.378(c) is
being submitted via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

4. FOR NONPROVISIONAL PATENT APPLICATIONS FILED WITHOUT AN EXECUTED OATH OR
DECLARATION OR PAYMENT OF THE BASIC FILING FEE, SEARCH FEE, AND/OR EXAMINATION FEE:

a. The nonprovisional patent application was filed on or after March 11, 2011, and prior to April 12, 2011.

b. The late filing of the oath or declaration or the basic filing fee, search fee, or examination fee was due to
the effects of the earthquake and/or tsunami of March 11, 2011.

c. The USPTO is requested to sua sponte waive the surcharge set forth in 37 CFR 1.16(f) for the late filing
of the oath or declaration or basic filing fee, search fee, and/or examination fee.

d. This request, together with the executed oath or declaration or the basic filing fee, search fee, or
examination fee, as well as the reply to the Notice to File Missing Parts, is being submitted via EFS-Web
or by mail directed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

signare /ETIC D. Cohen/ .. March 28, 2011
mmpeq EMC D. Cohen Practioner vnter 385110

Note: Signatures of all the inventors, § 1.41(b) applicants, or assignees of record of the entire interest or their representative(s), or
reexamination requesters at the appeal stage are required in accordance with 37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form
of the signature. If necessary, submit multiple forms for more than one signature, see below™.

|i| *Total of1— forms are submitted.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

ALPINE/BHGL
P.0. BOX 10395
CHICAGO IL 60610 ,  MAILED
APR 06 201!
OFFICE OF PETITIONS

In re Application of

Katsunori Takahashi :

Application No. 11/442,692 :  DECISION ON PETITION
Filed: May 26, 2006 :

Attorney Docket No. 9333/492 (IWUS05042)

This is a decision on the request filed March 28, 2011, seeking relief under the provisions
of an announcement by the Under Secretary and Director of the United States Patent and
Trademark Office on March 17, 2011,
http://www.uspto.gov/patents/announce/japan_relief 201 1marl7.pdf, providing relief to
inventors and patent owners in areas affected by the earthquake and resulting tsunami of
March 11, 2011.

The request for relief is DISMISSED.

As set forth in the announcement, the Office action or notice will be re-mailed and the
period for response will be restarted if:

(1) The patent application or reexamination proceeding is pending in the USPTO
as of March 11, 2011, and a reply to an Office action (final, non-final, or other), a

notice of allowance, or other Office notice is outstanding;

(2) One or more inventors, an assignee or a correspondence address is in the area
of Japan affected by the earthquake and resultant tsunami of March 11, 2011;

(3) The period for response has not yet expired; and

(4) Applicant requests relief. The request must be made by using the form
PTO/SB/425 or be accompanied by a copy of the announcement.

The request must be made prior to expiration of the statutory or non-statutory time period
~ set for response and within sufficient time so that withdrawal and reissuance of the Office



Application No. 11/442,692 Page 2

communication occur prior to expiration of the statutory or non-statutory time period (as
permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c)
or 1.956). The use of the form PTO/SB/425 or the inclusion of a copy of the
announcement will be treated as a representation that the need for the reissuance of the
Office communication was due to the effects of the earthquake and resulting tsunami of
March 11, 2011.

The instant petition is dismissed since it lacks item (1).

With respect to item (1), no additional reply from applicant is due. Further, there is no
outstanding Office notice or action pending against this application. Petitioner has
currently submitted an Amendment and Request for Continued Examination on March
29,2011. Therefore, there is no relief that can be given to applicant. Accordingly, the
petition is dismissed.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITIONS
Commissioner for Patents
P. O. Box 1450 ~
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By FAX: | (571) 273-8300

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272-7751. ' ‘

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

. DATE : %/Zo//
TOSPEOF :aRTUNT &%/ -
SUBJECT : Request for Certificate of Correction for Appl. No.: /, 2 g Patent No.: W XZ @%ﬂ?

CofC mailroom date: y/a?é/a?ﬂ//

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A
Palm Location 7580

Note: @/@W %

o7

Certificates of Correction Branch

(571) 272-0460
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

O Approved All changes apply.
QO Approved in Part Specify below which changes do not apply.
M Denied State the reasons for denial below.

Comments: AMENIMENTS  TO  INGCPENDONT QAMS CANGE THE  gcorS OF
ALLowY),  CLAIMS "
THE CLAIMS~ oW Seariegetell.  |NCOPE kAN oS cun\ TG~ BETWEEN

w0 (—memg.,"f ONLY AVENVY 1S @Regsud  To  QrofpiN el
scor®. DEPENPINT cifbumg cANNOT @Y ENTIWY pye 7O

= 20 ¢0 PATONT
JEpSNpINCY e " MMIMS, NOT __ frowmpeeii); LA LVVIS,

i
[l
& uzC WIS A. BULLOEK: JR. 21493
SUPERVISORY PATESBEXAMINER Art Unit

PTOL-306 (REV. 7/03) U.S. DEPART T OF C atent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.qoy

January 25, 2012

Thomas G. Eschweiler
Eschweiler & Associates, LLC
National City Bank Building
629 Euclid Avenue, Suite 1000
Cleveland, OH 44114

Patent No: 7,984,432 B2

" Application No: 11/442,808

Applicant: Mattias Edlund
Issued: July 19, 2011

Title: METHOD FOR PATCHING A READ-ONLY MEMORY AND A DATA PROCESSING SYSTEM

COMPRISING A MEANS OF PATCHING THE READ-ONLY MEMORY BASED ON PATCH
CONTEXTS

Request for Certificate of Correction:

Consideration has been given to your request for the issuance of a certificate of correction for the
above- identified patent under the provisions of Rule 1.322/1.323.

The error complained of in columns 6 line 30 through column 8 lines 13 cannot be corrected per
the examiner “Amendments to independent claims change the scope of the claims allowed. *
Claims include, “wherein before switching between two threads...” only avenue is reissue to
broaden claim scope. Dependent claims cannot be entered due to dependency on proposed claims
not patent claims”.

In view of the foregoing your request in this matter is hereby denied.

Further correspondence concerning this matter should be directed to Decisions and Certificate of
Correction Branch.

/Virginia Tolbert/

Virginia Tolbert

For Mary Diggs, Supervisor

Decisions and Certificate of Correction
(571) 272-0460

vt



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
! United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
MCANDREWS HELD & MALLOY, LTD
500 WEST MADISON STREET
SUITE 3400 MAILED
CHICAGO IL 60661
AUG 27 2010
In re Patent of Catreux-Erceg et al. : OFFICE OF PETITIONS
Patent No. 7,634,235 :
Issue Date: December 15, 2009 ' : DECISION ON REQUEST"
Application No. 11/442,860 : FOR RECONSIDERATION OF
Filed: May 30, 2006 : PATENT TERM ADJUSTMENT

Attorney Docket No. 17370US01

This is a decision on the petition under 37 CFR 1.705(d), filed
May 27, 2010, -requesting that the patent term adjustment
indicated. on the above-identified patent be corrected to
indicate that the term of the above-identified patent is
extended or adjusted by seven hundred seventy-five (775) days.

The May 27, 2010 petition to correct the patent term adjustment
indicated on the above-identified patent to indicate that the
term of the above-identified patent is extended or adjusted by
seven hundred seventy-five (775) days is DISMISSED.

On December 15, 2009, the above-identified application matured
into U.S. Patent No. 7,634,235 with a revised patent term
adjustment of 575 days. On April 22, 2010, patentees filed a
Request for Recalculation of Patent Term Adjustment in View of
Wyeth. On April 28, 2010, the Office mailed a Decision on
Request for Recalculation of Patent Term Adjustment in View of
Wyeth and Notice of Intent to Issue Certificate of Correction,
which informed patentees that the Office had calculated a 774
day patent term adjustment and that a certificate of correction
would be issued shortly absent the filing of a reconsideration
petition within 1 month/30 days. '

Patentees timely filed the present request for reconsideration
of patent term adjustment on May 27, 2010, within 1 month/30
days of the mailing of the April 28, 2010 decision.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.
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Patentees arqgue that the Office incorrectly calculated the
reduction under 37 CFR 1.704(c) (10) in connection with an
Amendment under 37 CFR 1.312, filed on October 19, 2009.
Patentees argue the reduction should be 8 days, not 9 as the
Office calculated.

The reduction has been considered and a 9 day reduction is found
to be warranted. It is undisputed that applicants filed an
Amendment under 37 CFR 1.312 on October 19, 2009, after the
mailing of the Notice of Allowance on July 23, 2009. This was
properly a basis for reduction of patent term adjustment
pursuant to § 1.704(c) (10).

37 CFR § 1.704(c) (10) provides that:

Submission of an amendment under § 1.312 or other paper
after a notice of allowance has been given or mailed, in
which case the period of adjustment set forth in § 1.703
shall be reduced by the lesser of:

(1) The number of days, if any, beginning on the date the
amendment under § 1.312 or other paper was filed and ending
on the mailing date of the Office action or notice in
response to the amendment under § 1.312 or such other
paper;

or
(ii) Four months;

The period of reduction was properly calculated as nine (9)

days, counting the number of days in the period beginning on the
date the Amendment under 37 CFR 1.312 was filed, October 19,
2009, and ending on October 27, 2009, the date the Office mailed
a Response to the Rule 312 Communication. In other words, the
reduction begins on the date the amendment was filed and runs
through and includes the date the Office mailed a communication
addressing the amendment. Accordingly, no change is warranted.

In view thereof, the correct patent term adjustment is seven
hundred seventy-four (774) days (597 days A Delay minus 199 days
B Delay minus 22 days Applicant Delay). As such, no changes in
the patent term adjustment will be made.
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Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3230.

Shirene Willis Brantley

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW. USPI0.gOV

r APPLICATION NO. [ FILING DATE | FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. L CONFIRMATION NO. ]
11/442,928 05/30/2006 Martin Lund 17082US01 3525
23446 7590 08/0472011 :
MCANDREWS HELD & MALLOY, LTD | EXAMINER |
500 WEST MADISON STREET HALIYUR, VENKATESH N
SUITE 3400
| ART UNIT | PAPER NUMBER |

CHICAGQO, IL 60661

2476

I NOTIFICATION DATE | DELIVERY MODE |

08/04/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

mhmpto@mcandrews-ip.com

PTOL-90A (Rev. 04/07)
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\ UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Chad M. Gilles MAILED

MCANDREWS HELD & MALLOY, LTD

500 WEST MADISON STREET

SUITE 3400 AUG 03 z011

CHICAGO IL 60661 DIRECTOR OFFICE
TECHNOLOGY CENTER 2400

In re Application of: LUND, Martin

Application No. 11/442,928

Filed: May 31, 2006 DECISION ON PETITION

Attorey Docket No.: 17082US01 UNDER 37 C.F.R. § 1.181

Title of Invention: METHOD AND SYSTEM )
FOR POWER CONTROL BASED ON
APPLICATION AWARENESS IN A
PACKET NETWORK SWITCH

This is a decision on the petition filed July 13, 2011 under 37 CFR § 1.181 to invoke
Supervisory Authority of the Commissioner and require the Examiner to withdraw the Finality of
the office action mailed June 20, 2011.

~ The petition is DISMISSED AS MOOT.

On July 13, 2011, applicant’s counsel filed a petition to the Director under 37 CFR § 1.181 to
seek relief from actions of the examiner in relation to the Final Office action mailed June 20,
2011. In the petition, applicant’s counsel alleged that the “[t]he office action of June 20, 2011
merely corrects the deficiencies of the non-final office action of February 2, 2011. Because the
office action of June 20, 2011 merely corrects the deficiencies of a non-final office action, it too
should be non-final.”

RULES AND PROCEDURES

MPEP § 706.07(a): Under present practice, second or any subsequent actions on the merits
_shall be final, except where the examiner introduces a new ground of rejection that is neither
necessitated by applicant’s amendment of the claims, nor based on information submitted in an
information disclosure statement filed during the period set forth in 37 CFR 1.97(c) with the fee
set forth in 37 CFR 1.17(p).

MPEP § 706.07(d): If, on request by applicant for reconsideration, the primary examiner finds
the final rejection to have been premature, he or she should withdraw the finality of the rejection.
The finality of the Office action must be withdrawn while the application is still pending.



Serial No.: 11/442,928 -2-
Decision on Petition

The examiner cannot withdraw the final rejection once the application is abandoned. Once the
finality of the Office action has been withdrawn, the next Office action may be made final if the
conditions set forth in MPEP § 706.07(a) are met.

MPEP § 706.07(e): Once a final rejection that is not premature has been entered in an
application/reexamination proceeding, it should not be withdrawn at the applicant’s or patent
owner’s request except on a showing under 37 CFR 1.116(b). Further amendment or argument
will be considered in certain instances. An amendment that will place the application either in
condition for allowance or in better form for appeal may be admitted. Also, amendments
complying with objections or requirements as to form are to be permitted after final action in
accordance with 37 CFR 1.116(a).

MPEP § 707.07(f): In order to provide a complete application file history and to enhance the
clarity of the prosecution history record, an examiner must provide clear explanations of all
actions taken by the examiner during prosecution of an application. Where the requirements are
traversed, or suspension thereof requested, the examiner should make proper reference thereto in
his or her action on the amendment. Where the applicant traverses any rejection, the examiner
should, if he or she repeats the rejection, take note of the applicant’s argument and answer the
substance of it. If applicant’s arguments are persuasive and upon reconsideration of the rejection,
the examiner determines that the previous rejection should be withdrawn, the examiner must
provide in the next Office communication the reasons why the previous rejection is withdrawn
by referring specifically to the page(s) and line(s) of applicant’s remarks which form the basis
for withdrawing the rejection. : '

OPINION

A review of MPEP §706.07 clearly shows (inter alia) that a second action on the merits shall be
made final, except for where the examiner introduces a new ground of rejection not necessitated
by amendment of the application by applicant. Theses sections of the MPEP do not mention, let
alone suggest that the second office action after a non-final action not be made final, if the final
office action corrects deficiencies of an immediately previous non-final office action, as alleged
by petitioner. The rules in Title 37 of the Code of Federal Regulations with respect to the
propemness of final office action, however, no rule(s) has been found to support petitioner’s
conclusion (i.e. underlined supra) :

Accordingly, the petition is DISMISSED AS MOOT. -

Any inquiry regarding this decision should be directed the undersigned whose telephone number
is (571) 272-3902. If attempts to reach the undersigned by telephone are unsuccessful,
alternatively, Kim Huynh, Quality Assurance Specialist, can be reached at (571) 272-4147.

/Beatriz Prieto/
Quality Assurance Specialist
Technology Center 2400



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

AUG 08 2011
FORD GLOBAL TECHNOLOGIES, LLC OFFICE OF PETITIONS
FAIRLANE PLAZA SOUTH, SUITE 800

330 TOWN CENTER DRIVE
DEARBORN MI 48126

In re Application of

ELLWOQD, et al :

Application No. 11/443,311 :  DECISION ON PETITION
Filed: May 31, 2006 :

Attorney Docket No. 81135525

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 20, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely pay the issue and publication fees on or
before July 19, 2011, as required by the Notice of Allowance and Fee(s) Due, mailed April 19,
2011, which set a statutory period for reply of three (3) months. Accordingly, the application
became abandoned on July 20, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1510; (2) the petition fee of $1620; and (3) a
statement of unintentional delay.

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this. application will be mailed solely to the address of record.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735. -
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The application is being referred to the Office of Data Management for processing into a patent.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions

cc: JILL DEMELLO HILL
1951 KIDWELL DRIVE, SUITE 550 B,
TYSONS CORNER, VA 22182



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

Www.uspto.gov

| APPLICATION NO. I FILING DATE [ FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. [ CONFIRMATION NO, ]
11/443,546 05/30/2006 Robert Paul Morris 1379/US 6613
52354 7590 08/12/2011 ﬁ EXAMINER j
SCENERA RESEARCH, LLC VU, THANH T
JENKINS, WILSON, TAYLOR & HUNT, P.A.
5400 Trinity Road [ ART UNIT I PAPER NUMBER j
Suite 303 2175

Raleigh, NC 27607

DATE MAILED: 08/12/2011

Please find below and/or attached an Office communication concerning this application or proceeding.

The request for deferral/suspension of action under 37 CFR 1.103 has been approved.

PTO-90C (Rev. 10/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.Uspio.gov

SCENERA RESEARCH, LLC

JENKINS, WILSON, TAYLOR & HUNT, P A

111 Corning Road Co
Suite 220 Ces
Cary, NC 27518

In re Application of:
MORRIS, Robert
Application No. 11/443,546 DECISION ON PETITION
Filed: May 30, 2006 UNDER 37 C.F.R. § 1.103(a)
For: METHODS, SYSTEMS, AND
COMPUTER PROGRAM PRODUCTS
FOR PROVIDING A USER Vet O
INTERATION MODEL FOR USE BY A
DEVICE

This is a decision on the petition for suspension of prosecution under 37 CFR § 1.103(a) filed on
August 2, 2011.

The petition is GRANTED.

Pursuant to applicant's requests filed on August 2, 2011, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a perlod of three (3) months from the mailing date

of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a reduction in
patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction is equal to the number
of days beginning on the date a request for suspension of action was filed and ending on the date of the
termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be dlrected to Eddie C. Lee whose telephone
number is (57])272 1732. SRR {~

| Etidie C Llel

Eddie C. Lee
Quality Assurance Specialist, TC 2100

4 RIS B
valltisl 2, Sl @
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPIO. OV

APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
117443546 05/30/2006 Robert Paul Morris 1379/US 6613
52354 7590 112112011
EXAMINER
SCENERA RESEARCH, LLC ‘ | I
JENKINS, WILSON, TAYLOR & HUNT, P.A. VU, THANHT
3400 Trinity Road : ART UNIT PAPER NUMBE
Suite 303 | | UmBER |
Raleigh, NC 27607 2175
r MAIL DATE I DELIVERY MODE l
11/21/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 .

Raleigh, North Carolina 27607

In re Application of:
Robert P. MORRIS
A.l]3pl~ No.: 11/443,546 :
Filed: May 30, 2006 : DECISION ON PETITION
For: METHODS SYSTEMS, AND COMPUTER PROGRAM : UNDER 37 CFR § 1.103(a)
PRODUCTS FOR PROVIDING A USER INTERACTION
MODEL FOR USE BY A DEVICE

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 14 November 2011.

- The petition is GRANTED.

Pursuant to applicant's requests filed on 14 November 2011, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, QAS
Technology Center 2100
Computer Architecture and Software




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alcxandria, Virginia 22313-1450
WWW.USpLO,gov

r APPLICATION NO. I FILING DATE l FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
11/443,546 05/30/2006 Robert Paul Morris 1379/US 6613
52354 7590 02/23/2012
SCENERA RESEARCH, LLC | EXAMINER .|
JENKINS, WILSON, TAYLOR & HUNT, P.A. VU, THANH T
5400 Trinity Road
Suite 303 | ART UNIT I PAPER NUMBER I
Raleigh, NC 27607 2175
| MAIL DATE I DELIVERY MODE ]
02/23/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 .

Raleigh, North Carolina 27607

In re Application oft:
Robert P. MORRIS
Appl. No.: 11/443,546 :
Filed: May 30, 2006 : DECISION ON PETITION
For: METHODS SYSTEMS, AND COMPUTER PROGRAM : UNDER 37 CFR § 1.103(a)
PRODUCTS FOR PROVIDING A USER INTERACTION -
MODEL FOR USE BY A DEVICE

- This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 22 February 2012.

The petition is GRANTED.

Pursuant to applicant's requests filed on 22 February 2012, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, QAS
Technology Center 2100
Computer Architecture and Software




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW.uSplo.gov

[ APPLICATION NO, FILING DATE I FIRST NAMED INVENTOR J ATTORNEY DOCKET NO. | CONFIRMATION NO. I
11/443,656 05/30/2006 Paul T. Gardiner 7.00006(US) 3922
64868 7590 11/08/2011
EXAMINER
IOVATE HEALTH SCIENCE RESEARCH INC. I I
381 North Service Road West TELLER, ROY R
Oakville, ON L6M 0H4 T
CANADA I ART UNIT | PAPER NUMBER l
1654
| MAIL DATE I DELIVERY MODE I
11/08/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

NUV - Bzan Alexandria, VA 22313-1450

www.uspto.gov

IOVATE HEALTH SCIENCE RESEARCH INC.
381 North Service Road West
Oakville ON L6M 0H4 CA CANADA

In re Application of:

Gardiner et al. :

Serial No.: 11/443,656 : PETITION DECISION
Filed: May 30, 2006 :

Attorney Docket No.: 7.00006(US)

This is in response to the Petition filed by applicants under 37 CFR § 1.181 on August 19, 2010,
requesting to suspend the rules under 35 USC 1.312.

The delay in deciding this petition is regretted but it has only just been brought to the attention of
the Deciding Official.
BACKGROUND

A patent was issued in this application of August 31, 2010.

DECISION

The petition is DISMISSED AS MOOT in view of the fact that a Patent to Serial number
11/443,656 issued on August 31, 2010.

Should there be any questions about this decision please contact Marianne C. Seidel, by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WwWWw.uspto.gov

BRINKS HOFER GILSON & LIONE MAILED

P.0. BOX 10395 0CT 12 2010
CHICAGO, IL 60610. '

OFFICE OF PETITIONS
In re Patent of Kang et al. . : DECISION ON REQUEST
Patent No. 7,586,323 : : FOR RECONSIDERATION OF

Issue Date: September 8, 2009 v PATENT TERM ADJUSTMENT
Application No. 11/443,663 :

Filing Date: May 30, 2006

Attorney Docket No. 10125-4235

This decision is in response to the “Second Request for Reconsideration of Patent Term
Adjustment” filed May 20, 2010, stating the correct patent term adjustment is three hundred
thirty-five (335) days. '

The request for reconsideration of the patent term adjustment is GRANTED.

The patent issued September 8, 2009. The patent term adjustment indicated in the patent was
234 days.

A request for reconsideration of the patent term adjustment under 37 C.F.R. § 1.705(d) was filed
October 2, 20009. '

A “Request for Recalculation of Patent Term Adjustment in View of Wyeth” was filed February
8,2010.

On March 23, 2010, the Office issued a decision in response to the October 2, 2009 request. The
decision stated a certificate of correction would be issued indicating the term of the patent is
extended or adjusted by three hundred thlrty -five (335) days.

On April 21, 2010, the Ofﬁce issued a decision in response to the February 1, 2010 request.
The decision indicated the Office would be issuing a certificate of correction indicating the term
of the patent is extended or adjusted by four hundred thirty-six (436) days.

On April 27, 2010, the Ofﬁce issued a certificate of correction indicating the term of the patent is
extended or adjusted by three hundred thirty-five (335) days.

The instant request was filed May 20, 2010, and asserts the correct number of days of patent
term adjustment is 335 days.
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The Office agrees the patent term adjustment is 335 days.

As previously noted, the Office issued a certificate of correction indicating the-term of the patent
is extended or adjusted by 335 days on April 27, 2010.

The Certificates of Correction Branch will be informed of the instant decision to ensure a
certificate of correction indicating a patent term adjustment of 436 days is not be issued pursuant
to the decision mailed April 21, 2010, because the patent term adjustment is 335 days as stated in
the certificate of correction issued April 27, 2010.

Telephone inquiries specific to this decision should be directed to Senior Petitions Attorney
" Steven Brantley at (571) 272-3203.

(e g

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
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In re Application of

CHERUKURI, et al. ' :

Serial No. 11/443665 : NOTICE OF WITHDRAWAL
Filed: May 30, 2006 ' .: ' FROM ISSUE

For: MODIFIED RELEASE FORMULATIONS OF : UNDER 37 CFR 1.313(b)
ANTI-IRRITABILITY DRUGS :

The purpose of this communication is to inform you that the above-identified application is being
withdrawn from issue pursuant to 37 CFR 1.313(b).

The application is being withdrawn to permit reopening of prosecution. The reasons therefore will be
communicated to you by the examiner.

The issue fee is refundable upon written request. If, however, the application is again found
allowable, the issue fee can be applied toward payment of the issue fee in the amount identified on the
new Notice of Allowance and Issue Fee Due upon written request. This request and any balance due
must be received on or before the due date noted in the new Notice of Allowance in order to prevent
abandonment of the application.

Telephone inquiries should be directed to the Supervisory Patent Examiner, Bob Wax, at (571) 272-
0623. - .

The above-identified application is being forwarded to the examiner for prompt appropriate action,
including notifying applicant of the new status of this application. '

Jetopuy——

Irem YYcel, Director
Technology Center 1600

HUNTON & WILLIAMS LLP
INTELLECTUAL PROPERTY DEPARTMENT
1900 K STREET, NW

SUITE 1200

WASHINGTON, DC 20006-1109
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Date : June 16, 2011
To : Director, Office of Publication and Dissemination
From : Director, Technology Center 1600 -

S\ubject : Withdrawal from Issue of

Applicant . S. Rao CHERUKURI, et al.
Application Number : 11/443665
Filed . May 30, 2006

The above-identified application has been assigned Patent No. 7,968,121 and an issue date of June
28,2011.

It is hereby directed that this application be withdrawn from issue at the request of the Director,
Technology Center 1600.
The following erratum should be published in the Official Gazette if the above-identified applicatidn
is published in the OG of June 28, 2011:

“All reference to Patent No. 7,968,121 S. RAO CHERUKURI, et al., of Vienna, Virginia,

for ‘MODIFIED RELEASE FORMULATIONS OF ANTI-IRRITABILITY’ appearing in

the Official Gazette of June 28, 2011, should be deleted since no patent was granted.”

This application will be forwarded to Technology Center 1600.

Irem Y%cel, Director

Technology Center 1600
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Date : 12/27/2010

Patent No. : 7,509,361 B1

Serial No. : 11/443,771

Inventor(s) : Purcell et al.

Issue Date : March 24, 2009

Title ' : METHOD AND APPARATUS FOR GENERATING RANDOM

. NUMBERS FOR USE IN A FIELD PROGRAMMABLE GATE ARRAY
Doc./File No. :07-471-B

Re: Consideration for Certificate of Correction

Consideration has been given your request for a certificate of correction, for the above-
identified patent under the provisions of Rule 1.322.

Respecting the alleged error(s) in your request, Inventors’ addresses are printed in
accordance with the Declaration or Oath, and in accordance with the present style for
printing, the citizenship is not capture for printing. Therefore, no correction is in order
here .under the provisions of Rule 1.322 or 1.323. '

In view of the foregoing, your request for certificate of correction is hereby denied.

Future correspondence concerning this matter should be filed and directed to Decisions &
Certificates of Correction Branch. :

Ernest C. White, LIE (571) 572-3385

Mary F. Diggs, Supervisor (703) 756-1580
Decisions & Certificates of Correction Branch
ernest.white@uspto.gov

MCDONNELL BOEHNEN HULBERT & BERGHOFF LLP
300 S. WACKER DRIVE

32ND FLOOR

CHICAGO IL 60606

eCw
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OFFICE OF PETITIONS
In re Application of
Zhang et al. !
Application No. 11/443793 :  ON REQUEST FOR
Filing or 371(c) Date: 05/31/2006 :  RECONSIDERATION
Atty Docket No.: : PATENT TERM ADJUSTMENT
IN06347US01 R :

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT TERM UNDER 37
CFR 1.705(b), filed November 30, 2011. Applicant asserts that the correct Patent Term Adjustment
should be 290 days, not 105 days as calculated by the Office as of the mailing of the initial
determination of patent term adjustment. Applicant requests this correction solely on the basis that
the Office will take in excess of three years to issue this patent. The application for patent term
adjustment is properly treated under 37 C.F.R. § 1.705(b).

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date, the
application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years. See §
1.702(b). (This is true even where a request for continued examination (RCE) was filed). The
computer will not undertake the § 1.702(b) calculation until the actual date of issuance of the patent
has been determined. Likewise, the computer will not calculate any further Office delay under §
1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of issuance of the patent has
been determined. As such, the Office can not make a determination on the correctness of the patent
term adjustment until the patent has issued. '

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37 CFR
1.705(b) based on the initial determination of patent term adjustment and a projected issuance date of
the patent (or even the filing date of the request for continued examination) is premature.
Accordingly, it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under 37 CFR 1.705(b) contesting the 37
CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, applicant is advised
that they may wait until the time of the issuance of the patent and file a request for reconsideration of
the patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not calculate the
amount of time earned pursuant to 37 CFR 1.702(b) until the time of the issuance of the patent, the
Office will consider any request for reconsideration of the patent term adjustment due to an error in
the calculation of 37 CFR 1.702(b) to be timely if the request for reconsideration is filed within two
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months of the issuance of the patent. However, as to all other bases for contesting the initial
determination of patent term adjustment received with the notice of allowance, applicant must timely
file an application for patent term adjustment prior to the payment of the issue fee'.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for consideration
of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be timely
filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include payment of the
required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision. This application is being referred
to the Office of Data Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-3232.

/DLW/

Derek L. Woods
Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for Office failure
to mail a first Office action or notice of allowance not later than fourteen months after the date on which the application was
filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of the actual filing date of the application,
then applicant must still timely file an application for patent term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C.
154(b)(3)(B). A dispute as to the calculation of the §1.702(a)(1) period raised on request for reconsideration of patent term
adjustment under 37 CFR 1.705(d) will be dismissed as untimely filed.
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MONAHAN & MOSES, LLC

13-B W. WASHINGTON ST. miLEB
GREENVILLE SC 29601
: JAN 1.1 2012
In re Patent No. 7,206,186 :
Issued: April 17, 2007 : OFFICE OF PETITIONS

Application No.: 11/443,910 : NOTICE
Filed: May 31, 2006 : :
Attorney Docket No: CDE-001

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998). ‘

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions
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CLARK & ELBING LLP
101 FEDERAL STREET
BOSTON MA 02110
MAILED
JUN.10 2011
QFFICE OF PETITIONS

In re Patent No. 7,740,849
Application No. 11/443,920 : :

Filed: May 31, 2006 : ON PETITION
Issued: June 22, 2010 :

Attorney Docket No. 01948/106003

This is a decision on the petition filed April 15, 2011, which is being treated as a request
under 37 CFR 3.81(b)’ to correct the name of the city of the assignee on the front page of
the above-identified patent by way of a Certificate of Correction.

The request is GRANTED.

This matter is being referred to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction.

Further, the $130.00 requisite processing fee will be charged to petitioner's deposit
account as authorized April 15, 2011.

Telephone inquiries concerning this decision may be directed to the undersigned at (571)
272-7751. Inquiries regarding the issuance of a certificate of correction should be
directed to the Certificate of Correction Branch at (703) 756-1814.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions

! See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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SPRINKLE IP LAW GROUP
1301 W. 25TH STREET NOV 16 2010
SUITE 408 .
AUSTIN, TX 78705 OFFICE OF PETITIONS

In re Application of Rajkumar et al. :

Application No. 11/444,020 : On Application For
Filing Date: May 31, 2006 : Patent Term Adjustment
Attorney Docket No. VIGN1870-1

This is in response to the “Request for Reconsideration of Patent Term Adjustment Under

37 C.F.R. § 1.705(b)” filed June 8, 2010. Applicants submit the correct patent term adjustment
to be indicated on the patent is eight hundred fifteen (815) days, not five hundred sixty-eight
(568) days as calculated by the Office as of the mailing of the initial determination of patent term
adjustment. Applicants request this correction solely on the basis that the Office will take in
excess of three years to issue this patent.

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date,
the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE. ' '

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See 37 CFR 1.702(b). (This is true even where a request for continued examination (RCE) was
filed). The computer will not undertake the § 1.702(b) calculation until the actual date of
issuance of the patent has been determined. Likewise, the computer will not calculate any
further Office delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual
date of issuance of the patent has been determined. As such, the Office can not make a
determination on the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37
CFR 1.705(b) based on the initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the request for continued examination) is
premature. Accordingly, it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under 37 CFR 1.705(b) contesting the
37 CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, an applicant



Application No. 11/444,020 Page 2

may wait until the time of the issuance of the patent and file a request for reconsideration of the
patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not calculate the
amount of time earned pursuant to 37 CFR 1.702(b) until the time of the issuance of the patent,
the Office will consider any request for reconsideration of the patent term adjustment due to an
error in the calculation of 37 CFR 1.702(b) to be timely if the request for reconsideration is filed
within two months of the issuance of the patent. However, as to all other bases for contesting the
initial determination of patent term adjustment received with the notice of allowance, appllcant
must timely file an application for patent term adjustment prior to the payment of the issue fee.'

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be
timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision. This application is being
referred to the Office of Data Management for issuance of the patent.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

V7 =

arles teven Brantley
Senior Petitions Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on
which the application was filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of
the actual filing date of the application, then applicant must still timely file an application for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or
notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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In re Application of ‘ : OFFCE OF PETITIONS
George V. MANDELLA, et al. :
Application No. 11/444,061 : DECISION ON PETITION TO

Filed: May 30, 2006 : WITHDRAW FROM RECORD

Attorney Docket No. 58498-8001.US01 s

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
August 27, 2010. '

The request is NOT APPROVED.

The request to withdraw as attorney/agent of record and change of correspondence address is hereby not
accepted. Petitioner has not complied with current USPTO requirements, set forth in 37 CFR 10.40
concerning Request for Withdrawal as Attorney and Change of Correspondence Address.

Petitioner has not properly submitted a correspondence address change directing all future correspondence
for the application.

The Office will only accept correspondence address changes to the most current address information
provided for the assignee of the entire interest who properly became of record under 37 CFR 3.71, or if no
assignee of the entire interest has properly been made of record, the most current address information
provided for the first named inventor. 37 CFR 3.71 (c) states: ¢

An assignee becomes of record either in a national patent application or a reexamination
proceeding by filing a statement in compliance with § 3.73 (b) that is signed by a party who is”
authorized to act on behalf of the assignee.

The Office will also no longer change the correspondence address to that of a new practitioner unless the
Request is accompanied by a power of attorney to a new practitioner (e.g.,, Form PTO/SB/82). All future
communications from the Office will be directed to the above-listed address until otherwise properly notified
by the applicant or a proper change of correspondence address has been submitted.

Inquires concerning either the examination or status of the application should be directed to the Technology
Center at 571-272-3700. .

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 7253.

/Monica A. Graves/
Petitions Examiner, Office of Petitions
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THE MARBURY LAW GROUP, PLLC
11800 SUNRISE VALLEY DRIVE, SUITE 1000
RESTON, VA 20191 MAILED

AUG 06 2010
OFFICE OF PETITIONS
In re Application of .
Brian A. ROSENFELD, et al. S .
Application No. 11/444,082 ' : DECISION GRANTING PETITION
Filed: May 31, 2006 : : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 2483-016

This is a decision on the petition under 37 CFR 1.313(c}(2), filed August 6, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2). ’

Petitioner is advised that the issue fee paid on Juiy 23, 2010 cannot be refunded. If
however, this application is again allowed, petitioner may request that it be apphed
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries Should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 3626 for processing bf the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.”

/Monica A. Groves/v
Petitions Examiner, Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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OFFICE OF PETITIONS

In re Application Of :

Larry Hayashigawa :  DECISION ON PETITION
Filed: May 30, 2006 :

. Application No. 11/444,120

Atty Docket No. AVI1024-01US

This is a decision on the PETITION FOR REVIVAL OF AN APPLICATION
FOR PATENT ABANDONED UNAVOIDABLY UNDER 37 CFR 1.137(a) filed
April 1, 2011.

The petition is DISMISSED.

Any request for reconsideration. of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. The reconsideration request should include a cover
letter entitled "Renewed Petition under 37 CFR 1.137(a)" or
"Renewed Petition under 37 CFR 1.137(b)," as appropriate.
Extensions of time under § 1.136(a) are permitted.

BACKGROUND

The above-identified application became abandoned for failure to
file a timely and proper reply to the final Office action mailed
August 4, 2010. This Office action set a shortened statutory
period for reply of three (3) months, with extensions of time
obtainable under § 1.136(a). No reply received and no
extensions of time obtained, the application became abandoned
effective November 5, 2010. A courtesy Notice of Abandonment
was mailed on March 15, 2011.

Petitioner argues that the delay was unavoidable in filing a
reply to the August 4, 2010 Office action as: The examiner
agreed that the Office action was critically deficient, agreed
to mail a new action resetting the period for reply, and in

www.uspto.gov
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reliance on that agreement the applicant waited for a new
action. No subsequent Office action was mailed, and the
application went abandoned. '

RELEVANT STATUTES RULE AND REGULATIONS
35 U.S.C. 133 provides that:

Upon failure of the applicant to prosecute the application
within six months after any action therein, of which notice
has been given or mailed to the applicant, or within such
shorter time, not less than thirty days, as fixed by the
Director in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be. shown to
the satisfaction of the Director that such delay was
unavoidable.

37 CFR 1.137 (a) provides that:

If the delay in reply by applicant or patent owner was
unavoidable, a petition may be filed pursuant to this paragraph
to revive an abandoned application. A grantable petition
pursuant to this paragraph must be accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(1);

(3) A showing to the satisfaction of the Director

that the entire delay in filing the required
reply from the due date for the reply until the
filing of a grantable petition pursuant to this
paragraph was unavoidable; and
(4) Any terminal disclaimer (and fee as set forth in
§ 1.20(d)) required pursuant to paragraph (d) of
this section. ’ (
Decisions on reviving abandoned applications on the basis
of “unavoidable” delay have adopted the reasonably prudent
‘person standard in determining if the delay was unavoidable:

The word ‘unavoidable’ ... is applicable to ordinary human
affairs, and requires no more or greater care or diligence
than is generally used and observed by prudent and careful
men in relation to their most important business. It

permits them in the exercise of this care to rely upon the
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ordinary and trustworthy agencies of mail and telegraph,
worthy and reliable employees, and such other means and
instrumentalities as are usually employed in such important
business. If unexpectedly, or through the unforeseen fault
or imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting
Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see
also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 U.S.P.Q. 666,
167-68 (D.D.C. 1963), aff’d, 143 U.S.P.Q. 172 (D.C. Cir. 1963);
Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1%913). 1In
addition, decisions on revival are made on-a “case-by-case
basis, taking all the facts and circumstances into account.”
Smith, 671 F.2d at 538, 213 U.S.P.Q. at 982. Nonetheless, a
petition cannot be granted where a petitioner has failed to meet
his or her burden of establishing that the delay was
“unavoidable.” Haines, 673 F. Supp. at 316-17, 5 U.S.P.Q.2d at
1131-32.

37 CFR 1.116 and 1.135(b) are manifest that proceedings
concerning an amendment after final rejection will not operate
to avoid abandonment of the application in the absence of a
timely and proper appeal, a delay is not “unavoidable” when the
applicant simply permits the maximum extendable statutory period
for reply to a final Office action to expire while awaiting a
notice of allowance or other action. Finally, a delay caused by
an applicant’s lack of knowledge or improper application of the
patent statute, rules of practice or the MPEP is not rendered
“unavoidable” due to: (A) the applicant’s reliance upon oral
advice from USPTO employees; or (B) the USPTO’s failure to
advise the applicant of any deficiency in sufficient time to
permit the applicant to take corrective action. See In re
Sivertz, 227 USPQ 255, 256 (Comm’r Pat. 1985).

7

OPINION

The requirements of 37 CFR 1.137(a) are not met for revival of
this application. The petition includes payment of the required
petition fee. As this utility application was filed after June
8, 1995, no terminal disclaimer is required. At issue are the
requirements for the required reply to the outstanding Office
action and a showing to the satisfaction of the Director that
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the entire delay in filing the required reply was unavoidable.
These latter requirements are not met.

Petitioner provides the required reply in the form of a paper
entitled “REQUEST FOR A COMPLETE OFFICE ACTION (with RCE or
Continuing Application Authorization Should One Be Necessary).”
It is not appropriate to provide alternative replies, especially
given that no alternative continuing application has been filed.
Petitioner is advised that if a submission is accompanied by a
“conditional” RCE and payment of the RCE fee under 37 CFR
1.17(e) (i.e., an authorization to charge the 37 CFR 1.17(e) fee
to a deposit account in the event that the submission would not
otherwise be entered), the Office will treat the “conditional”
RCE and payment as if an RCE and payment of the fee set forth in
37 CFR 1.17(e) had been filed. Accordingly, clarification of
the reply submitted on petition is required.

Most importantly, petitioner has not met his burden of
establishing that the entire delay in filing this reply was
unavoidable. 1In this instance, the six-month period expired
without petitioner filing any reply to the Office action mailed
August 4, 2010. It appears that, notwithstanding the statutory
period for reply, petitioner waited based on conversations with
the examiner for the final Office action to be re-mailed and the
period for reply restarted. However, this did not occur. '

Upon the mailing of the final rejection on August 4, 2010,
petitioner had to take action (including any extensions of time)
to avoid abandonment of the application by February 4, 2011.
Petitioner allowed the period for response to expire without
taking further action in the application. Rather, petitioner
relied on oral assurances from the examiner.

Petitioner was not permitted to disregard the final Office
action even if it was incorrect. By operation of law, pursuant
to 35 U.S.C. 133, upon failure of the applicant to prosecute the
application within six months after any action therein, of which
notice has been given or mailed to the applicant, or within such
shorter time, not less than thirty days, as fixed by the
Director in such action, the application shall be regarded as
abandoned by the parties thereto, unless it be shown to the
satisfaction of the Director that such delay was unavoidable.

Petitioner did not file the written reply requesting a complete
Office action until this petition was filed. The failure to
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file a written response within the six month period is not a
situation deemed to be unavoidable. The reliance on worthy and
reliable employees, referred to in MPEP 711.03 as a basis for
showing unavoidable delay, extends not to alleged oral promises
of USPTO employees, but rather refers to the actions of the
applicant’s employees or agents. For example, an error by an
employee may serve as the basis for a showing of unavoidable
delay where it is shown that the employee was sufficiently
trained and experienced with regard to the function and routine
for its performance that reliance upon such employee represented
the exercise of due care. Continuing to rely on a USPTO
employee to re-mail an Office action and restart a period for
reply from September 2010 to February 2011, the end of the
statutory period, does not represent the exercise of due care.
The examiner has no authority to extend the statutory period for
reply to an Office action. Further, it is well-established that
applicant’s reliance upon oral advice from USPTO employees will
not excuse their failure to prosecute, yet applicant continued
to rely and did not file a written objection. As stated in 37
CFR 1.2, all business with the Patent and Trademark Office
should be transacted in writing. .. The action of the Patent
and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged
oral promise, stipulation, or understanding in relation to which
there is disagreement or doubt.

‘As petitioner has not provided the required reply to the Office
action and has not met his burden of establishing that the delay
was unavoidable, the petition under 37 CFR 1.137 (a) must be
dismissed.

CONCLUSION

While petitioner has not met the requirements for revival under
37 CFR 1.137(a), petitioner is not precluded from obtaining
relief by filing a petition based on unintentional delay,
pursuant to 37 CFR 1.137 (b).

Petitioner should not delay filing a petition pursuant to 37 CFR
1.137(b) (or a renewed petition under 37 CFR 1.137(a)) as
applicant bears the burden of establishing that the entire
delay, including the delay from the due date for the reply until
the filing of a grantable petition, was unintentional (or
unavoidable) .
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Further correspondence with respect to this decision should be
addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

By fax: (571) 273-8300
ATTN: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3219.
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In re Application Of :

Larry Hayashigawa : DECISION ON PETITION
Filed: May 30, 2006 : :

Application No. 11/444,120

Atty Docket No. AVI1024-01US

This is a decision on the RENEWED PETITION FOR REVIVAL OF AN
APPLICATION FOR PATENT filed October 14, 2011.

The petition is GRANTED.

The above-identified application became abandoned effective
November 5, 2010 for failure to file a timely and proper reply
to the final Office action mailed August 4, 2010. A courtesy
Notice of Abandonment was mailed on March 15, 2011. By decision
mailed August 22, 2011, the prior petition to revive based on
unavoidable delay under 37 CFR 1.137(a) was dismissed. The
circumstances of the abandonment were considered, and it was
determined that it had not be shown that the delay was ‘
unavoidable within the meaning of 37 CFR 1.137(a). In addition,
clarification was required as to applicant’s “required reply to
the outstanding Office action” as alternative replies were
submitted.

In response, applicants filed the instant petition, requesting
revival based on the less stringent standard of unintentional
delay. The petition includes the required reply in the form of
a “Request for a Complete Office Action.” It has been
specifically determined that the required reply is sufficient
for purposes of revival of this application. See 35 USC 132 and
Chester v. Miller, 15 USPQ2d 1333, 1337 (Fed. Cir 1990) “Section
132 is violated when a rejection is so uninformative that it
prevents the applicant from recognizing and seeking to counter
the grounds for rejection. See, e.g., In re Wilke, 314 F.2d 558,

www.uspto.gov
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562, 136 USPQ 435, 439 (CCPA 1963).” The petition also includes
payment of the petition fee and the required statement of
unintentional delay. All requirements of 37 CFR 1.137(b) have
been met.

Technology Center AU 1729 has been advised of this decision.
The application is, thereby, forwarded to the examiner for
consideration of the “Request for a Complete Office Action”
filed October 14, 2011 in response to the final Office action
mailed August 4, 2010.

Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3219.

/NancyJohnson/
Nancy Johnson

Senior Petitions Attorney
Office of Petitions
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Yang :DECISION ON APPLICATION
Application No.: 11/444,150 : FOR ADJUSTMENT

Filed: May 30, 2006 :PATENT TERM ADJUTSMENT
Attorney Docket No.05367-2701 :

This is in response to the “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER 37 CFR 1.705” filed September 8, 2010, which is
properly treated under 37 CFR 1.705 (b) . Applicant requests that
the initial Determination of Patent Term Adjustment under 35
U.S.C. 154 (b) be corrected from seventy-five (75) days to
sixteen (16) days.

The request for review of determination of the patent term
adjustment is GRANTED IN PART.

The Office has updated the PALM and PAIR screens to reflect that
the correct Patent Term Adjustment (PTA) determination at the
time of the mailing of the Notice of Allowance is forty-eight
(48) days. A copy of the updated PALM screen, showing the
corrected determination, is enclosed.

On August 5, 2010, a Determination of Patent Term Adjustment
under 35 U.S.C. 154(b) was mailed indicating that the patent
term adjustment to date was 75 days. On September 8, 2010,
applicant submitted the instant petition. Applicant asserts the
Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
mailed August 5, 2010, is incorrect. Specifically, applicant
states that:

Applicant notes that a first Response to the Final
Office Action mailed on November 7, 2008 was submitted to
USPTO on December 24, 2008. Upon receiving an Advisory
Action mailed on January 16, 2009, a second Response was
filed on February 6, 2009. A third Response was filed on
April 7, 2009 with a Notice of Appeal after receiving
another Advisory Action issued on March 9, 2009. Applicant
believes that this incurs an Applicant Delay of 59 days.
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However, the USPTO’s determination of PTA does not reflect
this Applicant Delay. ‘

Excerpt taken from, “APPLICATION FOR PATENT TERM ADJUSTMENT
UNDER 37 CFR 1.705” filed September 8, 2010, pgs. 1-2.

It is determined that applicant should have been assessed a
delay under 37 CFR 1.704(b)' for filing a reply in excess of the
three month period from the November 7, 2008, mailing date of
the final Office. On November 7, 2008, a final Office action

was mailed. On December 24, 2008, and February 6, 2009,
applicant filed amendments which the examiner determined did not
place the application in condition for allowance; therefore, the
time period running under 37 CFR 1.704(b) was not tolled. On
April 7, 2009, applicant filed a Notice of Appeal; this filing
tolled the time period running pursuant to 37 CFR 1.704 (b).
Accordingly, the period of adjustment set forth in § 1.703
should have been reduced under 37 CFR 1.704(b) by 31 days, the
number of days in the period beginning on the day after the date
that is three months after the date of mailing of the final
Office action, March 8, 2009, and ending on the date the Notice
of Appeal was filed, April 7, 2009. A period of reduction of 31
days will be entered.

A review of the application file history reveals that an entry
of an additional adjustment to the patent term under 37 CFR
1.702(a) (2) and 37 CFR 1.703(a) (2) is warranted. A response to a
non-final Office action was filed April 11, 2008. A final
Office action was not mailed until August 15, 2009—four months

! 37 CFR 1.704 (b) states:

With respect to the grounds for adjustment set forth in §§ 1.702(a)
through (e), and in particular the ground of adjustment set forth in
§ 1.702(b), an applicant shall be deemed to have failed to engage in
reasonable efforts to conclude processing or examination of an
application for the cumulative total of any periods of time in
excess of three months that are taken to reply to any notice or
action by the Office making any rejection, objection, argument, or
other request, measuring such three-month period from the date the
notice or action was mailed or given to the applicant, in which case
the period of adjustment set forth in § 1.703 shall be reduced by
the number of days, if any, beginning on the day after the date that
is three months after the date of mailing or transmission of the
Office communication notifying the applicant of the rejection,
objection, argument, or other request and ending on the date the
reply was filed. The period, or shortened statutory period, for
reply that is set in the Office action or notice has no effect on
the three-month period set forth in this paragraph.



In re Application No. 11/444,150

and 4 days after the response was filed. Accordingly, a period
of adjustment pursuant to 37 CFR 1.702(a) (2) and 37 CFR
1.703(a) (2) of 4 days will entered with said period beginning on
the day after the date that is four months after the date a
reply under 1.111 was filed, August 12, 2008, and ending on the
date of mailing of the final Office action August 15, 2008.

In view thereof, the determination of the patent term adjustment
at the time of the mailing of the notice of allowance is 48 days
(81 days of Office delay - 33 days of Applicant delay).

Deposit account 50-4972 will be charged $200.00 fee for the fee
set forth in 37 CFR 1.18(e) for consideration of the application
for patent term adjustment under 37 CFR 1.705(b).

Applicants are reminded that any delays by the Office pursuant
to 37 CFR 1.702(a) (4) and 1.702(b) and any applicant delays
under 37 CEFR 1.704(c) (10) will be calculated at the time of the
issuance of the patent and applicants will be notified of the
revised patent term adjustment to be indicated on the patent in
the Issue Notification letter that is mailed to applicants
approximately three weeks prior to issuance.

Telephone inquiries regarding this specific matter should be
directed to the undersigned at (571) 272-3222.

Q?af //%/(
Kéhya A. Mélaughlin

Petitions Attorney
Office of Petitions

Enclosure: Copy of REVISED PALM screen
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, OFFICE OF PETITIONS
In re Application of
Yang :
Application No. 11/444,150 : DECISION ON APPLICATION
Filed: May 20, 2006 : FOR
Atty Docket No” 056367-2701 : PATENT TERM ADJUSTMENT

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT PURSUANT TO 37 CFR § 1.705,” filed September 23,
2010, which is properly treated under 37 CFR 1.705(b). '
Applicants request that the initial Determination of Patent Term
Adjustment under 35 U.S.C. 154 (b) be corrected from forty-eight
(48) days to sixteen (16) days.

The application for patent term adjustment is GRANTED.

The Office has updated the PALM and PAIR screens to reflect that
the patent term adjustment determination at the time of the
mailing of the notice of allowance is sixteen (16). A copy of
the updated PAIR screen, showing the corrected determination, is
enclosed.

On August 5, 2010, the Office mailed the Determination of Patent
Term Adjustment under 35 U.S.C. 154 (b) in the above-identified
application. The Notice stated that the patent term adjustment
to date is 75 days. Applicants timely filed a petition under 37
CFR 1.705(b) on September 8, 2010. As decision on the petition
was mailed September 20, 2010. Applicants now file the instant
request for reconsideration.

Applicants’ arguments have been considered and are well taken.
The reduction to the patent term adjustment for the filing of a
response on April 7, 2009, three months and fifty-nine after a
final Office action was mailed on November 7, 2008 is accurate.
It is further ncted that the reduction to the patent term
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adjustment of four days was entered twice. Accordingly, a
period of 4 days will be removed from the calculation of the
patent term adjustment.

In view thereof, the patent term adjustment at the time of the
mailing of the Notice of Allowance is 16 days.

The $200.00 fee as set forth in 37 CFR 1.18(e) was received. No
additional fees are required.

Applicants are reminded that any delays by the Office pursuant
to 37 CFR 1.702(a) (4) and 1.702(b) and any applicant delays
under 37 CFR 1.704(c) (10) will be calculated at the time of the
issuance of the patent and applicants will be notified in the
Issue Notification letter that is mailed to applicants
approximately three weeks prior to issuance.

The Office of Data Management has been advised of this decision.

This matter is being referred to the Office of Data Management
for issuance of the patent.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin/

Petitions Attorney
Office of Petitions

Enclosure: Copy of REVISED PAIR Screen
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MAILED

JAN 25 2012
OFFICE OF PETITIONS

DECISION ON PETITION
UNDER 37 CFR 1.78(a) (3)

This is a decision on the PETITION TO ACCEPT AN UNINTENTIONALLY
DELAYED CLAIM FOR PRIORITY UNDER 35 U.S.C. § 120 filed December

29, 2011,

filed application nos. 10/096,076,

The petition is GRANTED.

to accept an unintentionally delayed claim to prior-

10/693,481 and 09/896,897.

A petition for acceptance of a claim for late priority under 37

CFR § 1.78(a) (3)

on or after November 29, 2000.

is only applicable to those applications filed
Further,

the petition is

appropriate only after the expiration of the period specified in

37 CFR § 1.78(a) (2) (ii), and must

of the nonprovisional application.

under 37 CFR § 1.78(a) (3) must be
the reference required by 35
§ 1.78(a) (2) (1)
previously submitted; ,

the surcharge set forth in §

(1)

(2)
(3)

of the prior-

be filed during the pendency
In addition, the petition
accompanied by:

U.S.C. § 120 and 37 CFR
filed application, unless

1.17(t); and

a statement that the entire delay between the date the
claim was due under 37 CFR §§ 1.78(a) (2) (ii),
the claim was filed was unintentional.

and the date
The Director may

require additional where there is a question whether the

delay was unintentional.
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The instant application was filed after November 29, 2000. A
review of the application as filed reveals that the claim for
priority set forth on petition was not submitted on filing in
the first sentence of the specification or in an application
data sheet. The four and sixteen-month periods specified in 37
CFR §§ 1.78(a)(2)(i;) expired without proper claims being made.
In addition, the petition includes the required statement of
unintentional delay and the required surcharge.

A reference to the prior-filed nonprovisional applications is
included in an amendment, as required by 37 CFR 1.78(a) (2) (iii),
filed May 17, 2011 (not May 6, 2011 as noted in the amendment
filed January 3, 2012).

Accompanying the amendment is a request for continued
examination (RCE), which is properly submitted for consideration
of the amendment after mailing of a final Office action.

With respect to 35 U.S.C. 120 and 37 CFR 1.78(a) (3), the
amendment includes references to prior-filed application Nos.
10/096,076 and 10/693,481, with the relationship of each stated
as continuation-in-part. Further, the amendment states that the
‘481 application is a continuation-in-part of application No.
09/896,897. Moreover, a review of the ‘481 application confirms
that the claim was properly made in that application to the 897
application. Finally, there was the required copendency between
the applications.

All of the above requirements having been satisfied, the late
claim for benefit of priority to the prior-filed application
under 35 U.S.C. § 120 is accepted as being unintentionally
delayed. :

The granting of the petition to accept the delayed benefit claim
to the prior-filed applications under 37 CFR § 1.78(a) (3) should
not be construed as meaning that this application is entitled to
the benefit of the filing date of the prior-filed application.
In order for this application to be entitled to the benefit of
the prior-filed application, all other requirements under -35
U.S.C. §§120 and 1.78(a) (1) and (a) (2) must be met. Similarly,
the fact that the corrected Filing Receipt accompanying this
decision on petition includes the prior-filed application should
not be construed as meaning that applicant is entitled to the
claim for benefit of priority to the prior-filed application
noted thereon. Accordingly, the examiner will, in due course,
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consider this benefit claim and determine whether the
application is entitled to the benefit of the earlier filing
date.

A corrected Filing Receipt, which includes the priority claim to
the prior-filed applications, accompanies this decision on
petition.

Any questions concerning this matter may be directed to the
undersigned at (571) 272-3219. All other inquiries concerning
either the examination procedures or status of the application
should be directed to the Technology Center.

This application is being referred to Technology Center Art Unit
1637 for consideration by the examiner of the claim-for benefit
of priority under 35 U.S.C. §120 of the prior-filed applications
as set forth in the amendment filed May 17, 2011.

Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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Address: COMMISSIONER FOR PATENTS
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APPLICATION FILING or GRP-ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMSI
11/444,151 05/31/2006 1637 5770 Enz-60(CIP2) 159 12
CONFIRMATION NO. 4296
Ronald C. Fedus CORRECTED FILING RECEIPT

c/o ENZO BIOCHEM, INC. . .
S oo A
New York, NY 10022-4304

Date Mailed: 01/25/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Elazar Rabbani, New York, NY;
James J. Donegan, Long Beach, NY;
Assignment For Published Patent Application
Enzo Life Sciences, Inc.
Power of Attorney: None

Domestic Priority data as claimed by applicant
This application is a CIP of 10/096,076 03/12/2002
and is a CIP of 10/693,481 10/24/2003
which is a CIP of 09/896,897 06/30/2001 ABN

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 06/22/2006

The country code and number of your prion'ty application, to be used for filing abroad under the Paris Convention,

is US 11/444,151
Projected Publication Date: Not Applicable
Non-Publication Request: No .

Early Publication Request: No
** SMALL ENTITY **
page 10of 3



Title A
Dual polarity analysis of nucleic acids
Preliminary Class
435

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consuit the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits” giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

'LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardiess of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR'5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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BIOTECHNOLOGY LAW GROUP
12707 HIGH BLUFF DRIVE

SUITE 200 MAILED

SAN DIEGO, CA 92130-2037

DEC 222010
0
In re Application of FFICE OF PETITIONS
Dong-Hua Ke, et al. :
Application No. 11/444,171 : DECISION ON PETITION
Filed: May 31, 2006 : TO WITHDRAW

Attorney Docket No. IVGN 250 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent under 37 C.F.R. § 1.36(b)
filed November 9, 2010.

The request is NOT APPROVED.

The Office will no longer approve requests from practitioners to withdraw from application
where the requesting practitioners is acting, or has acted, in a representative capacity pursuant to
37 CFR 1.34. In these situations, the practitioner is responsible for the correspondence the

- practitioner files in the application while acting in a representative capacity. As such, there is no
need for the practitioner to obtain the Office’s permission to withdraw from representation.
However, practitioners acting in a representative capacity, like practitioners who have power of
attorney in the application, remain responsible for noncompliance with 37 CFR 1.56, as well as
37 CFR 10.18, with respect to the documents they file.

A review of the file record indicates that BioTechnology Law Group does not have power of
attorney in this patent application. See 37 C.F.R. § 10.40. Accordingly, the request to withdraw
under 37 C.F.R. § 1.36(b) is not applicable.

Petitioner should note that the Office will no longer accept address changes to a new practitioner
of law firm filed with a Request, absent the filing of a power of attorney to the new
representative. The Office will either change the correspondence address of record to the most
current address information provided for the assignee of the entire interest, who properly became
of record under 37 CFR 3.71 or, the most current address information provided for the first
named inventor.

Accordingly, the request to withdraw from record does not include an acceptable current
correspondence address for future communications from the Office.
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Petitioner should also note that there was never a power of attorney filed in this application and
the acceptance of the attorney listed in the attorney/agent was processed in error.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise properly notified by the applicant.

There is an outstanding Office action mailed November 5, 2010 that requires a reply by
applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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MAILED

SHEPPARD, MULLIN, RICHTER & HAMPTON LLP oR 072011
390 LYTTON AVENUE A »
PALO ALTO, CA 94301 QFFCE OF PETITIONS

In re Application of
EAGLE, Scott G. et al.

Application No. 11/444,172 : : DECISION ON PETITION
Filed: March 30, 2006 : TO WITHDRAW
Attorney Docket No. 4001-0015 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed February 08, 2011.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Sheppard, Muilin Richter &
Hampton LLP has been revoked by the assignee of the patent application on February 07, 2011.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at 571-272-
4231.

Pl [ Sy~

Michelle R. Eason
Paralegal Specialist
Office of Petitions

cc:  DAVIDSON BERQUIST JACKSON & GOWDEY, LLP
ATTN: CLARIA/DR. BRIAN SIRITZKY, ESQ.
4300 WILSON BLVD., 7TH FLOOR
ARLINGTON VA 22203
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Decision Date : December 1, 2011

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

Scott Eagle ATTORNEY/AGENTOF RECORD
Application No : 11444172
Filed : 30-May-2006

Attorney Docket No : 4001-0015
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed December 1,2011

The request is APPROVED

The request was signed by Brian Siritzky (registration no. 37497 ) on behalf of all attorneys/agents
associated with Customer Number 91944 . All attorneys/agents associated with Customer Number 91944 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer nhumber 86636

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 11444172

Filing Date 30-May-2006

First Named Inventor Scott Eagle

Art Unit 2175

Examiner Name THANH VU

Attorney Docket Number 4001-0015

Title

Method and apparatus for displaying messages in computer systems

® Please withdraw me as attorney or agent for the above identified patent application and 91944
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto ggg3g
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Brian Siritzky/

Name Brian Siritzky

Registration Number 37497
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FOLEY & LARDNER LLP
150 EAST GILMAN STREET

P.O. BOX 1497 MA'LED

MADISON WI 53701-1497

MAY 192011
OFFICE OF PETITIONS
In re Application of
Amine et al. ' :
Application No. 11/444219 S :  ON REQUEST FOR
Filing or 371(c) Date: 05/31/2006 - : RECONSIDERATION OF

Atty Docket No.: : PATENT TERM ADJUSTMENT
051583-0343 ' :

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT TERM
ADJUSTMENT FOR PATENT APPLICAITON, filed April 8, 2011. Applicants submit that the
correct Patent Term Adjustment is 1170 days, not 812 days as calculated by the Office as of the
mailing of the initial determination of patent term adjustment. Applicant requests this correction
solely on the basis that the Office will take in excess of three years to issue this patent. The
application for patent term adjustment is properly treated under 37 C.F.R. § 1.705(b).

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date,
the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined.. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant.delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37
CFR 1.705(b) based on the initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the request for continued examination) is
premature. Accordingly, it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under 37 CFR 1.705(b) contesting the
37 CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, applicant is
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advised that they may wait until the time of the issuance of the patent and file a request for
reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time of the
issuance of the patent, the Office will consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the request for
reconsideration is filed within two months of the issuance of the patent. However, as to all other
bases for contesting the initial determination of patent term adjustment received with the notice
of allowance, applicant must timely file an apphcatlon for patent term adjustment prior to the
payment of the issue fee'. -

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for '
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be
timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Managementrhas been advised of this decision. This application is being
referred to the Office of Data Management'for issuance of the patent.

Telephone inquiries specific to this- dec1sxon should be directed to the under51gned at (571) 272-
3232. :

/DLW/

Derek L. Woods

Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on
which the application was filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of
the actual filing date of the application, then applicant must still timely file an application for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or
notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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HENNEMAN & ASSOCIATES, PLC . MAILED

70 N. MAIN ST. .

THREE RIVERS MI 49093 DEC 07 2011

Inre Application of . OFFICE OF PETITIONS
Shangguan et al. :

Application No. 11/444,277 : DECISION ON PETITION

Filed: May 31, 2006
Attorney Docket No. 0025-027

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
November 23, 2011, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely submit the issue and publication fees, as
required by the Notice of Allowance and Fee (s) Due, which was mailed August 18, 2011. The
Notice of Allowance and Fee (s) Due and the Notice of Allowability set a three (3) month
statutory period for reply. Extensions of time were not available under the provisions of 37 CFR
1.136(a). Accordingly, this application became abandoned on November 19, 2011. A Notice of
Abandonment was mailed on November 30, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the $1740 issue and publication fees of $300, (2) the petition fee
of $1860; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3215.

This application is being referred to the Office of Data Management for further processing.

Charlema Grant
Petitions Attorney
Office of Petitions
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Booth Udall, PLC
1155 W Rio Salado Parkway

Suite 101 MAILED

Tempe AZ 85281

NOV 25 2u11
OFFICE OF PETITIONS
In re Application of |
BOYD et al. :
Application No. 11/444,314 :  DECISION ON PETITION

Filed: 06/01/2006
Attorney Docket No. 1180.5067

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 5, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action, mailed March 23, 2011, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on June 24, 2011. A Notice of Abandonment
was mailed on October 3, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee, and (3) a proper statement of
unintentional delay.

This application is being referred to Technology Center AU 3695 for appropriate action by the
Examiner on the reply received on October 5, 2011.

Inquiries concerning this decision should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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Stephen R. Greiner, Esquire
GREINER LAW OFFICES, F.C.

Suite 110
6701 Democracy Blvd. MAILED
Bethesda MD 20817

AUG 27 2010
In re Application of . OFFICE OF PETITIONS
Jason Myles Cobb : :
Application No. 11/444,322 :  DECISION ON PETITION

Filed: June 1, 2006
Attorney Docket No. 3982.01

This is a decision on the petition under the unintentional provisions of 37 CFR 1. 137(b)
filed June 28, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before April 14, 2010, as required by the Notice of Allowance and Fee(s) Due, mailed January
14, 2010. Accordingly, the date of abandonment of this application is April 15, 2010. A Notice
of Abandonment was mailed on April 29, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $755 and the publication fee of $300, (2) the
petition fee of $810, and (3) a proper statement of unintentional delay. Accordingly, the issue
and publication fees are accepted as being unintentionally delayed.

37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. Since the statement contained in the petition varies from the language required by
37 CFR 1.137(b)(3), the statement contained in the petition is being construed as the statement
required by 37 CFR 1.137(b)(3). Petitioner must notify the Office if this is not a correct
interpretation of the statement contained in the petition.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.
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This application is being referred to the Office of Data Management for further processing into a
patent.

/Kimberly A. Inabinet/
Kimberly A. Inabinet

Petitions Examiner
Office of Petitions
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: ~—
DATE : 01/31/12

TOSPEOF :ARTUNIT _____ 3852

SUBJECT : Request for Certificate of Correction for Appl. No.: WPétem No.: 7616912

CofC mailroom date:  08/11/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A
Palm Location 7580

Note: Should the chaﬁges be made?
RoChaun Hardwick

Certificates of Correction Branch

571 272-0470

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.

Q Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
Approved amendment to title
/David M. Gray/ 2852
‘SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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MCANDREWS HELD & MALLOY, LTD MAILED
500 WEST MADISON STREET :
CHICAGO IL 60661. OFFICE OF PETITIONS
In re Application of
Choi et al. S
Application No. 11/444394 ~: ON APPLICATION FOR
~ Filing or 371(c) Date: 06/01/2006 : RECONSIDERATION OF
Atty Docket No.: : PATENT TERM ADJUSTMENT
21549US01 : :

This is in response to the APPLICATION FOR RECONSIDERATION OF THE
DETERMINATION OF PATENT TERM ADJUSTMENT UNDER 35 U.S.C. 154(b)
ACCOMPANYING THE NOTICE OF ALLOWANCE (37 CFR § 1.705), filed July 2, 2010.
Applicant submits that the proper patent term adjustment to be indicated on the patent is 1085
days, not zero (0) days as calculated by the Office as of the mailing of the initial determination of
patent term adjustment. Applicant requests this correction solely on the basis that the Office will
take in excess of three years to issue this patent. The application for patent term adjustment is .
properly treated under 37 C.F.R. § 1.705(b). :

As the instant application for patent term adjustment requests reconsideration of the patent term
adjustment as it relates to the Office’s failure to issue the patent within 3 years of the filing date,
the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of .
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37
CFR 1.705(b) based on the initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the request for continued examination) is
premature. Accordingly, it is appropriate to dismiss as premature such a request.
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Rather than file an application for patent term adjustment under 37 CFR 1.705(b) contesting the
37 CFR 1.702(b) calculation at the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the patent and file a request for
reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time of the
issuance of the patent, the Office will consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the request for
reconsideration is filed within two months of the issuance of the patent. However, as to all other
bases for contesting the initial determination of patent term adjustment received with the notice
of allowance, applicant must timely file an application for patent term adjustment prior to the
payment of the issue fee'.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e) for
consideration of the application for patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment indicated on the patent must be
timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision. This application is being
referred to the Office of Data Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-
3232. A

/DLW/

Derek L. Woods

Attorney
Office of Petitions

" For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR 1.702(a)(1) for
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on
which the application was filed and under 37 CFR 1.702(b) for Office failure to issue a patent within three years of
the actual filing date of the application, then applicant must still timely file an application for patent term adjustment
prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office action or
notice of allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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TUCKER ELLIS & WEST LLP Mail Date: 09/13/2010
1150 HUNTINGTON BUILDING

925 EUCLID AVENUE
CLEVELAND, OH 44115-1414

Applicant : Giri Natarajan : DECISION ON REQUEST FOR

Patent Number : 7657607 : RECALCULATION of PATENT

Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/444,585 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/01/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 448 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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BUSINESS OBJECTS AMERICAS; BUSINESS OBJECTS S.A. MAILED

SAP AMERICA, INC.; BUSINESS OBJECTS SOFTWARE LTD.

BUSIPI"ESS OBJECTS DATA INTEGRATION, INC. APR 0 8 ZUH
777 6" STREET NW, SUITE 1100, ATTN: B. GALLIANI :

WASHINGTON DC 20001 OFFICE OF PETITIONS

In re Application of

MACGREGOR . :

Application No. 11/444,597 B o DECISION ON PETITION
Filed: May 31, 2006 - : TO WITHDRAW
Attorney Docket No. BOBJ-088/00US 304661-2190 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.  § 1.36(b),
filed February 17, 2011, L '

The request is NOT APPROVED.

The Office will either change the correspondence address of record to the most current address
infarmation provided for a new practitioner or law firm who has filed a proper power of attorney,
the assignee of the entire interest who properly became of record under 37 CFR 3.71 or, if no
assignee of the entire interest has properly been made of record under 37 CFR 3.71, the most
current address information provided for the first named inventor.

Accordingly, since the change of correspondence address is not that of a new practitioner or law
firm who has filed a proper power of attorney in the Office, the request to withdraw from record cannot
be approved.

All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272- 6735.

/Diane C. Goodwyn/

Diane C. Goodwyn

Petitions Examiner ) ) P
Office of Petitions L e e
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KILPATRICK TOWNSEND & STOCKTON: LLP

TWO EMBARCADERO CENTER MAILED
EIGHTH FLOOR
SAN FRANCISCO CA 94111-3834 DEC 1.5 2011
o OFFICE OF PETITIONS
In re Application of
Evans et al. :
Application No. 11/444,603 :  DECISION ON PETITION

Filed: May 31, 2006
Attorney Docket No0.90073-001810US-713099

This i is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 7,.2011, to revive the above-identified application.

The petition is GRANTED.

This above-identified application became abandoned for failure to timely file a reply to a non-
final Office action mailed December 22, 2010. The Office Action set a three (3) month
shortened statutory period for reply. No extensions of time were obtained under the provisions of
37 CFR 1.136(a). Accordingly, this application became abandoned on March 23, 2011. A Notice
of Abandonment was mailed on June 9, 2011.

Tﬁe petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment (2) the petition fee of $930.00, and (3) a statement of .
unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3215. :

This application is being referred to Technology Center AU 3734 for appropriate action by the
Examiner in the normal course of business on the reply received

Charlema Grant
Attorney Advisor
Office of Petitions
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PHILIP S. JOHNSON
JOHNSON & JOHNSON

ONE JOHNSON & JOHNSON PLAZA MAILED
NEW BRUNSWICK, NJ 08933-7003 '

: SEP 08 2010
OFFICE OF PETITIONS
In re Application of |
Curt BINNER, et al. :
Application No. 11/444,792- . DECISION GRANTING PETITION
Filed: June 1, 2006 . UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. PPC5073USCNT2

This is a decision on the petition under 37 CFR 1.313(c)(2). filed September 2, 2010, -to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Pelitioner is advised that the issue fee paid on March 17, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be apphed
towards the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 1791 for processing of the

request for contfinued examination under 37 CFR 1.114 and for consideration of the
concurrently filed inf_ormcn‘ion disclosure statement.

/Mohico A. Graves/
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal-Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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| APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
11/444,860 05/3172006 Nagesh R. Basavanhally BASAVANHALLY 7544
38-2-11
47394 7590 03/06/2012
EXAMINER
HITT GAINES;PC [ l
ALCATEL-LUCENT CHEN, XIAOLIANG
PO BOX 832570 — - -
RICHARDSON, TX 75083 l ARTUN | earsroumser |
2835
r NOTIFICATION DATE I DELIVERY MODE I
03/06/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electromcally on above-indicated "Notification Date" to the
following e-mail address(es):

docket@hittgaines.com

PTOL-90A (Rcv. 04/07)
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Hitt Gaines, P.C. ,
P.O. Box 832570
Richardson, Texas 750832570 MAR 6 2012
In re Application of: Basavanbhally et al.
: SUA SPONTE
Serial No.: 11/444,860 :  DECISION WITHDRAWING HOLDING OF
Filed: May 31, 2006 : ABANDONMENT

~ Attorney Docket No.: BASAVANHALLY 38-2-11

This is a decision, sua sponte, withdrawing the holding of abandonment of the above-identified
application.

The application was held abandoned after the mailing of a Decision On Appeal, affirming the examiner,
mailed on January, 17, 2012. A Notice of Abandonment was mailed on January 19, 2012.

The examiner did not wait the required two month time period to allow the applicant the opportunity to
appeal the Board’s decision.

In view of the above, it appears that the application was prematurely abandoned.

Accordingly, the Notice of Abandonment is hereby vacated and the holding of abandonment withdrawn.
The application is restored to pending status and forwarded to the Examiner for further examination.

Inquiries related to this decision should be directed to Timothy J Thompson at (571) 272-2342.

Wyny{ Céggftis, Director
Technology Center 2800

Circuits/Measuring Testing
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LEE & HAYES, PLLC

601 W RIVERSIDE \

SUITE 1400 MAILED

SPOKANE, WA 99201 FEB 2 8 2011
OFFICE OF PETITIONS

In re Application of :

Cohen et al. : DECISION ON PETITION

Application No. 11/444,893 : TO WITHDRAW

Filed: May 31, 2006 : FROM RECORD

Attorney Docket No. QQ1 —0191US

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed on January 25, 2011. :

The request is NOT APPROVED.

The Office no longer accepts address changes to a new practitioner or law firm filed with requests
under 37 C.F.R. § 1.36(b). The Office will only accept correspondence address changes to the most
current address information provided for the assignee of the entire interest who properly became of
record under 37 CFR 3.71, or, if no assignee of the entire interest has properly been made of record,
the most current address information provided for the first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent application or a reexamination
proceeding by filing a statement in compliance with § 3.73(b) that is signed by a party who
is authorized to act on behalf of the assignee.

Customer Number 55922 was indicated as the future correspondence address, however as it is not
that of the first named inventor or the assignee of record, the request to withdraw as attorney or agent
of record under 37 C.F.R. § 1.36(b) cannot be approved at this time. All future communications
from the Office will be directed to above-listed address until otherwise properly notified by the
applicant or a proper change of correspondence address have been submitted.

There'is an outstanding Final Office action mailed November 2, 2010, which requires a reply from
the applicant.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-6059.
All other inquires concerning either the examination or status of the application should be directed to
the Technology Center.

&?
Alicia Kelley
Petitions Examiner

Office of Petitions
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;{ggn %_Thorg sort\
adison Stree
Suite 500 MAILED

Alexandria, VA 22314

MAR 282011
OFFICE OF PETmIONS
In re Application of
Ralf Gradtke, et. al. ;
Application No. 11/444,932 : DECISION ON PETITION
Filed: June 1, 2006 ; TO WITHDRAW FROM
Attorney Docket No. 0503-1120-1 : RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR
§§ 1.36(b) or 10.40 filed February 11, 2011.

It is noted that practitioner has not certified that he has (1) given reasonable notice to the
client, prior to the expiration of the reply period, that the practitioner(s) intends to withdraw
from employment; (2) delivered to the client or duly authorized representative of the client
papers and property (including funds) to which the client is entitled; and (3) notified the client
of any responses that may be due and the time frame within which the client must respond.
The failure to do so may subject the practitioner to discipline. See USPTO Form No.
PTO/SB/83'.

It is further noted that practitioner has not provided a correspondence address for the
intervening assignee? or first named singing inventor. Practitioner is reminded that the Office
will no longer change the correspondence address to that of a new practitioner unless the
Request is accompanied by a power of attorney to a new practitioner (See USPTO Form
PTO/SB/82).

In view of the above, the request to withdraw is under 37 CFR §§ 1.36(b) or 10.40 NOT
APPROVED.

! petitioner should note USPTO Form Number PTO/SB/83 requires practitioner to “check each box below that is factually
correct” and Warns that “If a box is left unchecked, the request will likely not be approved”. (See USPTO Form No.
PTO/SB/83).

2 In order to request or take action in a patent matter, the assignee must establish its ownership of the patent to the
satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must have either: (i) documentary evidence
of a chain of title from the original owner to the assignee (e.g., copy of an executed assignment), and a statement affirming
that the documentary evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (i) a statement specifying where documentary evidence of a chain of title
from the original owner to the assignee is recorded in the assignment records of the Office (e.g., reel and frame number).
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The issue fee was paid on March 25, 2011. Therefore, any renewed request filed after the
date the above patent issues, will made of record in the above application and no further
reconsideration of this request to withdraw will be undertaken.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

ephone inquiries concerning this decision should be directed to the undersigned at

cc: Liam McDowell
1061 Dalebrook Drive
Alexandria, VA 22308
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LEE & HAYES, PLLC
601 W RIVERSIDE A _
SUITE 1400 MAILED
SPOKANE, WA 99201
MAR 08 2011
OFFICE OF PETITIONS
In re Application of :
Cohen et al. : DECISION ON PETITION
Application No. 11/444,963 : : TO WITHDRAW
Filed: May 31, 2006 : FROM RECORD

Attorney Docket No. QQ1 —0165US

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed on January 25, 2011.

The request is NOT APPROVED.

The Office no longer accepts address changes to a new practitioner or law firm filed with requests
under 37 C.F.R. § 1.36(b). The Office will only accept correspondence address changes to the most
current address information provided for the assignee of the entire interest who properly became of
record under 37 CFR 3.71, or, if no assignee of the entire interest has properly been made of record,
the most current address information provided for the first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record eithér in a national patent application or a reexamination
proceeding by filing a statement in compliance with § 3.73(b) that is signed by a party who
" is authorized to act on behalf of the assignee. ‘

Customer Number 55922 was indicated as the future correspondence address, however as it is not
that of the first named inventor or the assignee of record, the request to withdraw as attorney or agent
of record under 37 C.F.R. § 1.36(b) cannot be approved at this time. All future communications
from the Office will be directed to above-listed address until otherwise properly notified by the
applicant or a proper change of correspondence address have been submitted.

There is an outstanding Non final Office action mailed December 22, 2010, which requires a reply
from the applicant.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-6059.
All other inquires concerning either the examination or status of the application should be directed to
the Technology Center.

Alicia Kelley
Petitions Examiner
Office of Petitions
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Margaret Anderson : , o

106 E. 6th Street, Suite 900 MAILED

Austin, TX 78701 . APR 1 1201
QFFICE OF PETITIONS

In re Application of

Edward K.Y. Jung, et. al. :
Application No. 11/444,973 ; DECISION ON PETITION

Filed: May 31, 2006 : TO WITHDRAW FROM
Attorney Docket No. QQ1-0132US X RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR
§§ 1.36(b) or 10.40 filed January 27, 2011.

The request is MOOT.
A review of the file record indicates that any previous power of attorney was revoked on
January 31, 2011. Accordingly, the request to withdraw under 37 CFR §§ 1.36(b) or 10.40

is unnecessary.

All future communications from the Office will be directed to the above-listed address of
record until otherwise notified by applicant.

This application file is being referred to Technology Center 2600 for further processing.

eleqlhone inquirgs concerning this decision should be directed to the undersigned at
571) 272-3226.

Examiner
Petitions

cc: Lee & Hayes, PLLC
601 W Riverside
Suite 1400
Spokane, WA 99201
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MARGARET ANDERSON
106 E. 6TH STREET, SUITE 900

AUSTIN TX 78701 MAILED

MAR 14 2011
OFFICE OF PETITIONS
In re Application of :
Cohen et al. : DECISION ON PETITION
Application No. 11/444,979 : TO WITHDRAW
Filed: May 31, 2006 : FROM RECORD

Attorney Docket No. QQ1-0192US

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed January 26, 2011.

The request is NOT APPROVED.

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of
record under 37 CFR 3.71, or, if no assignee of the entire interest has properly been
made of record, the most current address information provided for the first named
inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent application or a
reexamination proceeding by filing a statement in compliance with § 3.73(b) that is
signed by a party who is authorized to act on behalf of the assignee.

According to a review of current USPTO records petitioner has not requested the address
be changed to a properly recorded assignee or the first listed inventor. The Customer '
Number 55922 is neither the first named inventor nor the assignee who properly became
of record under 37 CFR 3.71 As such, all future communications from the Office will
continue to be directed to the above-listed address until otherwise notified by applicant.

Further, the address given on the petition differs from the address of record. A courtesy
copy of this decision is being mailed to the address given on the petition; however, the
Office will mail all future correspondence solely to the address of record.

Currently, there is an outstanding Office action mailed February 4, 2011 that requires a
reply.



Application No. 11/444,979 Page 2

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

.m 0@/"“ |

oan Olszewski
Petitions Examiner
Office of Petitions

cc: LEE & HAYES, PLLC
601 W RIVERSIDE
SUITE 1400
SPOKANE, WA 99201
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CORNING INCORPORATED .

SP-TI-3-1 ‘

CORNING, NY 14831 MAILED
AUG 11 2010

In re Application of - :

Michael Donavon Brady, et al. : OFFICE OF PETITIONS

Application No. 11/445,024 : ON PETITION

Filed: May 31, 2006 -
Attorney Docket No. SP05-055

Thisisa decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 8, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of November 25, 2010. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing of
a continuing application under 37 CFR 1.53(b). See MPEP 71 1.03(c)(ID(A)(?2). A one (1)
month extension of time pursuant to the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the date of abandonment of this application is March 26, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $810, and the
submission required by 37 CFR 1.114; (2) the petition fee of $1620; and (3) a proper statement
of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Technology Center. '

This application is being referred to Technology Center AU 1791 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114. :

Pafitions Examiner
Office of Petitions
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Commissioner for Patents
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Alexandria, VA 22313-1450
www.uspto.gov
OW May-11

MIALEEKA WILLIAMS
RHODIA INC.

(CN 7500)

8 CEDAR BROOK DRIVE
CRANBURY NJ 08512-7500

MAILED

MAY 052011
OFFICE OF PETITIONS

In re Application of
Schreiner et al. :
Application Number: 11/445,115 : ._DECISION GRANTING PETITION
Filing Date: 06/01/2006 :
Attorney Docket Number: RD
05007

This is a decision in reference to the petition under 37 CFR
1.183, filed on March 21, 2011, which is treated as a petition
seeking waiver of 37 CFR 1.131 in that it requires that a
declaration filed thereunder be signed by all inventors.

The petition is GRANTED.

Petitioners have shown that inventor Anthony Schreiner has been
sent, via email, a copy of the declaration under 37 CFR 1.131.
However, the inventor refused, via email and telephone
conversation, to sign and return the declaration under 37 CFR
1.131 unless he was given additional compensation. A copy of the
email refusal is attached, and a statement of facts by the person
to whom the inventor orally refused is attached.

In view of the efforts recounted to obtained the sigﬁature of
joint inventor Anthony Schreiner, it is agreed that justice would
be served by waiving the requirement for his signature on the
declaration filed under 37 CFR 1.131.

Receipt of the petition fee is acknowledged.
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The application is referred to Technology Center Art Unit 1761
for further processing.

Telephone inquiries related to this decision should be directed
to the undersigned at 571.272.3231.

oo

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE 11111

TOSPEOF :ARTUNIT 1732

SUBJECT : Request for Certificate of Correction for Appl. No.: 11445235 Patent No.: 7776779

CofC mailroom date:  10-21-11

Please respond to this request for a certificate of correctior{ within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see beiow) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D40-E
Palm Location 7580

Note: __

Omega Lewis
703-756-1575

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

@ Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
/Melvin Curtis Mayes/ 1732
SPE Art Unit

PTOL-306 (REV. 7/03) S. atent and Trademar ice
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NEOCONIX, INC. MAILED

C/O INTELLEVATE, LLC

P.0. BOX 52050 AUG 012011

MINNEAPOLIS MN -
53402 OFFICE OF PETITIONS

In re Application of

John D. Williams :

Application No. 11/445,272 :  DECISION ON PETITION
Filed: June 2, 2006 : :
Attorney Docket No. EPC-0001-CIP-US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed May 31,
2011, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1)
the reply in the form of an RCE and an amendment; (2) the petition fee; and (3) the required statement of
unintentional delay have been received. Accordingly, the reply to the final Office action mailed
September 14, 2010, is accepted as having been unintentionally delayed.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $555.00 extension of time fee submitted with the petition on May 31, 2011 was
subsequent to the maximum extendable period for reply, this fee is unnecessary. Petitioner may
request a refund of the extension fee by writing to the Office of Finance, Refund Section. A copy
of this decision should accompany the request.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3208.
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This application is being referred to Technology Center AU 3729 for appropriate action by the Examiner
in the normal course of business.

/KOC/ -
Karen Creasy

Petitions Examiner

Office of Petitions

cC:

KENNETH A. SEAMAN
NEOCONIX, INC.

715 N. PASTORIA AVENUE
SUNNYVALE, CA 94085
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Commissioner for Patents
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IDEATION LAW
2750 RIVERSIDE AVENUE
JACKSONVILLE FL 32205

MAILED

NGOV 17 2010

OFFICE OF PETITIONS

In re Application of
Babi et al. :
Application No. 11/445,284 - : DECISION ON PETITION

Filed: June 2, 2006
Attorney Docket No. Aurora 0009

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed October 21, 2010, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a)
are permitted. The reconsideration request should include a cover letter entitled
"Renewed Petition under 37 CFR 1.137(b)." This is not a final agency action within the
meaning of 5 U.S.C. § 704.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required
reply; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where
there is a question as to whether either the abandonment or the delay in filing a petition
under 37 CFR 1.137 was unintentional, the Commissioner may require additional
information. See MPEP 711.03(c)(III)(C) and (D). The instant petition lacks item (3)

With regards to item (3) the instant petition is not signed. The statement required in item
(3) has not been signed by petitioner. A grantable petition pursuant to 37 CFR 1.137(b)
must include the required statement signed by: :

(1) An attorney or agent of record appointed in compliance with § 1.34(b);
(2) A registered attorney or agent not of record who acts in a representative capacity
under the provisions of § 1.34(a);
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(3) The assignee of record of the entire interest, if there is an assignee of record of the
entire interest;

(4) An assignee of record of an undivided part interest, and any assignee(s) of the
remaining interest and any applicant retaining an interest, if there is an assignee of record
of an undividing part interest; or

(5) All of the applicants (§§ 1.42.1.43 and 1.47) for patent, unless there is an assignee of
record of the entire interest and such assignee has taken action in the application in
accordance with §§ 3.71 and 3.73.

Petitioner has failed to sign the petition.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

e Oﬂ?/ﬁ\"

oan Olszewski
Petitions Examiner
Office of Petitions
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Commissioner for Patents
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IDEATION LAW
2750 RIVERSIDE AVENUE
JACKSONVILLE FL 32205

MAILED

DEC 102010

OFFCI

In re Application of E OF PETITIONS
Babi et al. ;.
Application No. 11/445,284 :  DECISION ON PETITION

Filed: June 2, 2006
Attorney Docket No. Aurora 0009

This is a decision on the renewed petition under the unintentional provisions of 37 CFR
1.137(b), filed December 3, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed, May 8, 2009, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on August 9, 2009. A Notice
of Abandonment was mailed December 28, 2009.

The petition satisfies the rectluirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an Amendment, (2) the petition fee of $810.00 (previously
submitted October 21, 2010), and (3) a proper statement of unintentional delay.

Further, it is not apparent whether the statement of unintentional delay was signed by a
person who woulcF ﬁave been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37
CFR 10.18, the statement is accepted as constituting a certification of unintentional delay.
However, in the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was .
uﬁlixgc%?tional. If petitioner discovers that the delay was intentional, petitioner must notify
the 1ce.

Telephone inguiries concerning this decision should be directed to the undersigned at
(57 1§’ 272-7751.

This application is being referred to Technology Center AU 3694 for further appropriate
action by the Examiner in the normal course of business on the reply received.

e Oy

an Olszewski
Petitions Exa_n.ntner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : Vlgéf//@// Paper No.:

TOSPEOF  : ART UNIT A4/~ P
SUBJECT : Request for Certificate of Correction for Appl. No.: / (/%25//( Patent No.: 7 f % 7 / /é?

CofC mailroom date: %/M/

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Virginia Tolbert

Certificates of Correction Branch
571-272-0460 '

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

Approved All changes apply. -
U Approved in Part Specify below which changes do not apply.
U Denied | State the reasons for denial below.
Comments:
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Commissioner for Patents
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Paper No.
Casimir Jones, S.C. ‘ :
2275 DEMING WAY, SUITE 310 MA'LED
MIDDLETON WI 53562 NOY 182011
In re Application of : OFFICE OF PETITIONS
Richardson et al. :
Application No. 11/445,415 :
Patent No.: 7,439,024 ) : DECISION ON PETITION
Filed: June 1, 2006 : PURSUANT TO

Issued: October 21, 2008 : 37 C.F.R. § 1.28(c)
Attorney Docket No.: UM-12011 :

Title: METHODS AND KITS FOR

DIAGNOSING OR MONITORING

AUTOIMMUNE AND CHRONIC

INFLAMMATORY DISEASES

This is a notice regarding your request for acceptance of a fee
deficiency submission pursuant to 37 C.F.R. § 1.28, received on
September 23, 2011. On September 1, 1998, the Court of Appeals
for the Federal Circuit held that 37 C.F.R. § 1.28(c) is the sole
provision governing the time for correction of the erroneous
payment of the issue fee as a small entity. See DH Technology v.

Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 . .
(Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 C.F.R. § 1.56. 1098 Off. Gaz. Pat. Office
502 (January 3, 1989). Therefore, nothing in this notice is
intended to imply that an investigation was done.

Petitioner has identified the particular type of fees that were
erroneously paid as a small entity, when the small entity fees
were actually paid, the small entity fees that were actually
paid, the deficiency owed amounts, and the total deficiency
payment owed.

The deficiency payment in the amount of $2385.00 has been
received.
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Patent No.: 7,439,024 .

Decision on Petition pursuant to 37 C.F.R. § 1.28(c)

Your fee deficiency submissidn‘pursuant to 37 C.F.R. § 1.28(c) 1is
hereby accepted. The petition is GRANTED accordingly.

This patent is no longer entitled to small entity status.
Accordingly, all future fees paid in this patent must be paid at
the large entity rate.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.

A A

Paul Shanoski
Senior Attorney
Office of Petitions
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DORITY & MANNING, P.A.
POST OFFICE BOX 1449
GREENVILLE SC 29602-1449

In re Application of

SCHNABEL, GUIDO et al. . AUG 19 2000
Application No.: 11/445,450 : DECISION ON

Filing or 371(c) Date: June 1, 2006 :  PETITION
Attorney Docket Number: CXUF-464 :

This is a decision on the Petition to Withdraw Holding of Abandonment received in the United
States Patent and Trademark Office (USPTO) on June 22, 2010.

This petition is GRANTED.

The application was inadvertently abandoned for failure to timely submit the Issue Fee and
Publication fee as required by the Notice of Allowance, mailed February 23, 2010 which set
forth a three (3) month statutory period of reply. The Notice of Abandonment was mailed on
June 16, 2010. ’

Petitioner states that the issue fee transmittal and payment'were timely filed via the USPTO on
May 14, 2010. Petitioner submitted a copy of the original submission which included a properly

completed Certificate of Mailing/Transmission.

In view of the foregoing, the holding of abandonment for failure to timely pay the issue fee is
hereby withdrawn and the application restored to pending status.

Telephone inquiries concerning this matter should be directed to the undersigned at (703) 756-

1547.

ay'P. Pinkney
Application Assistance Unit
Office of Data Management
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Commissioner for Patents
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Margaret Anderson
106 E. 6th Street, Suite 900 "
Austin, TX 78701 MA\LED
ApR 11:201

. QFFICE OF PETITIONS
In re Application of
Alexander J. Cohen, et. al. :
Application No. 11/445,485 : DECISION ON PETITION
Filed: May 31, 2006 Do TO WITHDRAW FROM
Attorney Docket No. QQ1-0129US : RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR
§§ 1.36(b) or 10.40 filed January 27, 2011.

,  Therequestis MOOT.

A review of the file record indicates that any previous power of attorney was revoked on
January 31, 2011. Accordingly, the request to withdraw under 37 CFR §§ 1.36(b) or 10.40
IS unnecessary.

Al future communications from the Office will be directed to the above-listed address of
record until otherwise notified by applicant.

There is an outstanding Office action mailed December 6, 2010, that requires a reply from
the applicant. Therefore, this application file is being referred to Technology Center 3600
to await a response.

bhone inqui és concerning this decision should be directed to the undersigned at

Examiner
Petitions

cc. Lee & Hayes, PLLC
601 W Riverside
Suite 1400
Spokane, WA 99201
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F. CHAU & ASSOCIATES, LLC

130 WOODBURY ROAD MAILED

WOODBURY NY 11797

AUG 27 2010
OFFICE OF PETITIONS
In re Application of :
Son, et al. : ON APPLICATION FOR

Application No. 11/445,805 :  PATENT TERM ADJUSTMENT
Filed: June 3, 2006 -

Attny Docket No. 8836-337

(IB14517-US)

This is in response to the STATEMENT OF FACTS IN SUPPORT OF
APPLICATION FOR PATENT TERM-ADJUSTMENT, filed June 30, 2010.
Applicants submit that the correct patent term adjustment to be:
indicated on the patent is six hundred sixty-nine (669) days,
not six hundred twenty-four (624) days as calculated by the
Office as of the mailing of the initial determination of patent
term adjustment. The request will be treated as a petition under
37 CFR §1.705(b). :
The request for reconsideration of patent term adjustment is

- DISMISSED because the petition was not accompanied by the
$200.00 fee set forth in 37 CFR 1.18(e). A review of the
application file reveals that the Director of the USPTO has not
been authorized to charge any additional fees required under 37
CFR 1.18. The merits of the petition will not be addressed until
the $200.00 fee set forth in 37 CFR 1.18(e) is submitted.

Applicants are given THIRTY (30) DAYS or ONE (1) MONTH,
whichever is longer, from the mail date of this decision to

respond to this decision. No extensions of time will be granted
under § 1.136.
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Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3230.

B Wity bl

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents
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NIXON PEABODY LLP
300 S. Riverside Plaza .
16th Floor MAILED
CHICAGO IL 60606
JUL 12 2011

OFFICE OF PETITIONS
In re Application of
Engleman et al. : :
Patent Number: 7,833,094 : DECISION ON REQUEST
Issue Date: 11/16/2010 - FOR RECONSIDERATION OF

Application No. 11/445982 ' : PATENT TERM ADJUSTMENT
Filing or 371(c) Date: 06/01/2006 :
Attorney Docket Number: 247079-000419USPT

This is a decision on the petition filed on January 18, 2011, requesting that the patent term
adjustment indicated on the above-identified patent be corrected to indicate that the term of the
above-identified patent is extended or adjusted by seven hundred fifty-seven (757) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by seven hundred
fifty-seven (757) days is GRANTED TO THE EXTENT INDICATED.

Patentee’s calculation fails to take into account that a notice of appeal was filed on November 3,
2009. The period consumed by appellate review, whether successful or not, is excluded from the
calculation of B delay. See, 35 U.S.C. 154(b)(1)(B)(ii). In this instance, the period is 161 days,
beginning on November 3, 2009, and ending on April 12, 2010, the date of mailing of the non-
final Office action. Thus, B delay is 371 (532 — 161) days. (The 373 days accorded at issuance
was for B delay. The 373 days is being removed and corrected to 371 days). As such, the patent
term adjustment is being decreased to 596 days.

The Office will sua sponte issue a certificate of correction. Pursuant to 37 CFR 1.322, the Office
will not issue a certificate of correction without first providing assignee or patentee an
opportunity to be heard. Accordingly, patentees are given one (1) month or thirty (30) days,
whichever is longer, from the mail date of this decision to respond. No extensions of time will
be granted under § 1.136.

Nothing in this decision shall be construed as a waiver of the requirement of 35 U.S.C. 154(b)(4)
that any civil action by an applicant dissatisfied with a determination made by the Director under
35 U.S.C. 154(b)(3) be filed in the United States District Court for the District of Columbia
within 180 days after the grant of the patent.
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The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e). No
additional fees are required.

The application is being forwarded to the Certificates of Branch for issuance of a certificate of
correction. The Office will issue a certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by five hundred ninety-six (596) days.

Telephone inquiries specific to this matter should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods
Attorney

Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION
PATENT . 7,833,094 B2
DATED : November 16, 2010
INVENTOR(S) : Engleman et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 598 days.

| Delete the phrase “by 598 days” and insert — by 596 days--
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpLo.gov

[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO.—l
11/446,005 06/01/2006 Joseph Raleigh Duke JR. B00-126A 9336
26683 7590 10/18/2010
EXAMINER
THE GATES CORPORATION | 1
IP LAW DEPT. 10-A3 REESE, ROBERT T
1551 WEWATTA STREET o IR
DENVER, CO 80202 | | I
3654
I MAIL DATE | DELIVERY MODE |
10/18/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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0CT 18 200

The Gates Corporation
IP Law Dept. 10-A3
1551 Wewatta St.
Denver, CO 80202

in re Application of: : DECISION ON PETITION

Duke, Jr. et al. : REGARDING REQUEST TO
Application No. 11/446,005 : WITHDRAW FINALITY
Filed: June 1, 2006 : UNDER 37 CFR 1.181

For: POWER TRANSMISSION BELT
AND A PROCESS FORITS
MANUFACTURE

This is in response to the petition filed on July 01, 2009 under 37 CFR 1.181 requesting
the withdrawal of the finality of the Office action mailed April 01, 2009 as being
premature.

The petition is DISMISSED.

Applicant alleges that (a) the Final rejection mailed April 01, 2009, even though it was
identical to the previous non-final rejection (since the claims were not amended), was
“premature in accordance with the guidelines of MPEP 706 in that it relied on a claim
term construction which had no basis in the first (non-final) rejection, no reasonable
basis in the specification, and no supporting extrinsic evidence therefore amounting
effectively to a new ground of rejection, (b) that the examiner’s construction of the claim
term “cluster” is contrary to the applicant’s lexicography in the specification and contrary
to extrinsic evidence, (c) that the Final rejection introduced for the first time in the record
an arbitrary definition of the claim term “cluster” and, therefore, applicant had not been
afforded a chance to appropriately respond, and (d) by not making explicit in the first
(non-final) rejection a claim construction relied on for rejection, the applicant simply has
not been afforded a chance to respond to the examiner’'s reasoning with appropriate
amendment or argument.

A review of the record reveals that the issues in question centers on the definition of the
term “cluster” in claims 1, 12, and 13. In the non-final rejection, the examiner did not
explicitly state the definition of “cluster” that he used in rejecting the claims. In the final
rejection, in response to applicant’s arguments, the examiner stated in the Response to
Arguments that “A cluster is construed to be a collection of two or more items included
in a specified area. This area has been identified as the fabric element. Gibson et al
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describes this volume as the portion of the fabric cover that is penetrated by the
composite coating (see paragraph 26). The friction modifying constituent is described
as being dispersed throughout a matrix (see paragraph 31). As such, there would be a
collection of friction modifying particles included in a specific area, meeting the
construed definition of a cluster.”.

According to Merriam-Webster OnLine Dictionary, 11" Edition, “cluster” is defined as “a
number of similar things that occur together”. According to Webster's New World
College Dictionary, 4™ Edition, “cluster” is defined as “1. a number of things of the same
sort gathered together or growing together; bunch”. According to Compact Oxford
English Dictionary, “cluster” is defined as “a group of similar things or people positioned
or occurring closely together”. These are consistent with the dictionary definition given
by applicant (see page 6 of Petition). :

In paragraph [0026] of the reference Gibson et al (US 2002/0179228), the friction
modifying element (“internal lubricating agent”) 20 is applied to the fabric element 22 so
that it “penetrates at least a substantial portion of the total thickness” of the fabric
element 22 or “penetrates less than the entire thickness of the fabric layer 22". As
shown in Fig.1, fabric element 22 and friction modifying element 20 are on one side of
belt 10. Since the friction modifying element (“internal lubricating agent”) 20 is within at
least a portion of the total thickness of fabric element 22, it is deemed reasonable to
interpret that element 20 (“internal lubricating agent”) is “in the form of at least one
cluster within said fabric element”, as compared with the portion of fabric element 22 not
penetrated by the internal lubricating agent 20 or with the rest of the belt 10 including
the portion of fabric element not penetrated by the internal lubricating agent 20. In other
words, the internal lubricating agent 20 is clustered in the penetrated portion of the
fabric element 22 and only in the penetrated portion. This is consistent with all three
dictionary definitions above. It should also be noted that no density of the cluster is
claimed.

Regarding issue (a): Since the examiner’s interpretation of the word “cluster” , which
was a direct response to applicant’s remarks, is consistent with the plain meaning of the
word according the definitions above (MPEP 2111), and the identical rejection as in the
non-final rejection is repeated in the final rejection, and since applicant did not
persuasively point out how or where the final rejection is different from the non-final
rejection, applicant’'s arguments that the final rejection constitutes a new ground of
rejection are not persuasive.

Regarding issue (b): The examiner’s interpretation of the word “cluster” in the final
rejection is consistent with the plain dictionary definitions above (MPEP 2111).
Furthermore, applicant’s specification’s definition of “cluster” (page 9, lines 20-23) is
consistent with all three dictionary definitions above, with the examiner’s interpretation,
and with the teaching of Gibson et al in terms of “lubricant-rich domain” with respect to
the portion of the fabric element penetrated by the internal lubricating agent. It should
be noted that the examiner construed “cluster” as “a collection of two or more items...”,
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not just “two items” as alleged by applicant. It should again be noted that no density of
the cluster is claimed. Therefore, applicant’s arguments are not persuasive.

Regarding issue (c): The examiner’s stated interpretation of the word “cluster” in the
final rejection was a direct response to applicant’'s remarks. As noted above, this
interpretation is consistent with the plain meaning of the word and, therefore, is not an
“arbitrary definition” as alleged by applicant. Applicant has otherwise not persuasively
shown why the examiner’s definition is “arbitrary”.

Regarding issue (d): As noted above, the examiner’s interpretation of the word “cluster”
is consistent with the plain meaning of the word according to the above dictionary
definitions and applicant’s dictionary definition, therefore, there is no requirement to
make the plain meaning of a word explicit (MPEP 2111).

For the foregoing reasons, the finality of the final office action is proper. . The application
will be return to the Board of Appeals and Interferences awaiting a decision on the
appeal.

Telephone inquiries should be directed to John Q. Nguyen, Quality Assurance
Specialist, at (671) 272-6952.

Wf b=

‘Kathering’Matecki/ Director
Pate echnology Center 3600
(571) 272-5250

KM/jn
T



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MA'LED www.uspto.gov
MAR 2 1 2012
OFFICE OF PETITIONS

RENNER OTTO BOISSELLE & SKLAR, LLP
1621 EUCLID AVENUE
NINETEENTH FLOOR
CLEVELAND OH 44115

In re Application of

Christian Volf OLGAARD

Application No. 11/446,021 :

Filed: June 01, 2006 : NOTICE UNDER 37 CFR. 1.28(c)
Patent No. 7,297,651 :

Issue Date: November 20, 2007

Attorney Docket No. BLASP5076US

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 5Q2 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Youf fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Michelle R. Eason at (571) 272-
4231.

<2k

Thurman K. Page
Petitions Examiner
Office of Petitions
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Commissioner for Patents
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Patent No. . 7,862,945 B2

Ser. No. : 11/446,163

Inventor(s) : Saito et al.

Issued : Jan. 4, 2011

Title : FUEL CELL SYSTEM

Docket No. : 128266
Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this matter, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1. 17(i) (currently $130);

a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

a copy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

= >

|

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
‘ Mail Stop Petitions
Randolph Building

401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

Ennis Young
For Mary Diggs
Decisions & Certificates
of Correction Branch
(571) 272-3435 or (703) 756-1814
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OLIFF & BERRIDGE, PLC
P.0O. BOX 320850
ALEXANDRIA VA 22320-4850 MAILED
MAR 14 2012
OFFICE OF PETITIONS

In re Patent No. 7,862,945
Issue Date: 01/04/2011 :

Application Number: 11/446163 : ON PETITION
Filing or 371(c) Date: 06/05/2006 :

Attorney Docket Number: 128266

This is a decision on the request under 37 CFR 3.81(b)," filed on February 3, 2011, to correct the
assignee data on the front page of the above-identified patent by way of a Certificate of
Correction.

The request is GRANTED.

Receipt of the petition fee of $130.00 and certificate of correctioﬁ fee of $100.00 is
acknowledged.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3231. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

The Certificates of Correction Branch will be notified of this decision granting the petition under
37 CFR 3.81(b) and directing issuance of the requested Certificate of Correction.

il
Douglas I. Wood

Senior Petitions Attorney
Office of Petitions

! See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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NIXON & VANDERHYE, P.C.
901 NORTH GLEBE ROAD, 11TH FLOOR i
ARLINGTON VA 22203 MAILED
ocT 27 2010

OFFICE OF PETITIONS
In re Application of
Akio Ikedo, et al. :
Application No. 11/446,187 : DECISION GRANTING PETITION

Filed: June 5, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 723-1918 : :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, October 26, 2010 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 27, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri J ohnsén at (571) 272-2991.

This application is being referred to Technology Center AU 3714 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




-~ 8

UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Date : // dolf

Patent No. 17942745
Inventor(s) :Ikeda et al.
Issued :May 17, 2011
"Title :GAME OPERATING DEVICE

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the above-identified
patent under the provisions of Rules 1.322 and 1.323.

. Respecting the alleged error regarding the omission of inventors' names, the inventors are printed in accordance with
the Declaration submitted at the time of filing the application. Therefore, no correction is in order here under Rules
1.322 0r 1.323.

In view of the foregoing applicant’s request in this matter is hereby denied, however a certificate of correction will
issue to correct the remaining errors noted in the request.

Applicant’s attention is directed to C.F.R. 1.324, wherein a request is being made to add or delete inventor(s), after
issuance of the patent. Any inquiry concerning this communication should be directed to the Ms. A. Green at
571.272.9005 of the certificate of corrections branch.

Mary Diggs, Supervisor
Decisions & Certificates

of Correction Branch
(703) 756-1580 or (571) 272-

Mark E. Nusbaum

Nixon & Vanderhye P.C.

901 North Glebe Road, 11" floor
Arlington, VA 22203

farg
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Commissioner for Patents
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NIXON & VANDERHYE, P.C.
901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON VA 22203
MAILED
0CT 27 2010
In re Application of OFFICE OF PETITIONS
Akio Ikedo, et al. : ‘
Application No. 11/446,188 : DECISION GRANTING PETITION

Filed: June 5, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 723-1919 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, October 26, 2010 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 27, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 3714 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement. '

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

1 . . . . ,
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timély submitted to avoid abandonment of the application.
". l j‘
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Commissioner for Patents
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STITES & HARBISON PLLC

1199 NORTH FAIRFAX STREET ;
SUITE 900 MAILED
ALEXANDRIA, VA 22314 NOV 04 2011

OFFICE OF PETITIONS
In re Application of -

Marie-Emmannuelle Le Guern, et al. :

Application No. 11/446,256 : NOTICE
Filed: June 5, 2006 :

Attorney Docket No. P08944US00/BAS

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the

issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

L)

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done. ‘

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-1642.

[AMW/ |

April M. Wise
Petitions Examiner
Office of Petitions
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Commissioner for Patents
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OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET A
ALEXANDRIA VA 22314 M Al LED

JUN 0 12011
In re Application of : :
Laure Thiebaut et al. : OFFICE OF PET, ITIONS
Application No. 11/446,297 :  DECISION ON PETITION
Filed: June 5, 2006 :
Attorney Docket No. 274121US26

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed April 27, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to properly reply in a timely manner to the final
Office action mailed, July 9, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on October 10, 2010. A Notice of
Abandonment was mailed on February 17, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a RCE (Request for Continued Examination, with the required fee of $810,
(2) the petition fee of $1,620, and (3) a proper statement of unintentional delay. Accordingly, the
RCE is accepted as being unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $1,110 extension of time fee submitted with the petition on April 27, 2011 was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account. '

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
- 272-4618.
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This application is being referred to Technology Center AU 3771 for appropriate action by the
Examiner in the normal course of business on the reply received April 27, 2011.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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ROBERT E. BUSHNELL & LAW FIRM
2029 K STREET NW | MAILED

SUITE 600

WASHINGTON, DC 20006-1004 : AUG 13 2010
o OFFICE OF PETITIONS

In re Application of _

Eui Jeong Hwang : _

Application No. 11/446,377 : ON PETITION

Filed: June 5, 2006
Attorney Docket No. P57820

This is a decision on the petition, filed August 12, 2010 under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee. '

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

- Petitioner is advised that the issue fee paid on July 12, 2010 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 2889 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/Trvin Dingle/
Irvin Dingle
Petitions Examiner
Office of Petitions

' ! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fée Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
 apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the’ Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85) .
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DLA PIPER LLP (US

4363 EXECUTIVE DRIVE MAILED

SUITE 1100

SAN DIEGO CA 92121-2133 MAR 08 2012
OFFICE OF PETITIONS

In re Application of

TURNELL, et al :
Application No. 11/446,405 : DECISION ON PETITION

Filed: June 2, 2006 ) : TO WITHDRAW

Attorney Docket No. MEDIV2070-2 D FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed February 14, 2012.

The request is NOT APPROVED.

The Office will either change the correspondence address of record to the most current address
information provided for a new practitioner or law firm who has filed a proper power of attorney, the
assignee of the entire interest who properly became of record under 37 CFR 3.71 or, if no assignee of the
entire interest has properly been made of record under 37 CFR 3.71, the most current address information
provided for the first named inventor.

Accordingly, since the change of correspondence address appears to be that of a new practitioner or
law firm who has not filed a proper power of attorney in the Office, the Request to Withdraw filed
February 14, 2012, cannot be approved.

_All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272- 6735.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: WILLIAM G. TURNELL ET AL.
C/O MARK EKSE, HAGEN WILKA
& ARCHER LLP
600 S MAIN AVENUE, SUITE 102
SIOUX FALLS SD 57104



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Numoer % 60130-2698 PUS Patent Number: 7669866
Filing Date Issue Date:

(or 371(b) or (f) Date): 06/02/2006 03/02/2010
First Named

Inventor: Martin Peaker

Tite: SUSPENSION TRAILING ARM

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /K<arin H. Butchko/ Date  8-26-10
N .
(ParmsTyped) Karin H. Butchko Registration Number 45864

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

|:| *Total of —____ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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CARLSON, GASKEY & OLDS, P.C. Mail Date: 09/14/2010
400 WEST MAPLE ROAD
SUITE 350

BIRMINGHAM, MI 48009

Applicant : Martin Peaker : DECISION ON REQUEST FOR
Patent Number : 7669866 : RECALCULATION of PATENT
Issue Date : 03/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/446,455 : OF WYETH

Filed : 06/02/2006 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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Paper No.

WIGGIN AND DANA LLP '
ATTENTION: PATENT DOCKETING MA"'ED
ONE CENTURY TOWER, P.O. BOX 1832 2011
NEW HAVEN CT 06508-1832 SEP 2920

L OFFICE OF PETITIONS
In re Application of -
Edoga et al. :
Application No. 11/446,482 . : DECISION ON. PETITION
Filed: June 2, 2006 : PURSUANT TO

Attorney Docket No.: : 37 C.F.R. § 1.137(B)
103056A-500 , :
Title: ENDOVASCULAR STAPLER

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed August 9, 2011, to revive the above-identified
application.

This petition pursuant to 37 C.F.R. § 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
file a proper response to the Restriction Requirement, mailed
~ January 19, 2010, which set a shortened statutory period to reply
of one month. No response was received, and no extensions'of.
time under the provisions of 37 C.F.R. § 1.136(a) were obtained.
Accordingly, the above-identified application became abandoned on
February 20, 2010. A notice of abandonment was mailed on ‘
December 8, 2010.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.
§ 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
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pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was,
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has submitted, inter alia, the
petition fee, an election of species, and the proper statement of
unintentional delay. :

As such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.?

The Technology Center will be notified of this decision. The
Technology Center’s support .staff will notify the Examiner of
this decision, so that the election of species that was received
on August 9, 2011 can be processed in due course.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.%2 All other inquiries
.concerning examination procedures or status of the application
should be directed to the Technology Center.

e

Paul Shanoski
Senior Attorney
Office of Petitions

1 See Rule 1.137(d).

2 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37-C:F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. I
11/446,604 06/01/2006 - Makoto Saito 6057-46209 8953
35690 7590 12/07/2011 I EXAMINER I
MEYERTONS, HOOD, KIVLIN, KOWERT & GOETZEL, P.C.
P.O. BOX 398 ' SONG, HOSUK

AUSTIN, TX 78767-0398
I ART UNIT l PAPER NUMBER J

2435

I NOTIFICATION DATE l DELIVERY MODE I

12/07/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

patent_docketing@intprop.com
‘ptomhkkg@gmail.com

PTOL-90A (Rcv. 04/07)
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MAKATO SAITO
2201-1-417, Omae
Tsumagoi-mura,
Gumma 377-1612
Japan

In re Reissue Patent of:

Saito

Patent No. RE42,163

Filed: June 5, 2006 | DECISION ON PETITION UNDER 37 CFR
For: Data Management System 1.181(a)(3) TO INVOKE SUPERVISORY

AUTHORITY OF THE DIRECTOR

This is a decision on the petition under 37 CFR 1.181(a)(3) filed on February 17,

2011 asking to allow the petitioner to make its position in above identified reissue

in accordance with the true inventorship including that in US Patent5805706 in the
" above-identified patent.

The petition is Denied.

Relevant File Record History

The petitioner has filed a petition under 37 CFR 1.181(a)(3) filed on, asking to
obtain the invention in Patent No. RE42,163 (hereafter referred to as ‘163 patent).

10/974956 is a reissue of 08633581, filed 04/17/1996, now U.S. Patent 5’805°706
(hereafter referred to as ‘706 patent).

The ‘706 patent was involved in interference number 105229, suggested by the
petitioner. The petitioner was named the senior party in the interference.

On March 1, 2005, the Board of Patent Appeals and Interferences (BPAI) entered a
Judgment against the senior party (the petitioner) in application 09/097877.
REVIEW OF FACTS

The petitioner is asking to obtain the invention in the ‘706 patent. As the petitioner lost the
interference on March 1, 2005 and as this petition was filed 6 years from the decision,



2
Decision on Petition

petitioner has failed to meet either the period for response to that decision for
reconsideration or the timeliness requirements of petitioning any petitionable issues in the
decision. Accordingly, this matter is considered closed and finally determined.

DECISION

For the above-stated reasons, the petition is denied.

Tod R Swalfi, WQAS 2430
Technology Center 2400

Networking, Multiplex, Cable and Information Security
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HANLEY, FLIGHT & ZIMMERMAN, LLC
150 S. WACKER DRIVE

SUITE 2100 MAILED

CHICAGO, IL 60606 AUG 16 20 0
OFFICE oF PETITIONS

In re Application of

Jason Dondlinger, et al. :

Application No.: 11/446,679 : ON PETITION

Filed: June 5, 2006
Attorney Docket No.: 92/D06-013A

This is a decision on the petition, filed August 13, 2010, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

\

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 13, 2010, cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 3634 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

V' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be

completed and timely submitted to avoid abandonment of the application.
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Haynes and Boone, LLP
IP Section

2323 Victory Avenue
SUITE 700

Dallas TX 75219 MAILED
| AUG 28 2011
OFFICE OF PETITIONS

In re Application of

Guy Silver et al. : ,
Application No. 11/446,699 ‘ : DECISION ON PETITION
Filed: June 4, 2006 :

Attorney Docket No. M-15617-1P US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b}, filed
August 12, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of January 20, 2011. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing
of a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(III)(A)(2). A three (3)
months extension of time pursuant to the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the date of abandonment of this application is July 21, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1)
the reply in the form of a Request for Continued Examination (RCE)-and fee of $405, and the
submission required by 37 CFR 1.114; (2) the petition fee of $810; and (3) a proper statement
of unintentional delay. :

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-4584.

This application is being referred to Technology Center AU 2814 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitteg yn accordance with 37 CFR 1.114.

Office of Petitions
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| APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR lATTORNEY DOCKETNO. | CONFIRMATION NO. ]
11/446,796 06/05/2006 Minoru Uchiyama CANOQO-1059 2893
37013 7590 10/06/2010
EXAMINER
ROSSI, KIMMS & McDOWELL LLP. r J
20609 Gordon Park Square, Suite 150 : HARVEY, DAVID E
Ashburn, VA 20147
’ . r ART UNIT I PAPER NUMBER J

2481

I NOTIFICATION DATE I DELIVERY MODE I

10/06/2010 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

ptomail@rkmlegalgroup.com

PTOL-90A (Rev. 04/07)
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ROSSI, KIMMS & McDOWELL LLP.
20609 Gordon Park Square, Suite 150

Ashburn VA 20147
In re Application of :
UCHIYAMA, MINORU : DECISION ON REQUEST TO
Application No. 11/446,796 : PARTICIPATE IN PATENT
Filed: June S, 2006 : PROSECUTION HIGHWAY
Attorney Docket No. CANO-1059 : PROGRAM AND PETITION

: TO MAKE SPECIAL UNDER

37 CFR 1.102(d)

This is a decision on the renewed request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(d), filed August 25, 2010 to make the above-
identified application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO; ' ‘ .
(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English -
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;.

(5) Applicant must submit-a copy of all the office actions from each of the J PO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications;

The request to participate in the PPH program and petition now comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Doris To at 571-272-7629.

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.



The application will be forwarded to the examiner for action on the merits commensurate with
this decision.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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THE MARBURY LAW GROUP, PLLC

11800 SUNRISE VALLEY DRIVE
SUITE 1000 MAILED

RESTON VA 20191 AUG 09 2011
OFFICE OF PETITIONS

In re Application of

Lally :

Application No. 11/446,904 :  DECISION

Filed/Deposited: 5 June, 2006
Attorney Docket No. 1628-002

This is a decision on the papers filed on 28 June, 2011, for revival of an application abandoned
due to unintentional delay under 37 C.F.R. §1.137(b).

NOTE:

It is not apparent whether the person signing the statement of unintentional delay was in
a position to have firsthand or direct knowledge of the facts and circumstances of the
delay at issue.

Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay." In the event that such
an inquiry has not been made, Petitioner must make such an inquiry.

If such inquiry results in the discovery that it is not correct that the entire delay in filing

the required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 C.F.R. §1.137(b) was unintentional, Petitioner must notify the Office.

The petition pursuant to 37 C.F.R. §1.137(b) is GRANTED.

See 37 C.F.R. §11.18(b), formerly §10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
$711.03(c )(I).

BACKGROUND

The record reflects as follows:

Applicant failed to reply timeiy and properly to the non-final Office action mailed on 21 March,
2008, with reply due absent extension of time on or before 21 June, 2008.

The application went abandoned by operation of law after midnight 21 June, 2008.
The Office mailed the Notice of Abéndonment on 31 October, 2008.

On 28 June, 2011, Petitioner filed, inter alia, a petition (with fee) pursuant to 37 C.F.R. ,
§1.137(b) to revive the application as having been abandoned due to unintentional delay, a reply
in the form of an amendment and made the statement of unintentional delay.

As noted above, it is not apparent whether the person signing the statement of unintentional
delay was in a position to have firsthand or direct knowledge of the facts and circumstances of
the delay at issue.

Nevertheless, such statement is being treated as having been made as the result of a reasonable
inquiry into the facts and circumstances of such delay.2 In the event that such an inquiry has not
been made, Petitioner must make such an inquiry.

If such inquiry results in the discovery that it is not correct that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition pursuant to
37 C.F.R. §1.137(b) was unintentional, Petitioner must notify the Office.

2 See 37 C.F.R. §11.18(b), formerly §10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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Moreover, the record (including the petition filed on 28 June, 2011, does not necessitate a
finding that the delay between midnight 21 June, 2008 (the date of abandonment), and 28
June, 2011 (the date of the filing of grantable petition), was not unintentional. )
Rather, the Patent and Trademark Office is relying in this matter on the duty of candor
and good faith of Petitioner/ Counsel Edward D. Light (Reg. No. 51,948) when accepting
Petitioner’s representation that the delay in filing the response was unintentional.’

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
$711.03(c ) as to the showing regarding unintentional delay and a petition pursuant to 37 C.F.R.

$§1.137().

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying’ facts
of representations made to the Office and support averments with the approprlate
documentation—since all owe to the Office the continuing duty to disclose.*

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to revive an application if the delay is shown to the
satisfaction of the Commissioner to have been “unavoidable.” 35 U.S.C. §133 (1994).°

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

3 See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88 and 103 (responses to
comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances when providing the
statement required by 37 C.F.R. §1.137(b) to the Patent and Trademark Office).

4 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlymg facts and circumstances
when providing statements to the Patent and Trademark Office).

5 35 U.S.C. §133 provides:

35 U.S.C. §133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.
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Unintentional delays are those that do not satisfy the very strict statutory and regulatory
requirements of unavoidable delay, and, by definition, are not intentional.®))

As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

It appears that the requirements under the rule have been satisfied.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.137(b) is granted.

The instant application is released to the Technology Center/AU 2456 for further processing in
due course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the TC/AU in response to this decision. It is
noted that all inquiries with regard to status need be directed to the TC/AU where that change of
status must be effected—that does not occur in the Office of Petitions.

6 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment. )
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Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however . that all practice before the Office is in writing (see: 37 C.F.R. §1.27)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/Johr( J. Gillon, Jr./
John J. Gillon, Jr. -
Senior Attorney
Office of Petitions

7 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attdance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

PROCOPIO CORY HARGREAVES & SAVITCH LLP

525 B STREET AUG 032010
SUITE 2200

SAN DIEGO, CA 92101 OFFICE OF PETITIONS
In re Application of

Michael Pousti :

Application No. 11/446,973 :  DECISION ON PETITION

Filed: June 6, 2006
Attorney Docket No. 116559-2400UT

This is a decision on the petition, filed July 1, 2010, which is being treated as a petition
. upder 37 CFR 1.8(b), requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition is GRANTED.

This application was held abandoned for failure to timely respond to the Office action of
November 23, 2009, which set a one (1) month shortened statutory period for reply. Five
month (5) extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, a reply was due on or before May 23, 2010.

Petitioner states that a timely reply was file May 24, 2010 (May 23, 2010 fellon a
Sunday), which includes the Response to Restriction Requirement. Office records show
the Response to Restriction Requirement was filed May 24, 2010.

The petition satisfies the above requirements of 37 CFR 1.8(b). Accordingly, the holding of
abandonment for failure to timely file a reply to the Office action of November 23, 2009 is hereby
withdrawn and the application restored to pending status.

This application is being referred to Technology Center AU 3621 for appropriate action in the normal
course of business on the reply received May 24, 2010.

Irvin Dingle%/

Petition Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

August 4, 2010

Patent No. : 7,728,954 B2
Appl. No.  :11/447,289
Inventor(s) : Johannes Jacobus Matheus Baselmans, et al.

Issued : June 1, 2010
Title : REFLECTIVE LOOP SYSTEM PRODUCING INCOHERENT
RADIATION

Docket No. : 1857.4510000
Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule 1.322.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this mater, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.117(h) (currently $130);
B. a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and ,

C. acopy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450
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By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

AntonioJohnson
For Mary F. Diggs
Decisions & Certificates
- of Correction Branch
(571)272-0483

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1100 NEW YORK AVENUE, N.W.
WASHINGTON DC 20005
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Bartels Law Group

P.O. Box 1999 MA"_ED

Burlingame, CA 94011-1999

JAN 19 2011
OFFICE OF PETITIONS
In re Application of
Clement Edwin Hartman, et. al. :
Application No. 11/447,318 : DECISION GRANTING

Filed: June 6, 2006 o PETITION
Attorney Docket No. 042824-001100 :

This is a decision on the petition filed October 21, 2010, requestlng withdrawal of the holding of
abandonment in the above-identified application.

This application was held abandoned for failure to timely respond to the final Office action mailed
February 18, 2010. A Notice of Abandonment was mailed on September 1, 2010.

Petitioner states that the response was timely filed by Certificate of Mailing under 1.8 on August 18,
2010 and that the documents.

A review of the record shows that on August 23, 2010, the Office received a Request for Continued
Examination (RCE), an Extension of Time along with $555 for a three months extension of time, an
amendment, a “Second Declaration under 37 C.F.R. 1.132,” and a separate sheet of paper containing
a Certificate of Mailing addressed to Mail Stop RCE, which does not itemize the items being submitted
to the Office. However, since the RCE filed on August 23, 2010, contains a Certificate of Mailing
.under 37 CFR 1.8 dated for August 18, 2010, and shows that an Amendment/Reply, an
Affidavit(s)/Declaration(s) and $405 check were enclosed, the evidence is convmcmg that the
documents were timely received by the Office within the extendable period for reply

In view of the above, the petition is granted and the holding of abandonment is hereby withdrawn and
the application restored to pending status.

Thls application file is being referred to Technology Center Art Unit 3715 for review of the response
ed on August 23, 2010.

' The record also shows that the Office received $555 for a three months extension of time on August 23, 2010.
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CANON U.S.A. INC. INTELLECTUAL PROPERTY DIVISION

15975 ALTON PARKWAY
IRVINE, CA 92618-3731 MA“.ED
OCT 01 2010
In re Application of . OFFICE OF PETITIONS
Tsuruoka et al. : .

Application No. 11/447,395 :  DECISION ON PETITION
Filed: June 6, 2006 :
Attorney Docket No. 10010942US01

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 3, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely submit corrected drawings on or before
July 7, 2010, as required by the Notice of Allowability, mailed April 7, 2010. Accordingly, the

application became abandoned of July 8, 2010. A Notice of Abandonment was mailed July 27,

2010.

The petition satisfies the requirements-of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of replacement drawings, (2) the petition fee of $1,620, and (3) a proper
statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

This application is being referred to the Office of Data Management for processing into a patent.

A

Alicia Kelley
Petitions Examiner
Office of Petitions
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L APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR [ ATTORNEY DOCKETNO. | CONFIRMATION NO. I
11/447,463 06/06/2006 Francisco J. Cunha 0001331-US (05-838) 4011
52237 7590 10/08/2010
BACHMAN & LAPOINTE, P.C. (P&W) I EXAMINER |
900 CHAPEL STREET VERDIER, CHRISTOPHER M
SUITE 1201
NEW HAVEN, CT 06510-2802 | ART UNIT | PAPER NUMBER J
3745
[ MAIL DATE [ DELIVERY MODE '
10/08/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re Application of:
" CUNHA, FRANCISCO J. :
- Appl. No.: 11/447,463 = o o DECISION ON PETITION
. Filed: June 6,2006 - P T | -
.. Attorney Docket Number: 0001331 -US (05 -838)
For: MICROCIRCUIT COOLING FOR BLADES

Thisisa decision on the petition filed on Sep. 22, 2010 by which petitioner requests
~ consideration’of the Reply Brief filed on August 17, 2010. The petition is being con51dered
. pursuant to 37 CFR 1.181 and no fee therefore is requrred

~The- petition is dismissed.

. The Request for Recon31derat10n of Non- Consrderatton of Reply Brief and Provisional Petition
to the Director filed on September 22, 2010 has been treated as a pétition to review an
examiner’s Office action. This application comes before the Technology Center Director for
review of prosecutlon in partlcular for review of the office letter of August 23, 2010. Petitioner
opines that the examiner’s refusal to consider the Reply Brief filed on August 17, 2010 was
improper because the Reply Brief does not include any non-admitted evidence. The Reply Brief
only refers the non-admitted evidence as submltted in the non- compllant Appeal Brief of

February 1,.2010.

Relevant Facts

Review of the record shows on February 1, 2010, the applicant filed an Appeal Brief in the
above noted file. On March 1, 2010 the examiner promulgated a Notification of Non-Compliant
Appeal Brief. In the Notification of Non-Compliant Appeal Brief, the examiner explained that

* the Appeal Brief of February 1, 2010 contains non-admitted evidence as listed on Appendix C
and on page 8 of the non-complaint Appeal Brief. To overcome the objection of the non-
compliance notification, on April 1, 2010 the appellant filed a corrected Appeal Brief by deleting
the non-admitted evidence from the Appeal Brief.. Subsequently, in response to the Examiner’s
Answer, the appellant submitted a Reply Brief on August 17, 2010. In the Reply Brief of August
17, 2010, the appellant again made references to the non-admitted evidence as original filed in
the non-compliant Appeal Brief of February 1,2010. On August 23, 2010, the examiner mailed
a letter informing the appellant that the Reply Brief will not be considered because it does not
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comply with 37 CFR § 41.41(a). In particular, on page 4, lines 1-15 of the Reply Brief, the
appellant refers to articles attached to the original non-complaint Appeal Brief of February 1,
2010, listed in the appendix of the original Appeal Brief. As set forth in the Notice of Defectlve
Appeal Brief mailed March 1, 2010, the examiner noted that Appellant's reference to the non-
“admitted evidence as in Appendlx C and on page 8, for example, of the original Appeal Brief, is
not permitted, citing MPEP §1205.02, §1206, and 37.CFR:§ 41.37(c)(2). Therefore, the Reply
Brief filed August 17,2010 refers to non-admitted evidence, which is not proper under 37 CFR §.

41.41(a)".

Discussion and Analysis

On page 8 of the original Appeal Brief filed on Feb. 1, 2010, the appellant has introduced two
" new articles in.the Appendix C, namely, "Computation and Comparison for Heat and Fluid Flow
Using a Quick and Other Difference Schemes” by:-Mo Yang et al. After receiptof the
Notification of Non-Compliant Appeal Brief of March 1, 2010, the appellant agreed such finding
of non-compliant Appeal Brief and filed a corrected Appeal Brief on April I, 2010 by deleting
the Appendix C. ‘Subsequently, the examiner issued an Examiner’s Answer of June 17;2010.
.There was no new ground of rejection in the Examiner Answer. A review: of the Reply Brief of
August 17, 2010 clearly shows on page 4, lines 1-15 the appellant again referring to the non-
_.admitted evidence, namely, "Computation and Comparison for Heat and Fluid Flow Usinga
-Quick and Other Difference Schemes".: Therefore; the Reply Brief August 17,2010 clearly.is
not in compliance with 37 CFR § 41.41(a). A review of the record shows that the examiner’s
Office action was in compliance with proper examining practice as set forth in MPEP § 1208 (II) -
in refusing to consider the Reply Brief submitted August 17, 2010. The examiner’s refusal to
consider the non-complaint Reply Brief is correct. . The-examiner did not abuse his discretion or
act in an arbitrary or capricious manner in denying consideration of the Reply Brief for the.
reasons stated. Therefore there is no basis for granting the relief requested. :

Conclusion

For the foregomg reasons, the relief requested by petitioner will not be granted. Specxﬁcally, the -
examiner’s. refusal to consider the Reply Brief filed on August 17, 2010 is proper. The .
“application is being forwarded to Board of Patent Appeals and Interferences for further
processing. Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision, 37 CFR 1.181(f). No extension of time under 37
CFR 1.136 (a) is permitted. The reconsideration request should include a cover letter entitled
" "Renewed Petition under 37 CFR 1.181." The mere filing of a petition will not stay any period
- for reply that may be running against the application, nor act as a stay of other proceedings. Any
inquiry regarding this decision should be directed.to Henry C. Yuen, Special Programs '
Examiner, at 571-272-4856. '

''§41.41 Reply brief. (a) (1) Appellant may file a reply brief.to an examiner’s answer within two months from the -
date of the examiner’s answer. (2) A reply brief shall not include any new or non-admitted amendment, or any new
or non-admitted affidavit or other evidence. See § 1.116 of this title for amendments, affidavits or other evidence
filed after final action but before or on the same date of filing an appeal and § 41.33 for amendments, affidavits or
other evidence filed after the date of filing the appeal. (b). A reply brief that is not in compliance with paragraph (a)
of this section will not be considered. Appellant will be notified if a reply brief is not in compliance with paragraph

(a) of this section



The petition is dismissed.
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Angela D. Sykes, Director
Technology Center 3700
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 OFFIGE OF PETITIONS

In re Application of

TAYLOR et al. :

Application No. 11/447,491 : DECISION GRANTING PETITION

Filed: 06/06/2006 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. 10034M

This is a decision on the petition under 37 CFR 1.78(a)(6), filed October 5, 2011, to accept an
unintentionally delayed claim under 35 U.S.C. 119(e) for the benefit of prior-filed provisional
Application No. 60/688,032 filed June 7, 2005.

- -~

The petition is GRANTED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by: ‘

1) the reference required by 35 U.S.C. 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted,;

) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

Additionally, the present nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37-CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.
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All of the above requirements having been satisfied, the late claim under 35 U.S.C. 119(e) for the
benefit of the prior-filed provisional application is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled
to the benefit of the filing date of the prior-filed application. In order for this application to be
entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, whi(;h includes the benefit claim to the prior-filed provisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may bé directed to the undersigned at (571) 272-3211.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

The applfcation is being forwarded to Technology Center AU 1628 for consideration by the
examiner of the claim under 35 U.S.C. 119(e) for the benefit of the prior-filed provisional
application.

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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CONFIRMATION NO. 2854
27752 CORRECTED FILING RECEIPT

THE PROCTER & GAMBLE COMPANY

GlobalLogal Department - P A
Sycamore Building - 4th Floor

299 East Sixth Street

CINCINNATI, OH 45202

Date Mailed: 10/12/2011

. Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a “Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Rebecca Ann Taylor, Cincinnati, -OH;
Karl Shiging Wei, Mason, OH;
Jimmie Lee Ward, Middletown, OH;
Robert Richard Dykstra, West Chester, OH;
Julie Anne Mathews, Okeana, OH;
Lois Sara Gallon, Cincinnati, OH;
Zerlina Guzdar Dubois, Mason, OH;
Virginia Tzung-Hwei Hutchins, Cincinnati, OH;
Jianjun Justin Li, West Chester, OH;
Assignment For Published Patent Application
The Procter & Gamble Company
Power of Attorney: The patent practitioners associated with Customer Number 27752

Domestic Priority data as claimed by applicant
This appin claims benefit of 60/688,032 06/07/2005

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 06/30/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 11/447,491

Projected Publication Date: Not Applicable

Non-Publication Request: No
page 1 of 3



Early Publication Request: No
Title

Multi-phased personal care composition comprising a blooming pérfume composition
Preliminary Class
424

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no

effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent”
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international

application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same

effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing

of patent applications on the same invention in member countries, but does not result in a grant of "an international

patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent

protection is desired. '

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consuit the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

page 2 of 3



, :
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive. '

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Forelgn AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3
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SILVERSKY GROUP LLC

5422 LONGLEY LANE, SUITE B

RENO NV 89511 MAILED

NOV 08 2010

OFFICE OF PETITIONS

In re Application of

Fuller, Milton E. :

Application No. 11/447,537 : ON PETITION

Filed: June 5, 2006
Attorney Docket No. 300004-00004

This is a decision on the petition under the unavoidable provisions of 37 CFR 1.137(a), filed
June 4, 2010, to revive the above-identified application.

The petition is DISMISSED.

Any further petition to revive must be submitted within TWO (2) MONTHS from the mail date
of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled “Renewed Petition under 37 CFR 1.137(a).” This is
not a final agency action within the meaning of 5 U.S.C.§ 704.

This zg) lication became abandoned for failure to timely reply to the non-final Office action
mailed May 19, 2009. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, this application became abandoned on August 20, 2009. A Notice of
Abandonment was mailed December 17, 2009.

A %rantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the
satisfaction of the Director that the entire delay in filing the required reply from the due date for
the refly until the filing of a grantable petition Fursuant to 37 %FR 1.137(a) was unavoidable;
aérig R( l) 1ag17y(ctle)nninal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37

The instant petition lacks item (3). Petitioner states that after repeated attempts to contact the
Previous attorney, Mr. Jonathan Jobe, when contact was finally made in December 2009, he
‘made no mention of the pending Office action on the 537 aPplication at that time. I was not
aware that the application was or was about to be abandoned.” ‘

The USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen
representatives of the applicant, and petitioner is bound by the conseiuences of those actions or
inactions. Link v. Wabash, 370 U.S. 626, 633-34 (1962); Huston v. Ladner, 973 F.2d 1564,
1567, 23 USPQ2d 1910, 1913 (Fed. Cir. 1992); see also Haines v. Quig%, 673 F. Supp. 314, 317,
5 USPQ2d 1130, 1132 (D.N. Ind. 1987); California, 921 F.Supp. 1219, 1259 (D.Del. 1995).

Specifically, petitioner's delay caused by the mistakes or omissions of his voluntarily chosen
representative does not constitute unavoidable delay within the meaning of 35 USC 133. See
Haines v. Quigg, supra; Smith v. Diamond, 209 USPQ 1091 (D.D.C. 1981); Potter v. Dann, 201
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USPQ 574 (D.D.C. 1978); Ex parte Murray, 1891 Dec. Comm'r Pat. 130, 131 (Comm'r Pat.
1891). It follows that such is not unavoidable delay within the meaning of 35 USC 41(c) and 37
CFR 1.378(b). Ray, 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995).

As Mr. Jobe was responsible for prosecution of the application when the reply necessary to avoid
abandonment was due, a statement from him explaining why action was not timely taken to
prevent the application from becoming abandoned should be submitted.

Petitioner is advised to send a letter (accompanied by a copy of this decision) to Mr. Jobe by
certified or registered mail (return receipt requested) indicating that the U.S. Patent and
Trademark Office (USPTO) is requesting assistance in ascertaining the cause of abandonment of
the above-identified application, and that the USPTO is requesting that Mr. Jobe provide within a
specified period (e.g., one month) a statement setting forth why appropriate action was not
timely taken t(l)vf)revent the application from becoming abandoned. Petitioner is advised that, in
the event that Mr. Jobe does not provide such a statement, petitioner should submit a copy of
such letter and a copy of the return receipt.

Petitioner may wish to consider filing a petition stating that the delay was unintentional. Public
Law 97-247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees, amended 35
U.S.C. § 41(a)(7) to provide for the revival of an “unintentionally” abandoned application
without a showing that the delay in prosecution or in late payment of the issue fee was
“unavoidable.” This amendment to 35 U.S.C. § 41(a)(7) has been implemented in 37 CFR
1.137(b). An “unintentional” petition under 37 CFR 1.137(b) must be accompanied by the
$810.00 petition fee.

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the date it was
discovered that the application was abandoned until the filing of the petition to revive under 37
CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not appropriate
if petitioner intentionally delayed the filing of a petition for revival under 37 CFR 1.1378)).

Further correspondence with respect to this matter should be addressed as follows:

By Mail; Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office

Customer Service Window, Mail Stop Petitions
Randolph Building

401 Dulany Street

Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to Petitions Examiner Liana
Walsh at (571) 272-3206.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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PHILIP S. JOHNSON MAILED

JOHNSON & JOHNSON AUG 03 2010

ONE JOHNSON & JOHNSON PLAZA

NEW BRUNSWICK NJ 08933-7003 OFFICE OF PETITIONS

In re Patent No. 7,666,308 : DECISION ON REQUEST
Tycho M. Scholtens et al. : FOR .

Issue Date: February 23, 2010 : RECONSIDERATION OF
Application No. 11/447,562 : PATENT TERM ADJUSTMENT
Filed: June 6, 2006 : and

Atty Docket No. VDX5059 - : NOTICE OF INTENT TO ISSUE

: CERTIFICATE OF CORRECTION

- This is a decision on the petition filed on April 23, 2010, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the above-identified patent is extended
or adjusted by five hundred sixty-one (561) days. '

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by five hundred
sixty-one days is GRANTED.

The Office acknowledges receipt of $200.00 for the fee set forth in 37 CFR 1.18(e). No
additional fees are required.

The Office will sua sponte issue a certificate of correction. Pursuant to 37 CFR 1.322, the Office
will not issue a certificate of correction without first providing assignee or patentee an
.opportunity to be heard. Accordingly, patentee is given one (1) month or thirty (30) days,
whichever is longer, from the mail date of this decision to respond. No extensions of time will
be granted under § 1.136.

The application is being forwarded to the Certificates of Correction Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by five hundred sixty-one (561) days.
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Telephone inquiries specific to this matter should be directed to the undersigned, at (571) 272-
3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin
Petitions Attorney

Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



DRAFT COPY
UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT . 7,666,308 B2
DATED : Feb. 23,2010
INVENTOR(S) : Scholtens et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (490) days

Delete the phraée “by 490 days” and insert — by 561 days--
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JOHN S. PRATT, ESQ

KILPATRICK TOWNSEND & STOCKTON LLP

1100 PEACHTREE STREET

SUITE 2800

ATLANTA GA 30309
MAILED
FEB 14 2012

OFFICE OF PETITIONS

In re Patent No. 8,010,094
Issue Date: August 30, 2011 :
Application No. 11/447,659 :  DECISION ON PETITION

Filed: June 06, 2006
Attorney Docket No. 55711/324937

This is a decision on the petition under 37 CFR 1.182, filed November 03, 2011, requesting issuance of
duplicate Letters Patent for the above-identified patent.

The petition is GRANTED.

The Office of Data Management is directed to issue duplicate Letters Patent for the eight (8) inventors
indicated on petition.

As authorized, the $400 fee for the petition under 37 CFR 1.182 for each certificate has been assessed to
petitioner’s deposit account.

Telephone inquiries concerning this decision may be directed to Michelle R. Eason at (571) 272-4231.
Inquiries regarding the issuance of duplicate Letters Patent may be directed to Kimberly Terrell at (703)
756-1568 in the Office of Data Management.

A copy of this decision is being sent to Office of Data Management for issuance of duplicate Letters
Patent.

Y e

Thurman K. Page
Petitions Examiner
Office of Petitions

cc: Kimberly Terrell, Randolph Square, 9th Floor, Room D33 (Fax No. (571) 270-9958).
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11/447,682 06/05/2006 W. Daniel Hillis 0404-018-004A-C00001 1874
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
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THE INVENTION SCIENCE FUND
CLARENCE T. TEGREENE

11235 SE 6TH STREET

SUITE 200

BELLEVUE WA 98004

In re Application of: :
W. DANIEL HILLIS ET AL :  DECISION ON PETITION TO

Application Serial No.: 11/447,682 :  WITHDRAW RESTRICTION
Filed: June S, 2006 : REQUIREMENT UNDER

For: SELF ASSEMBLY OF ELEMENTS FOR : 37 CFR 1.144
DISPLAYS

This is a decision on the petition filed March 20, 2012 under 37 CFR § 1.144 requesting
withdrawal of the requirement for Election of Species issued by the examiner on May
13, 2010 and all withdrawn claims be reinstated.

BACKGROUND

1. On April 1, 2009, a Restriction requirement was made by the examiner. On May 6,
2009, petitioner elected claims 105-110 and 128-140 with traverse. Claims 111-127
were canceled by the petitioner without prejudice.

2. On June 19, 2009, an Election of Species was made by the examiner. On July 20,
2009, petitioner identified claims 105-110 and 128-140 as relating to the elected

species, with traverse.

3. On November 25, 2009, examiner withdrew the June 19, 2009 Election of species
requirement, and issued a new Election of Species requirement. On January 11, 2010,
petitioner called the examiner to request a revised Election of Species requirement
due to the November 25, 2009 Election of Species requirement lacks sufficient
information for making an election. Agreement was reached between the petitioner
and the examiner to provide a revised Election of species requirement.

4. On January 25, 2010, petitioner filed a written response stating that no revised
Election of species requirement had been received. On the same day, January 25,
2010, the examiner withdrew the November 25, 2009 Election of species
requirement, and issued a new revised Election of Species requirement.

www.uspto.gov
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5. In response to the new revised Election of species requirement above, petitioner
identified claims 105-110 and 128-140 as relating to the elected species, with traverse
on February 25, 2010.

6. On May 13, 2010, examiner withdrew the above new revised Election of species
requirement, and issued another Election of species requirement. On June 11, 2010,
petitioner elected claims 105-110 and 128-140 as relating to the elected species, with

traverse.

7. On Jaunary 6, 2011, a first Office Action was issued and made May 13, 2010 Election
of Species requirement FINAL, and further, withdrew consideration of claims 107,
109-110, 128, 131-133, and 136-140 as being read on non-elected species.

8. On May 6, 2011, petitioner filed a response to the first Office Action traversing the
finality of the January 6, 2011 Election of species requirement.

9. On December 21, 2011, a Final Office Action was issued to maintain the position that
claims 107, 109-110, 128, 131-133, and 136-140 were drawn to non-elected species
and these claims remain withdrawn from further consideration. J

Subsequently, on March 20, 2012, petitioner seeks relief by filing the instant petition
requesting that the requirement for Election of Species dated May 13, 2010 in the instant
application be withdrawn and all withdrawn claims (claims 107, 109-110, 128, 131-133,

and 136-140) be reinstated.
!

REGULATIONS AND PRACTICE

MPEP 803 [R-3] Restriction — When Proper

Under the statute>, the claims of< an application may properly be required to be restricted to one
of two or more claimed inventions only if they are able to support separate patents and they are
either independent (MPEP § **>802.01, § 806.06, and § 808.01<) or distinct (MPEP § 806.05 -

§ *>806.05(j)<).

If the search and examination of **>all the claims in an< application can be made without
serious burden, the examiner must examine *>them< on the merits, even though **>they
include< claims to independent or distinct inventions. '

There are two criteria for a proper requirement for restriction between patentably distinct
inventions:

(A) The inventions must be independent (see MPEP § 802.01, § *>806.06<, § 808.01) or
distinct as claimed (see MPEP § 806.05 - § *>806.05(j)<); and
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(B) There *>would< be a serious burden on the examiner if restriction is >not< required (seé
MPEP § 803.02, **>§ 808<,and § 808.02).

809.02(a) Election > of Species < Required [R-3]

Where ** > restriction between species is appropriate (see MPEP § 808.01(a)) < the examiner
should send a letter including only a restriction requirement or place a telephone requirement to
restrict (the latter being encouraged). See MPEP § 812.01 for telephone practice in restriction
requirements.

Action as follows should be taken:

(A) Identify géneric claims or indicate that no generic claims are present. See MPEP §
806.04(d) for definition of a generic claim.
806.04(d) g

(B) Clearly identify each (or in aggravated cases at least exemplary ones) of the disclosed
species, fo which claims are > to be <restricted. The species are preferably identified as the
species of figures 1, 2, and 3 or the species of examples I, II, and III, respectively. In the absence
of distinct figures or examples to identify the several species, the mechanical means, the
particular material, or other distinguishing characteristic of the species should be stated for each
species identified. If the species cannot be conveniently identified, the claims may be grouped in
accordance with the species to which they are restricted. > Provide reasons why the species are
independent or distinct. < .

(C) Applicant should then be required to elect a single disclosed species under 35 U.S.C. -
121, and advised as to the requisites of a complete reply and his or her rights under 37 CFR
1.141.

*%

To be complete, a reply to a requirement made according to this section should include a proper
election along with a listing of all claims readable thereon, including any claims subsequently
added.

In those applications wherein a requirement for restriction is accompanied by an action on * >
the elected < claims, such action will be considered to be an action on the merits and the next
action * > may < be made final > where appropriate in accordance with MPEP § 706.07(a).

OPINION

A close review of the requirement for Election of Species dated May 13, 2010 and
examination history revealed that in addition to the petitioner’s petition statement filed on
March 20, 2012, the requirement for the Election of Species dated May 13, 2010 was
improper for the following reasons:
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- The restriction requirement set forth on May 13, 2010 identified classes and
subclasses of the claimed display elements that would require serious burden on
the examiner. The identified display elements included biological elements such
as nucleic acid sequences and amino acid sequences. However, those sequences
identified in the Election of Species requirement were not recited in the claims
105-110 and 128-140.

- The restriction requirement set forth on May 13, 2010 did not identify the species
per MPEP 809.02(a).

CONCLUSION

For the above stated reasons, the petition to withdraw the restriction requirement is
GRANTED.

As a result of the petition decision, the Examiner’s Election of Species requirement on May 13,
2010 as written is withdrawn. The examination of the instant application is reopened, and the
-application is being returned to the examiner for examination of claims 105-110 and 128-140
filed on June 11, 2010.

Any inquiry regarding this decision should be directed to John Peng, Quality Assurance
Specialist, at (571) 272-7272.

~

A

Tariq Hafiz, Director )
Technology Center 2600
Communications




PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 11447734

Filing Date 06-Jun-2006

First Named Inventor Michael Moser

Art Unit 1637

Examiner Name YOUNG KIM

Attorney Docket Number 0235420167

Title

Methods for detection and typing of nucleic acids

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 61495

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name ERAGEN BIOSCIENCES, INC.
Address 918 DEMING WAY, SUITE 201
City MADISON

State Wi

Postal Code 53717-1944

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Kassel, Mark/

Name

Kassel, Mark

Registration Number

38200




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: November 30, 2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :
Michael Moser
Application No: 11447734

Filed : 06-Jun-2006
Attorney Docket No: 023542-0167

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed November 30, 2011
The request is APPROVED.
The request was signed by  Kassel, Mark (registration no. 38200 ) on behalf of all attorneys/agents

associated with Customer Number 61495 . All attorneys/agents associated with Cusotmer Number 61495 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name ERAGEN BIOSCIENCES, INC.
Name2

Address 1 918 DEMING WAY, SUITE 201
Address 2

City MADISON

State Wi

Postal Code 53717-1944
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

LAWRENCE LIVERMORE NATIONAL SECURITY, LLC
LAWRENCE LIVERMORE NATIONAL LABORATORY

PO BOX 808, L-703 .
LIVERMORE, CA 94551-0808 MAILED
JuL 052011

In re Patent No. 7,504,265 OFFICE OF PETITIONS

Issue Date: March 17, 2009

Application No. 11/447,754 : .DECISION ON PETITION
Filed: June 5, 2006 :

Attorney Docket No. IL-11073B

-This is a decision on the petition, filed, June 6, 2011, which is being treated as a request under 37
CFR 3.81(b)' to correct the assignee’s name on the Fee(s) Transmittal form PTOL-85(b) by way of a
certificate of correction in the patent.

The request is GRANTED.

Petitioner states that the correct assignee names are Lawrence Livermore National Security, LLC and
The Regents of the University of California. Petitioner further states that the assignee names were
not correctly indicated on the Fee(s) Transmittal form PTOL-85(b) at the time of payment of the
issue fee. Accordingly, petitioner requests that a certificate of correction be issued to reflect the
correct assignee on the front page of the Letters Patent.

The request was accompanied by a certificate of correction (and fee) as required by 3.81(b). Further,
Office assignment records reflect that Lawrence Livermore National Security, LLC and The Regents
of the University of California were the assignees of record before issuance of the patent.
Accordingly, as the request complies with the provisions of 37 CFR 3.81(b), it is appropriate for a
certificate of correction to be processed.

Inquiries concerning this decision should be directed to Alicia Kelley-Collier at (571) 272-6059.
Any questions concerning the issuance of a certificate of correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a certificate of
correction.

/Carl Friedman/
Carl Friedman
Petitions Examiner
Office of Petitions

! See MPEP 1309, subsection I1; and Official Gazette of June 22, 2004.

www.uspto.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MCANDREWS HELD & MALLOY, LTD MAILED

500 WEST MADISON STREET

SUITE 3400 DEC 02 2010

CHICAGO IL 60661 OFHCEOFPET'TIONS

In re Application of

Macinnis :

Application No. 11/447,782 : ON APPLICATION FOR
Filed: June 6, 2006 : PATENT TERM ADJUSTMENT -

Atty Docket No. 16024US02

This is in response to the “APPLICATION FOR RECONSIDERATION OF
PATENT TERM ADJUSTMENT UNDER 35 U.S.C. 154 (b) ACCOMPANYING THE
NOTICE OF ALLOWANCE (37 C.F.R. § 1.705)” filed November 23,
2010, which is properly treated under 37 CFR 1.705(b).
Applicants submits that the patent term adjustment to be
indicated on the patent is one thousand three hundred and three
(1,303) days, not nine hundred and forty-one (941) days as
calculated by the Office as of the mailing of the initial
determination of patent term adjustment. Applicants request
this correction solely on the basis that the Office will take in
excess of three years to issue this patent.

As the instant application for patent term adjustment requests
reconsideration of the patent term adjustment as it relates to
the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37
CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term patentee
is entitled to for Office failure to issue the patent within 3
years. See § 1.702(b). (This is true even where a request for
continued examination (RCE) was filed). The computer will not
undertake the § 1.702(b) calculation until the actual date of
issuance of the patent has been determined. Likewise, the
computer will not calculate any further Office delay under §
1.702(a) (4) or applicant delay under § 1.704(c) (10) until the
actual date of issuance of the patent has been determined. As
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such, the Office can not make a determination on the correctness
of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the
request for continued examination) is premature. Accordingly,
it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the
patent and file a request for reconsideration of the patent term
adjustment pursuant to. 37 CFR 1.705(d). As the USPTO does not
calculate the amount of time earned pursuant to 37 CFR 1.702 (b)
until the time of the issuance of the patent, the Office will
consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702 (b)
to be timely if the request for reconsideration is filed within
two months of the issuance of the patent. However, as to all
other bases for contesting the initial determination of patent
term adjustment received with the notice of allowance, applicant
must timely file an application for patent term adjustment prior
to the payment of the issue fee!l.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e) for consideration of the application for
patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months

! For example, if applicant disputes both the calculation of patent term

adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154 (b) (3)(B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data
Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Senior Petitions Attorney
Office of Petitions



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Nmoer ¢ 8074-1164 Patent Number: 7 663,201
Filing Date Issue Date:

(or 371(b) or () Date): 07-Jun-2006 16-Feb-2010
First Named

Inventor: YAMADA, Yukiko

Tite: SEMICONDUCTOR DEVICE

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /B€N0OIt Castel/ ate  August 10, 2010

Name i
i Typesy BENOIL Castel

Registration Number 35041

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for:
REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT

IN VIEW OF WYETH*
(Not to be Submitted to the USPTO)

This form is only for requesting a recalculation of PTA for patents issued
before March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s
pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A).

This form must be filed within 180 days of the day the patent was granted, with the
following exception:

Patentees who received a decision from the USPTO under the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) may file a request for reconsideration of that decision if
such a request for reconsideration is filed within two months of the date of the decision (37
CFR 1.181(f)). If the patentee’s sole basis for requesting reconsideration of the decision is the
USPTO’s pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A), the request for reconsideration
need only state that reconsideration is being requested in view of Wyeth (this form may be
used for this purpose if it is filed within two months of the date of the decision from the
USPTO).

Do not use this form if the application has been allowed, but not yet issued as a
patent.

1. For patents issued before March 2, 2010: A request for reconsideration under 37 CFR
1.705(d) and the fee set forth in 37 CFR 1.18(e) are not required, provided that the patentee’s
sole basis for requesting recalculation of the PTA in the patent is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) and this form is filed within 180 days of the day the patent
was granted.

2. For patents issued on or after March 2, 2010 (do not use this form): Patentees seeking a
revised PTA in a patent issued on or after March 2, 2010, must file a request for reconsideration
under 37 CFR 1.705(d) that complies with the requirements of 37 CFR 1.705(b)(1) and (b)(2)
within two months of the day the patent issued.

For more information, see “Notice Concerning Calculation of the Patent Term Adjustment

With Respect to the Overlapping Delay Provision of 35 U.S.C. 154(b)(2)(A)” available on the
USPTO Web site at http://www.uspto.gov/patents/law/notices/2010.jsp.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

YOUNG & THOMPSON Mail Date: 09/02/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Yukiko Yamada : DECISION ON REQUEST FOR

Patent Number : 7663201 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/447,966 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/07/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 831 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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OLIFF & BERRIDGE, PLC o
P.0.B0X 320850 .
ALEXANDRIA, VA 22320-4850 MAILED
- 0CT 252010
In re Application of , OFFICE OF PETITIONS
Tatsuhiko NOBORI, et al. :
Application No. 11/448,072 : DECISION GRANTING PETITION

Filed: June 7, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 127976 : ’

This is a decision on the petition under 37 CFR 1.313(c)(2), filed October 22, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED. (

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 22, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.l

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 2629 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may besatisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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In re Application of :

Young Tae KIM et al. : ON PETITION
Application No. 11/448,094 :

Filed: June 7, 2006

Atty. Docket No.: 1911.1030

This is a decision on the petition filed November 1 1', 2011, which is being treated as a
petition under 37 CFR 1.181 requesting withdrawal of the abandonment in the above-
identified application.

The petition is GRANTED.

The application was held abandoned for failure to reply in a timely manner to the final
Office action mailed April 12,2011 (Office action), which set a shortened statutory
period for reply of three (3) months. A Notice of Abandonment was mailed October 26,
2011.

In the petition filed November 11, 2011, Petitioner asserts that the Office action was not
received.

In the absence of any irregularity, there is a strong presumption that the Office action was
properly mailed to the practitioner at the address of record. This presumption may be
overcome by a showing that the Office action was not, in fact, received. In this regard,
the showing required to establish the failure to receive the Office action must consist of
the following;:

(1) a statement from the practitioner describing the system used for recording an Office
action received at the correspondence address of record with the USPTO. The statement
should establish that the docketing system is sufficiently reliable. It is expected that the
record would include, but not be limited to, the application number, attorney docket
number, the mail date of the Office action and the due date for the response.

(2) Practitioner must state that the Office action was not received at the correspondence
address of record, and that a search of the practitioner’s record(s), including any file
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jacket or the equivalent, and the application contents, indicates that the Office action was
not received.

(3) A copy of the record(s) used by the practitioner where the non-received Office action
would have been entered had it been received is required. A copy of the practitioner’s
record(s) required to show non-receipt of the Office action should include the master
docket for the firm. That is, if a three month period for reply was set in the nonreceived
Office action, a copy of the master docket report showing all replies docketed for a
date three months from the mail date of the nonreceived Office action must be submitted
as documentary proof of nonreceipt of the Office action. If no such master docket exists,
the practitioner should so state and provide other evidence such as, but not limited to, the
following: the application file jacket; incoming mail log; calendar; reminder system; or
the individual docket record for the application in question. See MPEP §711.03(c)(I)(A).

As the instant petition satisfies the indicated requirements, the holding of abandonment is
withdrawn and the application is restored to pending status.

Telephone inquiries relating to this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427).

The application file will be referred to the Technology Center Art Unit 2614 for
consideration of the Response included with the petition.

Ralgesh Krishnamurthy
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Application of :

Chen et al. ‘ : DECISION ON APPLICATION
Application No. 11/448,171 : FOR

Filed: June 5, 2006 : PATENT TERM ADJUSTMENT

Atty Docket No. COTH-P03-003

‘This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT UNDER §37 CFR 1.705(b),” filed May 26, 2010.
Applicants request that the initial determination of patent term
adjustment of zero (0) days be corrected to include additional
days of applicant delay. '

The application for patent term adjustment is GRANTED to the
extent indicated herein.

The Office has updated the PAIR screen to reflect that the
correct Patent Term Adjustment (PTA) determination at the time
of the mailing of the Notice of Allowance is zero (0) days,
including an additional 278 days of applicant delay. A copy of
the updated PAIR screen, showing the correct determination, is
enclosed.

On February 26, 2010, the Office mailed the Determination of
Patent Term Adjustment under 35 U.S.C. 154(b) in the above-
identified application. The Notice stated that the patent term
adjustment (PTA) to date is 0 days. The instant application for

patent term adjustment was timely filed on May 26, 2010'.

Applicants’ arguments have been considered, and found persuasive
to an extent. 37 CFR 1.704(c) (7) establishes submission of a

'  PALM records indicate that the Issue Fee was also received on May 26, 2010.
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reply having an omission (37 CFR 1.135(c)) as a circumstance
that constitutes a failure of an applicant to engage in
reasonable efforts to conclude processing or examination of an
application. Submitting a reply having an omission requires the
Office to issue an action under 37 CFR 1.135(c) and await and
process the applicant’s reply to the action under 37 CFR
1.135(c) before the initial reply (as corrected) can be treated
on its merits. In addition, 37 CFR 1.704(c) (7) provides that in
such a case the period of adjustment set forth in 37 CFR

1.703 shall be reduced by the number of days, if any, beginning
on the day after the date the reply having an omission was filed
and ending on the date that the reply or other paper

correcting the omission was filed. The reference to 37 CFR
1.135(c) is parenthetical because 37 CFR 1.704(c) (7) is not
limited to Office actions under 37 CFR 1.135(c) but applies when
the Office issues any action or notice indicating that a reply
has an omission which must be corrected: e.g., (1) a decision on
a petition under 37 CFR 1.47 dismissing the petition as lacking
an item necessary to grant the petition; or (2) a notice
indicating that the computer readable format sequence listing
filed in reply to a Notice to Comply with Requirements for
Patent Applications Containing Nucleotide Sequence and/or

Amino Acid Sequence Disclosures (PTO-1661) does not comply with
37 CFR 1.821 et seq.

Applicants are correct that a period of reduction should be
entered for applicant delay pursuant to 37 CFR 1.704(c) (7).
Decisions on petition under 37 CFR 1.47 dismissing 'the petitions
as lacking an item necessary to grant the petition were mailed
on June 6, 2007 and November 14, 2007. These decisions reflect
that the responses filed February 28, 2007 (copy submitted March
1, 2007) and October 17, 2007 were considered by the deciding
Official to require correction of an omission. However,
applicants contend that the response filed October 17, 2007 was
fully responsive to the petition decision of June 6, 2007. This
argument is not persuasive. The decision of the deciding
Official with respect to the omission and its correction is
controlling. Thus, the period of reduction is calculated based
on the omission being corrected on December 3, 2007.
Accordingly, a period of reduction of 278 days is properly
entered for applicant delay beginning on March 1, 2007, the day
after the date the first reply having an omission was filed and
ending on December 3, 2007, the date a reply correcting-the
omission was ultimately filed. ”
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In view thereof, the initial .determination of patent term
adjustment at the time of the mailing of the notice of allowance
is ZERO (0) days, including an additional 278 days of applicant
delay.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

The Office of Data Management has been advised of this decision.
The patent term adjustment indicated on the patent (as shown on
the Issue Notification mailed about three weeks prior to patent
issuance) will include any additional adjustment accrued both
for Office delay in issuing the patent more than four months
after payment of the issue fee and satisfaction of all -
outstanding requirements, and if applicable, for the Office
taking in excess of three years to issue the patent.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219.

ions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Cummings et al. :

Application No. 11/448,209 : ON PETITION
Filed: June 7, 2006 :

Attorney Docket No. WDS-1690

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed June 6,
2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to file a reply within the meaning of 37 CFR 1.113 to
the final Office action of December 10, 2009. The proposed reply required for consideration of a
petition to revive must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2), an
amendment that prima facie places the application in condition for allowance, a Request for
Continued Examination and submission (37 CFR 1.114), or the filing of a continuing application
under 37 CFR 1.53(b). See MPEP 711.03(c)(II)(A)(2). A Notice of Abandonment was mailed June
21, 2010..

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) including the fee of $405 and the
submission required by 37 CFR 1.114, (2) the petition fee of $810, and (3) a proper statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

This application is being referred to Technology Center AU 3611 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business in accordance with 37 CFR
1.114.

Kelley-Collier

Alicia
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Patent No. 7,907,707 :

Goel et al. : DECISION ON

Issue Date: March 15, 2011 : REQUEST FOR

Application No. 11/448,286 : RECONSIDERATION OF

Filed: June 7, 2006

: PATENT TERM ADJUSTMENT
Attorney Docket No. 100101-023500US:

This is a decision on the “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER 37 CFR § 1.705(d),” filed May 13, 2011,
requesting that the patent term adjustment determination for the
above-identified patent be changed from one thousand, one
hundred and five (1105) days to one thousand, two hundred and
thirty-eight (1238) days.

The request for reconsideration of patent term adjustment is
DISMISSED.

BACKGROUND

On March 15, 2011, the above-identified application matured into
US Patent No. 7,907,707 with a patent term adjustment of 1105
days. This request for reconsideration of patent term
adjustment was timely filed within two months of the issue date
of the patent. See 37 C.F.R. § 1.705(d).

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

Patentee maintains entitlement to a period of adjustment due to
the Three Year Delay by the Office, pursuant to 37 CFR
§ 1.703(b), of 590 days.

The period of adjustment of 839 days of examination delay is not
in dispute.
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The period of reduction of 22 days of Applicant delay is not in
dispute.

The 169-day period of overlap between the examination delay and
the B-delay is not in dispute.

RELEVANT STATUTE AND REGULATIONS

The statutory basis for calculation of “B delay” is 35 U.S.C.
154(b)(1)(B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION
PENDENCY, which provides that:

Subject to the limitations under paragraph (2), if the issue of
an original patent is delayed due to the failure of the United
States Patent and Trademark Office to issue a patent within 3
years after the actual filing date of the application in the
United States, not including —

(1) any time consumed by continued examination of the
application requested by the applicant under section 132(b);
(ii) any time consumed by a proceeding under section 135(a),
any time consumed by the imposition of an order under section
181, or any time consumed by appellate review by the Board of
Patent Appeals and Interferences or by a Federal court; or
(iii) any delay in the processing of the application by the
United States Patent and Trademark Office requested by the
applicant except as permitted by paragraph (3)(C), the term of
the patent shall be extended 1 day for each day after the end of
that 3-year period until the patent is issued.

The implementing regulation, 37 C.F.R. § 1.702(b) provides that:

Subject to the provisions of 35 U.S.C. 154(b) and this subpart,

the term of an original patent shall be adjusted if the issuance

of the patent was delayed due to the failure of the Office to

issue a patent within three years after the date on which the

application was filed under 35 U.S.C. 1lll(a) or the national

stage commenced under 35 U.S.C. 371(b) or (f) in an international

application, but not including:

(1) Any time consumed by continued examination of the
application under 35 U.S.C. 132(b);

(2) Any time consumed by an interference proceeding under 35
U.S.C. 135(a);

(3) Any time consumed by the imposition of a secrecy order under
35 U.S.C. 181;

(4) Any time consumed by review by the Board of Patent Appeals
and Interferences or a Federal court; or

(5) Any delay in the processing of the application by the Office
that was requested by the applicant.
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OPINION

The sole item that is in dispute is the effect of the RCE-cutoff
on B-delay: at issue is the period not included in the B-delay
for “any time consumed by continued examination of the
application requested by the applicant under section 132(b).”
See U.S.C. 154(b)(1)(B)(i). The Office maintains that the
entire period from the filing date of the request for continued
examination (RCE) to the issue date of the patent is not
included in the “B” delay period. As such, the over three-year
period begins on June 8, 2009 and ends on September 7, 2010, the
day before the first RCE was filed, which amounts to 457 (not
590) days.

Patentee argues that the 133-day period between the mailing of
the notice of allowance on November 3, 2010 and the issuance of
the patent on March 15, 2011 should be included in the period of
B-delay, as this time “was not ‘consumed by continued
examination of the application.”! As such, Patentee argues that
the over three-year period begins on June 8, 2009 (the day after
the three-year anniversary of the filing of the application),
pauses on September 7, 2010 (the day before the filing of the
first RCE), restarts on November 3, 2010 with the mailing of the
notice of allowance, and ends on March 15, 2011 with the
issuance of the patent.

Patentee’s argument has been considered, but not found
persuasive. Counting the period of time excluded from the “B
delay” for the filing of a request for continued examination
under 35 U.S.C. 132(b), from the date on which the request for
continued examination is filed to the date the patent is issued
is proper. Patentee does not dispute that time consumed by
continued examination of an application under 35 U.S.C. 132(b)
is properly excluded and that the calculation of the excluded
period begins on the date of filing of the request for continued
examination. At issue is what further processing or examination
beyond the date of filing of the request for continued
examination is time consumed by continued examination of the
application under 35 U.S.C. 132(b). The USPTO indicated in
September of 2000 in the final rule to implement the patent term
adjustment provisions of the AIPA that once a request for
continued examination under 35 U.S.C. 132(b) and 37 CFR 1.114 is
filed in an application, any further processing or examination

! petition, page 2.
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of the application, including granting of a patent, is by virtue
of the continued examination given to the application under 35
U.S.C. 132(b) and CFR 1.114. See Changes to Implement Patent
Term Adjustment under Twenty-Year Patent Term, 65 Fed. Reg.
56365, 56376 (Sept. 18, 2000) (response to comment 8). Thus,
the excluded period begins with the filing of the request for
continued examination and ends with the issuance of the patent.

Patentee’s argument that the period of time after the issuance
of a notice of allowance on a request for continued examination
is not “any time consumed by continued examination”? requested by
the applicant under section 132(b) within the meaning of 35
U.S5.C. 154(b)(1)(B)(1i) is not availing. This limitation is not
supported by the statutory language. Garcia v. United States,
469 U.S. 70, 75 (1984) (“only the most extraordinary showing of
contrary intentions from [legislative history] would justify a
limitation on the ‘plain meaning’ of the statutory language”).
BP Am. Prod. Co. v. Burton, 549 U.S. 84, 91 (2006) (“Unless
otherwise defined, statutory terms are generally interpreted in
accordance with their ordinary meaning”). The statute provides
for a guarantee of no more than 3-year application pendency, by
providing for an adjustment in the patent term:

First, “Subject to the limitations of paragraph (2),” means that
the limitations of paragraph 2 apply to this paragraph’s
adjustment of patent term. That is, the day-to-day extension of
patent term for pendency beyond the 3 year period is restricted
as follows: 1) “B delay” cannot accrue for days of “A delay”
that overlap, 2) the patent term cannot be extended beyond
disclaimed term, and 3) the period of adjustment, including
accrued “B delay,” will be reduced for applicant delay.

Second, “if the issue of an original patent is delayed due to
the failure of the United States Patent and Trademark Office to
issue a patent within 3 years after the actual filing date of
the application in the United States,” meaning that the
condition must first occur that the issuance of an original
patent (35 U.S.C. 153), not merely the issuance of a notice of
allowance, is delayed due to the Office’s failure to issue a
patent (sign and record a patent grant in the name of the United
States), not merely mail a notice of allowance, within 3 years
after the actual filing date of the application in the United
States. This provision gives the Office a three-year period to

? petition, page 2.
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issue a patent (sign and record a patent grant in the name of
the United States) after the application filing date before an
adjustment will accrue for “B delay.”

Third, "“not including- (i) any time consumed by continued
examination of the application requested by the applicant under
section 132(b); (ii) any time consumed by a proceeding under
section 135(a), any time .consumed by the imposition of an order
under section 181, or any time consumed by appellate review by
the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3)(C), meaning
that the three-year period does not include “any time consumed
by” or “any delay in processing,” as specified in clauses (i)-
(iii). This language correlates to 35 U.S.C. 154(b)(1l)(A) which
likewise provides the basis for determining the period given the
Office to take the specified actions before an adjustment will
accrue for “A delay” (e.g., extended for 1 day after the day
after the period specified in clauses (i)-(iv)).

Furthermore, these clauses are interpreted using their ordinary
meanings. Nonetheless, the context of the legislation should be
considered. As stated in Wyeth v. Dudas, No. 07-1492, 580
F.Supp.2d 138 (D.D.C., September 30, 2008), because the clock
for calculating the 20-year patent term begins to run on the
filing date, and not on the day the patent is actually granted,
some of the effective term of a patent is consumed by the time
it takes to prosecute the application. To mitigate this effect,
the statute, inter alia, grants adjustments of patent term
whenever the patent prosecution takes more than three years,
regardless of the reason. The time consumed by prosecution of
the application includes every day the application is pending
before the Office from the actual filing date of the application
in the United States until the date of issuance of the patent.
The time it takes to prosecute the application ends not with the
mailing of the notice of allowance, but with the issuance of the
patent.

Thus, not including “any time consumed by” means not including
any days used to prosecute the application as specified in
clauses (i)-(ii)’. Clause (i) specifies “any time consumed by

* Clause (iii) provides for not including (iii) any delay in the processing of
the application by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3)(C), the term of the patent
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continued examination of the application requested by the
applicant under section 132(b).” Clause (ii) specifies “any
time consumed by a proceeding under section 135(a), any time
consumed by the imposition of an order under section 181, or any
time consumed by appellate review by the Board of Patent Appeals
and Interferences or by a Federal court.” “Time” in the context
of this legislation throughout refers to days. “Consumed by”
means used by or used in the course of. Websters Collegiate
Dictionary, (11*" ed.). The “any” signifies that the days
consumed by are “any” of the days in the pendency of the
application, and not just days that occur after the application
has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued
examination of the application under section 132(b)(the flllng
of a request for continued examination), 2) interference
proceedings, 3) secrecy orders, and 4) appellate review. Thus,
that 3-year period given to the Office to issue a patent before
an adjustment will accrue for “B delay” does not include any
days used in the course of or any time consumed by clauses (1)-
(1ii), including any time consumed by the flllng of a request for
continued examination.

Fourth, "“the term of the patent shall be extended 1 day for each
day after the end of that 3-year period until the patent is
issued” meaning that the consequence of this failure is that
after “the end of that 3-year period” an additional 1 day of
patent term will accrue for each day that the application is
pending until the day the patent is issued.

The “time consumed by” or used in the course of the continued
examination of the application requested by the applicant under
section 132(b) does not end until issuance of the patent. 35
U.S.C. 132(b) was enacted under the same title, the “American
Inventors Protection Act of 1999,” as 35 U.S.C. 154(b). Section
4403 of the AIPA amended 35 U.S.C. § 132 to provide, at the
request of the applicant, for continued examination of an
application for a fee (request for continued examination or RCE
practice), without requiring the applicant to file a continuing
application under 37 CFR 1.53(b) or a continued prosecution

shall be extended 1 day for each day after the end of that 3-year period
until the patent is issued. It is noted that paragraph (3)(C) allows with an
adequate showing by applicant for reinstatement of no more than 3 months of
the patent term reduced for applicant delay in taking in excess of three
months to respond.
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application (CPA) under 37 CFR 1.53(d). Thus, clause (i) is
different from clause (ii) in that clause (i) refers to an
examination process whereas clause (ii) refers to time consumed
by proceedings (interferences, secrecy orders and appeals) in an
application.

By nature, the time used in the course of the examination
process continues to issuance of the patent. The examination
process involves examining the application to ascertain whether
it appears that the applicant is entitled to a patent under the
law. See 35 U.S.C. 131 (“[t]lhe Director shall cause an
examination to be made of the application and the alleged new
invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Director

shall issue a patent therefor”). If on examination it appears
that the applicant is entitled to a patent, the USPTO issues a
notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that

applicant is entitled to a patent under the law, a written
notice of allowance of the application shall be given or mailed
to the applicant”). If on examination it appears that the
applicant is not entitled to a patent, the USPTO issues a notice
(an Office action) stating the applicable rejection, objection,
or other requirement, with the reasons therefor. See 35 U.S.C.
132 (“[wlhenever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof, stating the reasons for such
rejection, or objection or requirement, together with such
information and references as may be useful in judging of the

. propriety of continuing the prosecution of his application”).
Neither the issuance of a notice of allowance nor the insurance
of an Office action terminates the examination process. If after
the issuance of an Office action under 35 U.S.C. 132 it
subsequently appears that the applicant is entitled to a patent
(e.g., in response to an argument or amendment by the
applicant), the USPTO will issue a notice of allowance.
Conversely, if after the issuance of a notice of allowance under
35 U.S.C. 151 it subsequently appears that the applicant is not
entitled to a patent (e.g., in response to information provided
by the applicant or uncovered by the USPTO), the USPTO will
withdraw the application from issuance and issue an Office
action under 35 U.S.C. 132 stating the applicable rejection,
objection, or other requirement, with the reasons therefor.

As held in Blacklight Power, the USPTO’s responsibility to issue
a patent containing only patentable claims does not end with the
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issuance of a notice of allowance under 35 U.S.C. 151. See
BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir.
2002). Rather, if there is any substantial, reasonable ground
within the knowledge or cognizance of the Director as to why an
application should not issue, it is the USPTO’s duty to refuse
to issue the patent even if a notice of allowance has previously
been issued for the application. See In re Drawbaugh, 9 App.
D.C. 219, 240 (D.C. Cir 1896).

Moreover, the applicant continues to be engaged in the
examination process after the mailing of the notice of
allowance. 37 CFR 1.56 makes clear that the applicant has a
duty to disclose information material to patentability as long
as the application is pending before the USPTO (i.e., until a
patent is granted or the application is abandoned). See 37 CFR
1.56(a) (“[t]lhe duty to disclose information exists with respect
to each pending claim until the claim is cancelled or withdrawn
from consideration, or the application becomes abandoned”). 37
CFR 1.97 and 1.98 provide for the consideration of information
submitted by the applicant after a notice of allowance has been
mailed. See 37 CFR 1.97(d). In addition, 37 CFR 1.312 provides
for the amendment of an application after a notice of allowance
has been mailed. In fact, the request for examination procedures
permit the filing of a request for continued examination under
37 CFR 1.114 even after the issuance of a notice of allowance
under 35 U.S.C. 151. See 37 CFR 1.114(a)(1).

4

As the examination process does not terminate with the mailing
of the notice of allowance, the time consumed by continued
examination requested by the applicant under section 132(b) does
not terminate with the mailing of the notice of allowance. All
the time the application is pending from the date of filing of
the request for continued examination to the mailing of the
notice of allowance through issuance of the patent is a
consequence of the filing of the request for continued
examination. Further action by the Office is pursuant to that
request. Applicant has gotten further prosecution of the
application without having to file a continuing application
under 37 CFR 1.53(b).

All of the continued examination pursuant to the filing of the
request by the applicant is properly excluded from the delay

4 Thus, on occasion, even where a request for continued examination has
already been filed and a notice of allowance issued pursuant to that request,
applicant may file a further request for continued examination.
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attributed to the Office. 35 U.S.C. 154 (b) (1) (B)’s guarantee of
a total application pendency of no more than three years
provides for adjustment of the patent term for delay due to the
Office’s failure to issue the patent within three years, but
does not include “any time consumed by continued examination
requested by the applicant under 35 U.S.C. 132(b).” It is not
necessary to mitigate the effect on the 20-year term to the
extent that applicant has requested that the Office continue to
examine the application via a request for continued examination,
in lieu of, the filing of a continuing application under 37 CFR
1.53(b).

Accordingly, at issuance, the Office properly entered 457
additional days of patent term adjustment for the Office taking
in excess of 3 years to issue the patent. It follows that
Patentee is entitled to a patent term adjustment of 1105 days:

839 days of examination delay

+ 457 days attributable to the Office taking in excess
of 3 years to issue the patent

- 169 days of overlap

- 22 days of applicant delay.

CONCLUSION

In view thereof, no adjustment to the patent term will be made.
It follows that a certificate of correction is not required.

Patentee is given two (2) months from the mail date of this
decision to respond. No extensions of time will be granted
under 37 C.F.R. § 1.136.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. § 154(b)(4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. § 154(b)(3) be filed in the United States
District Court for the District of Columbia within 180 days
after the grant of the patent.

Any response to this decision should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,



Patent No. 7,907,707 Application No. 11/448,286 Page 10

and may be submitted by mail,® hand-delivery,® or facsimile.’
Registered users of EFS-Web may alternatively submit a response
to this decision via EFS-Web.®

Telephone inquiries regarding this decision may be directed to
the undersigned at (571) 272-3225.°

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

> Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.0O. Box 1450, Alexandria, VA, 22313-1450.

¢ Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.

7 (571) 273-8300: please note this is a central facsimile number.

® https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

° Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for any further action(s) of Petitioner.
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OFFICE OF PETITIONS
In re Patent No. 7,907,707 :
Goel et al. o " : DECISION ON
Issue Date: March 15, 2011 :  REQUEST FOR
Application No. 11/448,286 : RECONSIDERATION OF
Filed: June 7, 2006 : PATENT TERM ADJUSTMENT

Attorney Docket No. 100101-023500US:

This is a decision on the “RESPONSE TO DECISION ON REQUEST FOR
RECONSIDERATION OF PATENT TERM ADJUSTMENT” (renewed petition),
filed August 30, 2011. Patentees request that the patent term
adjustment indicated on the face of the Letters of Patent be
corrected from one thousand, one hundred and five (1105) days to
one thousand, two hundred and thirty-eight (1238) days.

The request for reconsideration is granted to the extent that
the determination has been reconsidered; however, the request
for reconsideration of patent term adjustment is DENIED with
respect to making any change in the patent adjustment
determination under 35 U.S.C. § 154(b) of 1105 days.

BACKGROUND

On March 15, 2011, the above-identified application matured into
US Patent No. 7,907,707 with a patent term adjustment of 1105
days. :

On May 13, 2011, a petition under 37 C.F.R. § 1.705(d) was filed
requesting that patent term adjustment.be reflected as one
thousand, two hundred and thirty-eight (1238) days.

By decision mailed June 30, 2011, the request for
reconsideration was dismissed. The decision indicated that



Patent No. 7,907,707 Application No. 11/448,286 Page 2

Patentees are entitled to a patent term adjustment of 1105 days,
and therefore, no adjustment to.-the patent term will be made.

On August 30, 2011, this reﬁewed petition was filed.

By the instant petition, Patentees again dispute the calculation
of the “B” delay period of the patent term adjustment.
Specifically, patentees’ state:

“Patentees submit that B Delay accumulated for a total of 646
days, beginning on June 8, 2009 (the day after the date that is
three years after the date on which the application was filed),
and ending March 15, 2011 (the date the patent was issued). The
Office has excluded from B Delay the number of days corresponding
to the period beginning on September 8, 2010 (the date on which a
Request for Continued Examination was filed) and ending on March
15, 2011 (the date the patent was issued). However, this entire
period should not be-excluded from B delay because it does not
correspond exactly to continued examination. The Examiner’s
mailing of a Notice of Allowance Action on November 3, 2010,
closed examination of the application on that date. Section
154 (b) (1) (B) (i) of Title 35 excludes from B Delay “time consumed
by continued examination of the application.” The statute does
not provide for exclusion from B Delay of time from the mailing
of a Notice of Allowance until issuance (a period during which

~ continued examination did not occur.”

Renewed petition, pages 1-2.
RELEVANT STATUTE AND REGULATIONS

35 U.S.C. § 154(b) as amended by § 4402 of the American
Inventors Protection Act of '1999' (AIPA) provides that:

ADJUSTMENT OF PATENT TERM. —

(1) PATENT TERM GUARANTEES. —

(A) GUARANTEE OF PROMPT PATENT AND TRADEMARK
OFFICE RESPONSES. — Subject to the limitations under
paragraph (2), if the issue of an original patent is
delayed due to the failure of the Patent and Trademark
Office to — :

(i) provide at least one of the notifications under
section 132 of this title or a notice of rallowance under
section 151 of this title not later than 14 months
after —

! Public Law 106-113, 113 Stat. 1501, 1501A-557 through 1501A-560 (1999).
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(I) the date on which an application was filed under
section 111 (a) of this title; or

(IT) the date on which an international application
fulfilled the requirements of section 371 of this title;

(ii) respond to a reply under section 132, or to an
appeal taken under section 134, within 4 months after the
date on which the reply was filed or the appeal was taken;

(iii) act on an application within 4 months after the
date of a decision by the Board of Patent Appeals and
Interferences under section 134 or 135 or a decision by a
Federal court under section 141, 145, or 146 in a case in
which allowable claims remain in the application; or

(iv) 1issue a patent within 4 months after the date on
which the issue fee was paid under section 151 and all
outstanding requirements.were satisfied, the term of the
patent shall be extended 1 day for each day- after the end
of the period specified in clause (i), (ii), (iii), or
(iv), as the ‘case may be, until the action described
in such clause is taken.

(B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION
PENDENCY. — Subject fo the limitations under paragraph (2),
if the issue of an orJgLnal patent is delayed due to the
failure of the United States Patent and Trademark Office to
issue a patent within 3 years after the actual filing date
of the application in the United States, not including —

' (1) any time consumed by continued examination of the
application requested by the applicant under section

132(b) ; ‘

) (ii) any time consumed by a proceeding under section
135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review
by the Board of Patent Appeals and Interferences or by a
Federal court; or ‘

(1ii) any delay in the processing of the application
by the United States Patent and Trademark Office requested
by the applicant except as permitted by paragraph (3) (C),
the term of the patent shall be extended 1 day for each day
after the end of that 3-year period until the patent is
issued.

(C) GUARANTEE OR ADJUSTMENTS FOR DELAYS DUE TO
INTERFERENCES, SECRECY ORDERS, AND APPEALS. — Subject to
the limitations under paragraph (2), if the issue .of an
original patent is delayed due to —

(i) a proceeding under section 135(a); -

(i1) the imposition of an order under section 181; or
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(1iii) appellate review by the Board of Patent Appeals
and Interferences or by a Federal court in a case in which
the patent was issued under a decision in the review
reversing an adverse determination of patentability, the
term of the patent shall be extended 1 day for each day of
the pendency of the proceedlng, order, or review, as the
case may be.

(2) LIMITATIONS. —.

(A) IN GENERAL. — To the extent that periods of delay
attributable to grounds specified in paragraph (1) overlap,
the period of any adjustment granted under this subsection
shall not exceed the actual number:- of days the issuance of
the patent was delayed.

The implementing regulation, 37 C.F.R..§ 1.702, provides grounds
for adjustment of patent term due to examination delay under the
Patent Term Guarantee Act of 1999 (original applications, other
than designs, filed on or after May 29, 2000).

(a) Failure to take certain actions within specified
time frames. Subject to the provisions of 35 U.S.C. 154 (b)
and this subpart, the term of an original patent shall be
adjusted if the issuance of the patent was delayed due to
the failure of the Office to: )

' (1) Mail at least one of a notification under 35
U.S.C. 132 or a notice of allowance under 35 U.S.C. 151 not
later than fourteen. monphs after the date on which the
application was filed under 35 U.S.C. 111(a) or fulfilled
the requirements of 35 U.S.C. 371 in an international
application;

(2) Respond to a reply under 35 U.S.C. 132 or to an
appeal taken under 35 U.S.C. 134 not later than four months
after the date on which the reply was filed or the appeal
was taken;

(3) Act on an application not later than four months
after the date of a decision by the Board of Patent Appeals
and Interferences under 35 U.S.C. 134 or 135 or a decision
by a Federal court under 35 U.S.C. 141, 145, or 146 where
at least one allowable_claim remains in the application; or

(4) Issue a patent not later than four months after
the date on which the issue fee was paid under 35 U.S.C.
151 and all outstanding .requirements were satisfied.
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(b) Failure to issue a patent within three years of
the actual filing date of the application. Subject to the
provisions of 35 U.S.C. 154 (b) and this subpart, the term
of an original patent shall be adjusted if the issuance of
the patent was delayed due to the failure of the Office to
issue a patent within three years after the date on which
the application was filed under 35 U.S.C. 11l1l(a) or the
national stage commenced under 35 U.S.C. 371 (b) or (f) in
an international application, but not including:2

In pertinent part, 37 C.F.R. § 1.703 provides for calculation of
the periods, as follows:

Period of adjustment of patent term due to examination
delay. - :

(a) The period of adjustment under § 1.702(a) is the
sum of the follow1ng perlods

(1) The number of days, if any, in the period
beginning on the day after the date that is fourteen months
after the date on which .the application was filed under
35 U.S.C. 1l1l1(a) or fulfilled the requirements of 35 U.S.C.
371 and ending on the date of mailing of either an action
under 35 U.S.C. 132, or a notice of allowance under 35
U.S.C. 151, whichever occurs first;

(2) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date a reply under § 1.111 was filed and ending
on the date of mailing of either an action under 35 U.S.C.
132, or a notice of allowance under 35 U.S.C. 151,
whichever occurs first;

(3) The number of days, if any, in the period
beginning on the day. after the date that is four months
after the date a reply.in compliance with § 1.113(c) was

(1) Any time consumed by continued examination of the application under 35
.C. 132(b);
2) Any time consumed by an interference proceeding under 35 U.S.C.

3) Any time consumed by the imposition of a secrecy order under 35 U.S.C.

(4) Any time consumed by review by the Board of Patent Appeals and
Interferences or a Federal court; or:

(5) Any delay in the processing of the application by the Office that was
requested by the applicant.
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filed and ending on the date of mailing of either an action
under 35 U.S.C. 132, or a notice of allowance under 35
U.S.C. 151, whichever occurs first;

(4) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date an appeal brief in compliance with § 41.37
of this title was filed and ending on the date of mailing
of any of an examiner’s answer under § 41.39 of this title,
an action under 35 U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs first;

(5) The number of days, if :any, in the period
beginning on the day after the date that is four months
after the date of a final decision by the Board of Patent
Appeals and Interferences or by a Federal court in an
appeal under 35 U.S.C.. 141 or a civil action under 35
U.S.C. 145 or 146 where at least one allowable claim
remains in the application and ending on the date of
mailing of either an action under 35 U.S.C. 132 or a notice
of allowance under 35 U.S.C. 151, whichever occurs first;
and ,

(6) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date the issue fee was paid and all outstanding
requirements were satisfied and ending on the date a patent
was issued.

(b) The period of adﬂustment under § 1.702(b) is the
number of days, if any, in the period beginning on the day
after the date that is. three years after the date on which
the application was flied under 35 U.S.C. 111l (a) or the
national stage commenced under 35 U.S.C. 371(b) or (f) in
an international appllpdtlon and ending on the date a
patent was issued, but not including the sum of the
following periods:?

* (1) The number of days, if any, in the period beginning on the date on which
a request for continued examination of the application under 35 U.S.C. 132(b)
was filed and ending on the date the patent was issued;

(2) (i) The number of days, if.any, in the period beginning on the date an
interference was declared or redeclared to involve' the application in the
interference and ending on the date that the interference was terminated with
respect to the application; and (ii) The number of days, if any, in the
period beginning on the date prosecution in the application was suspended by
the Office due to interference proceedings under 35 U.S.C. 135(a) not
involving the application ‘and erding. on the date of the termination of the
suspension; .

(3) (i) The number of ddys, if any, the application was maintained in a
sealed condition under 35 U. S.C:llgl; (ii) The number of days, if any, in the
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37 C.F.R. 1.703(f) prov‘ides'that: .

The adjustment will run from the expiration date of the
patent as set forth in 35 U.S.C. 154(a) (2). To the extent
that periods of delay attributable to the grounds

specified in §1.702 overlap, the period of adjustment
granted under this section shall not exceed the actual
number of days the issuance of the patent was delayed. The
term of a patent entitled to adjustment under § 1.702 and
this section shall be. adjusted for the sum of the periods
calculated under paragraphs (a) through (e) of this
section, to the extent that such periods are not
overlapping, less the sum of the periods calculated under

§ 1.704. The date indicated on any certificate of mailing
or transmission under.§ 1.8 shall not be taken into account
in this calculation.

OPINION

Patentees’ argument has again been considered, but is not
persuasive. The Office’s calculation of “B delay” is correct.
The “B delay” is an adjustment entered if the issuance of the
patent was delayed due to the failure of the Office to issue a
patent within three years after the date on which the
application was filed. However, the adjustment does not
include, among other things, :any time consumed by continued
examination of the application at the request of the applicant

period beginning on the date of mailing of an examiner’s answer under § 41.39
of this title in the application under secrecy order and ending on the date
the secrecy order was removed; (iii) The number of days, if any, in the
period beginning on the date applicant was notified that an interference
would be declared but for the secrecy order and ending on the date the
secrecy order was removed; and (iv) The number of days, if any, in the
period beginning on the date of notification under § 5.3(c) of this chapter
and ending on the date of malllng of the notice of allowance under 35 U.S.C.
151; and, : . .

(4) The number of days, if any,.in the period beginning on the date on
which a notice of appeal to the -‘Bopard of Patent Appeals and Interferences was
filed under 35 U.S.C. 134 and § 471, 31 of this title and ending on the date of
the last decision by the Board of Patent Appeals and Interferences or by a’
Federal court in an appeal under 35 U.S.C. 141 or a civil action under 35
U.S.C. 145, or on the date of mailing of either an action under 35 U.S.C.
132, or a notice of allowance under 35 U.S.C. 151, whichever occurs first, if
the appeal did not result. in a decision by the Board of Patent Appeals and
Interferences. '
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under 35 U.S.C. 132(b).4 So, with respect to calculating the “B
delay” where applicant has filed a request for continued
examination, the period of adjustment is the number of days, if
any, in the period beginning on the day after the date that is
three years after the date on which the application was filed
under 35 U.S.C. 1ll(a) or the national stage commenced under 35
U.S.C. 371(b) or (f) in an international application and ending
on the date a patent was issued, but not including the number of
days in the period beginning on the date on which a request for
continued examination of the application under 35 U.S.C. 132 (b)
was filed and ending on the date the patent was issued.

Further, counting the period of time excluded from the “B delay”
for the filing of a request for continued examination under 35
U.S.C. 132(b), from the date on which the request for continued
examination is filed to the date the patent is issued is proper.
Patentees do not dispute that time consumed by continued
examination of an application under 35 U.S.C. 132(b) is properly
excluded and that the calculation of the excluded period begins
on the date of filing of the request for continued examination.
At issue is what further processing or examination beyond the
date of filing of the request for continued examination is not
any time consumed by continued examination of the application
under 35 U.S.C. 132(b). The USPTO indicated in September of
2000 in the final rule to implement the patent term adjustment
provisions of the AIPA that once a request for continued
examination under 35 U.S.C. 132(b) and 37 C.F.R. 1.114 is filed
in an application, any further processing or examination of.the
application, including granting of a patent, is by virtue of the
continued examination given to.the application under 35 U.S.C.
132(b) and C.F.R. 1.114. See Changes to Implement Patent Term
Adjustment under Twenty-Year :Patent Term, 65 Fed. Reg. 56366,

* Pursuant to 35 U.S.C. 132(b), 37 C.F.R. 1.114 provides for continued
examination of an application, as follows:

(a} If prosecution in an application is closed, an applicant may reguest
continued examination of the application by filing a submission and the fee
set forth in § 1.17(e) prior to the earliest of:

(1) Payment of the issue fee, unless a petition under § 1.313 is granted;
(2) Abandonment of the application; or

(3) The filing of a notice of appeal to the U.S. Court of Appeals for the
Federal Circuit under 35 U.S.C. 141, or the commencement of a civil action
under 35 U.S.C. 145 or 146, unless the appeal or civil action is terminated.

(b) Prosecution in an application is closed as used in this section means
that the application is under. appeal, or that the last Office action is a
final action (§ 1.113), a notice of allowance (§ 1.311), or an action that

otherwise closes prosecution in the application.
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56376 (Sept. 18, 2000) (response to comment 8). Thus, the
excluded period begins with the filing of the request for
continued examination and ends with the issuance of the patent.

Patentee’s argument that.the period of time after the issuance
of a notice of allowance -on a request for continued examination
is not “any time consumed by continued examination requested by
the applicant under section 132 (b)” within the meaning of 35
U.S.C. 154(b) (1) (B) (1) is not availing. This limitation is not
supported by the statutory language. Garcia v. United States,
469 U.s. 70, 75 (1984) (“only the most extraordinary showing of
contrary intentions from [legislative history] would justify a
limitation on the ‘plain meaning’ of the statutory language”).
BP Am. Prod. Co. v. Burton, 549 U.S. 84, 91 (2006) (“Unless
otherwise defined, statutory terms are generally interpreted in
accordance with their ordinary meaning”). The statute provides
for a guarantee of no more than 3-year application pendency, by
providing for an adjustment in the patent term:

First, “Subject to the limitations of paragraph (2),” means that
the limitations of paragraph 2 apply to this paragraph’s

adjustment of patent term. That is, the day-to-day extension of
patent term for pendency.beyond the 3 year period is restricted
as follows: 1) “B delay” cannot accrue for days of “A delay”

that overlap, 2) the patent term cannot be extended beyond
disclaimed term, and 3) thg}period of adjustment, including
accrued "B delay,” will be reduced for applicant delay.

Second, “if the issue of an original patent is delayed due to
the failure of the United States Patent and Trademark Office to
issue a patent within 3 years after the actual filing date of
the application in the United States,” meaning that the
condition must first occur that the issuance of an original
patent (35 U.S.C. 153), not merely the issuance of a notice of
allowance, is delayed due to the Office’s failure to issue a
patent (sign and record a patent grant in the name of the United
States), not merely mail a notice of allowance, within 3 years
after the actual filing date of the application in the United
States. This provision gives'the Office a three-year period to
issue a patent (sign.and record a patent grant in the name of
the United States) after the application filing date before an
adjustment will accrue for “B delay.”

Third, “not including- (i) any time consumed by continued
examination of the appliqayfon.requested by the applicant under
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section 132 (b); (i1) - any tlme consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review by
the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) any delay in the processing of the application
by the United States Patent ‘and Trademark Office requested by
the applicant except as permitted by paragraph (3) (C), meaning
that the three-year period does not include “any time consumed
by” or “any delay in processing,” as specified in clauses (i)-
(iii). This language correlates to 35 U.S.C. 154 (b) (1) (A) which
likewise provides the basis for determining the period given the
Office to take the specified actions before an adjustment will
accrue for “A delay” (e.g., extended for 1 day after the day
after the period specified in clauses (i)-(iv)). .

Furthermore, these clauses are interpreted using their ordinary
meanings. . Nonetheless, the. context of the legislation should be
considered. As stated in WJeLh v. Dudas, 580 F. Supp.2d

138 (D.D.C., September 30 2008), because the clock for
calculating the 20-year patent term begins to run on the filing
date, and not on the day the patent is actually granted, some of
the effective term of a patént is consumed by the time it takes
to prosecute the application. ,To mitigate this effect, the
statute, inter alia, grants adjustments of patent term whenever
the patent prosecution takes more than three years, regardless
of the reason. The time consumed by prosecution of the
application includes every day the application is pending before
"the Office from the actual filing date of the application in the
United States until the date of issuance of the patent. The
time it takes to prosecute the application ends not with the
mailing of the notice of allowance, but with the issuance of the
patent.

Thus, not including “any time consumed by” means not including
any days used to prosecute -the appllcatlon as specified in
clauses (i)-(ii).° Clause'(ij specifies “any time consumed by
coritinued examination of the application requested by the

5 Clause (iii) provides for not including (iii) any delay in the processing of
the application by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3) (C), the term of the patent
shall be extended 1 day for each day after the end of that 3-year period
until the patent is issued. It is noted that paragraph (3) (C) allows with an
adequate showing by applicant for reinstatement of no more than 3 months of
the patent term reduced for appllcant delay in taking in excess of three
months to respond.
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applicant under section 132(b).” Clause (ii) specifies “any
time consumed by a proceeding under section 135(a), any time
consumed by the imposition of an order under section 181, or any
time consumed by appellate review by the Board of Patent Appeals
and Interferences or by a Federal court.” “Time” in the context
of this legislation throughout refers to days. “Consumed by”
means used by or used in the course of. Websters Collegiate
Dictionary, (11*" ed.). The “any” signifies that the days
consumed by are “any” of the days in the pendency of the
application, and not just days that occur after the application
has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued
examination of the application under section 132 (b) (the filing
of a request for continued examination), 2) interference
proceedings, 3) secrecy orders, and 4) appellate review. Thus,
that 3-year period given to the Office to issue a patent before
an adjustment will accrue for “B delay” does not include any
days used in the course of or any time consumed by clauses (i)-
(1i), including any time consumed by the filing of a request for
continued examination.

Fourth, “the term of the patént shall be extended 1 day for each
day after the end of that 3-year period until the patent is
issued” meaning that the consequence of this failure is that
after “the end of that 3-year period” an additional 1 day of
patent term will accrue.forieach day that the application is
pending until the day the patent is issued.

The “time consumed by” or'u3§d in the course of the continued
examination of the applicatiqh requested by the applicant under
section 132 (b) does not end until issuance of the patent. 35
U.S5.C. 132 (b) was enacted under the same title, the “American
Inventors Protection Act of 1999,” as 35 U.S.C. 154(b). Section
4403 of the AIPA amended 35 U.S.C. § 132 to provide, at the
request of the applicant, for. continued examination of an
application for a fee (request for continued examination or RCE
practice), without requiring the applicant to file a continuing
application under 37 C.F.R. - 1.53(b) or a continued prosecution
application (CPA) under 37 C.F.R. 1.53(d). Thus, clause (i) is
different from clause (ii) in that clause (i) refers to an
examination process whereas{clause (ii) refers to time consumed
by proceedings (interferences, secrecy orders and appeals) in an
application. o .
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By nature, the time uséd in the course of the examination
process continues to issuance of the patent. The examination
process involves examining the application to ascertain whether
it appears that the applicant is entitled to a patent under the
law. See 35 U.S.C. 131 -(“[t]he Director shall cause an
examination to be made of the application and the alleged new
invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Director
shall issue a patent therefor”). If on examination it appears
that the applicant is entitled to a patent, the USPTO issues a
notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that
applicant is entitled to a patent under the law, a written
notice of allowance of the application shall be given or mailed
to the applicant”). If on examination it appears that the
applicant is not entitled to a patent, the USPTO issues a notice
(an Office action) stating the applicable rejection, objection,
or other requirement, with the reasons therefor. See 35 U.S.C.
132 (“[w]henever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof stating the reasons for such
rejection, or objectlon or rpqulrement together with such
information and references as may be useful in judging of the
propriety of continuing the prosecutlon of his application”).
Neither the issuance of a notice of allowance nor the insurance
of an Office action termlnates the examination process. If after
the issuance of an Office action under 35 U.S.C. 132 it
subsequently appears that the applicant is entitled to a patent
(e.g., 1in response to an argument or amendment by the
applicant), the USPTO will issue a notice of allowance.

Conversely, if after the issuance of a notice of allowance under
35 U.S.C. 151 it subsequently appears that the applicant is not
entitled to a patent (e.qg., in response to information provided
by the applicant or uncovered by the USPTO), the USPTO will
withdraw the applicatioh'from issuance and issue an Office
action under 35 U.S. C. 132 stating the applicable rejection,
objection, or other requlrement w1th the reasons therefor.

As held in Blacklight. Power,,the USPTO’s responsibility to issue
a patent containing only patentable claims does not end with the
issuance of a notice of allowance under 35 U.S.C. 151. See
BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir.
2002). Rather, if there is any substantial, reasonable ground
~within the knowledge or cognizance of the Director as to why an
application should not issue, it is the USPTO’s duty to refuse
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to issue the patent even if a:notice of allowance has previously
been issued for the application. See In re Drawbaugh, 9 App.
D.C. 219, 240 (D.C. Cir 1896).

Moreover, the applicant continues to be engaged in the
examination process after the mailing of the notice of
allowance. 37 C.F.R. 1.56 makes clear that the applicant has a
duty to disclose information material to patentability as long
as the application is pending before the USPTO (i.e., until a
patent is granted or the application is abandoned). See 37
C.F.R. 1.56(a) (“[t]lhe duty to disclose information exists with
respect to each pending claim until the claim is cancelled or
withdrawn from consideration, or the application becomes
abandoned”). 37 C.F.R.  1.97 and 1.98 provide for the
consideration of information submitted by the applicant after a
notice of allowance has been mailed. See 37 C.F.R. 1.97(d). In
addition, 37 C.F.R. 1.312 provides for the amendment of an
application after a noticeq¢fgallowance has been mailed. In
fact, the request for examination procedures® permit the filing
of a request for continued examination under 37 C.F.R. 1.114
even after the issuance of a notice of allowance under 35 U.S.C.

151. See 37 C.F.R. 1.114(a) (1).

As the examination process does not terminate with the mailing
of the notice of allowance,. the time consumed by continued
examination requested by the applicant under section 132 (b) does
not terminate with the'mailing of the notice of allowance. All
the time the application.is pending from the date of filing of
the request for continued éxamination to the mailing of the
notice of allowance through issuance of the patent is a
consequence of the filing of the request for continued
examination. Further action by the Office is pursuant to that
request. Applicant has gotten  further prosecution of the
application without having t¢ file a continuing application
under 37 C.F.R. 1.53(b). . . .. '

All of the continued examination pursuant to the filing of the
request by the applicant is properly excluded from the delay
attributed to the Office. 35 U.S.C. 154(b) (1) (B)’s guarantee of
a total application pendency of no more than three years
provides for adjustment of the patent term for delay due to the
Office’s failure to issue the patent within three years, but

§ Thus, on occasion, even where a réqﬁest for continued examination has
already been filed and a notice of allowance issued pursuant to that request,
applicant may file a further request for continued examination.
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does not include “any time consumed by continued examination
requested by the applicant under 35 U.S.C. 132(b).” It is not
necessary to mitigate the.effect on the 20-year term to the
extent that applicant has requested that the Office continue to
examine the application via a request for continued examination,
in lieu of, the filing -of a..continuing application under 37
C.F.R. 1.53(b). - RRREE :

In this instance, a request for continued examination was filed
on September 8, 2010, and the patent issued by virtue of that
request on March 15, 2011. Pursuant to 35 U.S.C.

§ 154 (b) (1) (B) (i), the period beginning on September 8, 2010,
and ending on March 15, 2011 is not included in calculating
Office delay. 1In view thereof, it is concluded that the patent
term adjustment of 1105 days is correct.

CONCLUSION

The request for reconsideraﬁioﬁ of the revised patent term
adjustment is denied.

The Office acknowledgés thét;Patentees previously submitted the
$200 fee set forth in §1.18(e) on application for patent term
adjustment filed May 13, 2011. As this request pertains only to
the over 3-year delay issue raised in the application for patent
term adjustment, no additional fees are required.

In view thereof, no adjustment to the patent term will be made.
It follows that a certificate of correction is not required.

Telephone inquiries regarding this decision may be directed to
Senior Attorney Paul Shanoski at (571) 272-3225.7

ﬁnthony’Knighf

Director
Office of Petitions

’ Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. BAs such, Petitioner is
reminded that no telephone discussion may be controlling or considered

authority for any further action(s) of Petitioner.
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Title: BIPHENYL DERIVATIVES

This is in response to the petition pursuant to 37 C.F.R.

§ 1.705(b) filed September 29, 2010. Applicant requests an
adjustment of the initial patent term adjustment from 528 days
to 555 days, an increase of 27 days.

The request for reconsideration of the patent term adjustment is
GRANTED .

The Office has updated the PAIR screen to reflect that the
correct Patent Term Adjustment (PTA) determination at the time
of the mailing of the notice of allowance is five hundred and
fifty-five (555) days. A copy of the updated PAIR screen,
showing the correct determination, is enclosed.

On September 17, 2010, the Office mailed a Determination of
Patent Term Adjustment under 35 U.S.C. 154 (b) in the above-
identified application. The Notice stated that the patent term
adjustment to date is 528 days. The present application for
patent term adjustment was timely filed' on or before payment of
the issue fee. Applicant argues that one period of applicant
delay pursuant to 37 C.F.R. § 1.704(b) (7) (sic) was improperly
calculated.

37 C.F.R. § 1.704(c) (7) indicates that the following occurrence
constitutes applicant delay:

1 PALM records indicate that the issue fee has not been submitted as of yet.
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[s]ubmission of a reply having an omission (§1.135(c)), in which
case the period of adjustment set forth in § 1.703 shall be
reduced by the number of days, if any, beginning on the day after
the date the reply having an omission was filed and ending on the
date that the reply or other paper correcting the omission was
filed

On May 8, 2009, the Office mailed a requirement for an election
of species. A response was received on May 20, 2009. An office
communication was mailed on August 6, 2009, and 85 days after
the submission of May 20, 2009, a second response was received
on August 13, 2009. An Office communication was mailed on
November 16, 2009, and 112 days after the submission of May 20,
2009, a third response was received on December 3, 2009. As
such, the Office assessed a reduction of 112 days, pursuant to
37 C.F.R. § 1.704(c) (7).

With this petition, Applicant argues that the proper reduction
which should have been assessed was 85 days, since the mailing
of November 16, 2009 was a duplicate of the mailing of August 6,
2009. A review of the electronic record shows that the
submission of December 3, 2009 contains a similar assertion.?
The next document in the electronic record is a non-final Office
action dated February 4, 2010, and this document does not
contain language which refutes this assertion.

It follows that Applicant’s argument has been considered, and
has been deemed to be persuasive. The proper period of
reduction pursuant to 37 C.F.R. § 1.704(c) (7) is 85 days (the
period from May 21, 2009 to August 13, 2009), not 112 days {(the
period from May 21, 2009 to December 3, 20009).

Thus, the proper period of applicant delay is 85 days.
The 640 days of examination delay is not in dispute.

. In view thereof, the revised patent term adjustment is 555 (640
- 85) days.

The reduction of 112 days has been removed and a reduction of 85
days has been entered. ‘

=

? “The present Office communication dated November 16, 2009, is identical in
substance to the previous Office Communication dated August 6, 2009.”
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The Office acknowledges submission of the $200.00 fee set forth
in 37 C.F.R. § 1.18(e). No additional fees are required.

The Office of Patent Publication will be notified of this
decision so that the present application can be processed into a
patent. The patent term adjustment indicated on the patent (as
shown on the Issue Notification mailed about three weeks prior
to patent issuance) will include any additional adjustment
accrued both for Office delay in issuing the patent more than
four months after payment of the issue fee and satisfaction of
all outstanding requirements, and for the Office taking in
excess of three years to issue the patent (to the extent that
the three-year period does not overlap with periods already
accorded) .

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3225.

/Paul Shanoski/
Paul Shanoski
Seniot Attorney
Office of Petitions

Encl. Copy of the Revised Patent Term Adjustment
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OFFICE OF PETITIONS

In re Application of

Mark D. Feuer, et al. :

Application No. 11/448,339 :  DECISION ON PETITION
Filed: June 7, 2006 : ‘
Attorney Docket No. 2004-0539

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 9, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, June 30, 2009, which set a shortened statutory period for reply of three (3) months.
No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on September 1, 2009. The Notice of Abandonment was mailed
February 23, 2010.

The petition satisfies the requirements’of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1620, and (3) a proper statement of
unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney document must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to Technology Center AU 2613 for appropriate action by the
Examiner in the normal course of business on the reply received.

Terri Jolinson
Petitions Examiner

Office of Petitions

cc: Xiaolei Sun
Wolff & Samson PC
One Boland Drive

West Orange, NJ 07052



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
THE LAW FIRM OF
ANDREA HENCE EVANS, LLC
14625 BALTIMORE AVE, #853
LAUREL, MD 20707 MAILED
| AUG 09 2010
In re Application of : OFFICE OF PETITIONS
Dale M. Glaze :
Application No. 11/448,407 : ON PETITION

Filed: June 7, 2006
Attorney Docket No. Dale Glaze

- This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 19, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, May 1, 2008, which set a shortened statutory period for reply of three (3) months.
No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on August 2, 2008. A Notice of Abandonment was mailed
November 10, 2008.

The pétition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment , (2) the petition fee of $810, and (3) a proper statement of
unintentional delay.

It is noted that the petition is signed by applicant and includes an address different from the
address of record. Petitioner has appointed a representative to conduct all business before the
U.S. Patent and Trademark Office (Office). The Office will not engage in dual correspondence
with petitioner and petitioner’s representative. Accordingly, petitioner must conduct all future
correspondence with this Office through the representative of record. If petitioner no longer
wishes to be represented by the representative of record, then a revocation of the power of
attorney or patent agent should be submitted. A correspondence address must be included on the
correspondence instructing the Office where all future communications are to be mailed. See 37
CFR 1.33(a). A courtesy copy of this decision is being mailed to petitioner at the address noted
on the petition; however, all future correspondence will be mailed solely to the correspondence
address of record.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571-) 272-
6059.

This matter is being referred to Technology Center 3711 for further examination on the merits.

i
Alicia Kelley

Petitions Examiner
Office of Petitions

cc: DALE GLAZE
486 HWY 197S
MOUNT AIRY, GA 30563



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Law Office of ROBERT C. KLINGER
2591 Dallas Parkway

Suite 300 :

FRISCO TX 75034 MA,LED
MAY 12 2011

OFFICE OF PETITIONS

In re Application of

Martin Kavanagh : ' :

Application No.: 11/448505 ' : DECISION ON

Filing or 371(c) Date: 06/07/2006 : PETITION

Attorney Docket Number: 127694.00010

This is a decision in response to the petition to withdraw the holding of abandonment under 37
CFR 1.181(a), filed March 30, 2011.

This Petition is hereby granted.

The above-identified application became abandoned for failure to timely and properly reply to
the Notice of Allowance and Issue Fee Due (Notice”), mailed August 10, 2010. The Notice set a
non-extendable three (3) month period for reply. No reply having been received, the application
became abandoned on November 11, 2010. A Notice of Abandonment was mailed on December
3, 2010. :

With the present renewed petition, Applicant has demonstrated non-receipt of the Notice by a
preponderance of the evidence.

In view of the foregoing, the petition is granted. The holding of abandonment is hereby
withdrawn.

The application will be referred to the Teéhnology Center Art Unit 2878 for re-mailing of the
Notice of Allowance and Issue Fee Due and Notice of Allowability and re-setting the period for

reply.

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods
Attorney
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : g2i7/31%
TO SPE OF :ART UNIT 2894
SUBJECT : Request for Certificate of Correction for Appl. No.: 11448588  Patent No.: 7846811

CofC mailroom date: _ $2/07/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the

IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning

using document code COCX.
FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

B e I RS P R R T e I S IR e B Lo R R R

Certificates of Correction Branch

Dovmonte Newsome

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
Hhakarty Mayyan! 2824
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office

- i Formatted: Indent: Left: 1.22"




PTO/SB/44 (09-07)

Approved for use through 08/31/2013. OMB 0851-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT GF COMMERCE

Under the Paperwork Reduction Act of 1995, na persons are required to respond to a collectian of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page 1 of 1

PATENT NO. 1 7,846,811
APPLICATION NO.: 11/448 589

ISSUE DATE * December 7, 2010
INVENTOR(S)

Flavio Francesco Villa et al.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

In Claim 1, Celumn 7, Line 29 of the patent, "said monolithic body; and wherein forming at least one--" should
read -- said monalithic body; and
wherein forming at least one--

In Claim 12, Column 8, Line 29 of the patent, "filling said buried cavity uniformly with a growing insulating--"
should read -- filling said buried cavity uniformly with a grown insulating--

26
In Claim 227 Column 10, Line 8 of the patent, "said monolithic body; and wherein forming at least one--" should
read -- said monolithic body; and
wherein forming at least one--

MAILING ADDRESS OF SENDER {Please do not use customer number below):

Graybeal Jackson LLP
400 108th Avenue NE, Suite 700
Bellevue, WA 98004

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
{and by the USPTQ to process) an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.14. This collection is estimaled to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments an the amount of time you require to complete this form and/or suggestions far reducing this burden, should be sent to the Chief Information Officer,
U.5. Patent and Trademark Office, U.5. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450,

If you need assistance In completing the form, call 1-800-PTQ-9199 and select option 2.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandna VA 22313-1450
. www.uspio.gov

OLIFF & BERRIDGE, PLC MAILED
P.O. BOX 320850 2010
ALEXANDRIA, VA 22320-4850 DEC 23

OFFICE OF PETITIONS

In re Application of

Yasuhiko KAWAGUCHI, et al. :

Application No. 11/448,753 : DECISION GRANTING PETITION
Filed: June 8, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 128333 :

This is a decision on the petition under 37 CFR 1.313(c)(2), fled December 20, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

‘The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of - a
submission under 37 CFR 1.114 (request for continued examination). See 37 ‘CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on December 10, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that lf be applied
towards the issue fee required by the new Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 2853 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
. www.uspto.gov

MAILED

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.

1940 DUKE STREET CJul 21201

ALEXANDRIA VA 22314 <
OFFICE OF PETITIONS

In re Application of

Alting :

Application No. 11/448,913 : DECISION ON PETITION

Filed: June 8, 2006
Attorney Docket No. 286408US

This is a decision on the petition under 37 CFR 1.182, filed, June 17, 2011, to change the name
of inventor “Kristen Alting” to —Kirsten Luetzeler --.

The petition is GRANTED.

Office records have been updated to reflect the inventor’s change of name. A corrected Filing
Receipt, which reflects the inventor’s change of name, accompanies this decision on petition.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3215.
Any questions concerning the examination procedures or status of the application should be
directed to the Technology Center.

This application is being referred to the Assignment Branch for a change of the assignment
records. Thereafter the application will be referred to the Office of Data Management for further
processing in the normal course of business.

Charlema Grant )

Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.ROV

APPLICATION FILING or GRP ART

NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
11/448,913 06/08/2006 1765 1664 286408US 20 1

v CONFIRMATION NO. 5213
22850 CORRECTED FILING RECEIPT

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.

040 DUKE STRLET LT

ALEXANDRIA, VA 22314
Date Mailed: 07/20/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s) :
: Kirsten Luetzeler, Muenster, GERMANY;
Franz-Erich Baumann, Duelmen, GERMANY;
Sonja Bollmann, Haltern am See, GERMANY;
Andreas Dowe, Borken, GERMANY;
Roland Wursche, Duelmen, GERMANY;
Georg Schafer, Datteln, GERMANY;
Assignment For Published Patent Application
DEGUSSA AG, Duesseldorf, GERMANY
Power of Attorney: The patent practitioners associated with Customer Number 022850

Domestic Priority data as claimed by applicant

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
GERMANY 10 2005 026 264.3 06/08/2005

If Required, Foreign Filing License Granted: 06/30/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/448,913
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
page 1 of 3



Title
TRANSPARENT MOLDING COMPOSITION
Prelimiﬁary Class '
428 | .
PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves: as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.htmi.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardiess of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3of 3



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : Qctober 21, 2010

TOSPEOF  : ART UNIT _1624

SUBJECT : Request for Certificate of Correction for Appl. No/11/448948 -74674903
Please respond to this request for a certificate of correction within

7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. ‘

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A
Palm Location 7580

Magdalene Talley

Certificates of Correction Branch
571-272-0423

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
O Denied | State the reasons for denial below.
Comments:
PamnN

o[ )
W0 L

SPE Art Unit

PTOL-306 (REV. 7/03)

//.S. DEPARTMENT OF COMMERCE Patent and Trademark Office

(




UNITED STATES PATENT AND TRADEMARK QFFICE

MINTZ LEVIN COHN FERRIS GLOVSKY AND
POPEO PC

ONE FINANCIAL CENTER

BOSTON MA 02111

In re Patent No. 7,809,372

Jaakko Rajaniemie

Issue Date: October 5, 2010
Application No. 11/449,025

Filed: June 8, 2006

Attorney Docket No. 39700-522C02US

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

JAN 312011
OFFICE OF PETITIONS

DECISION ON

PATENT TERM ADJUSTMENT
AND NOTICE OF INTENT
TO ISSUE
CERTIFICATE OF
CORRECTION

This is a decision on the “REQUEST FOR RECONSIDERATTION OF PATENT
TERM INDICATED ON FACE OF PATENT", filed December 3, 2010.
Patentees request that the patent term adjustment indicated on
the patent be corrected from one thousand eighty-three (1083)
days to one thousand, one hundred sixteen (1163) days.

The petition is GRANTED.

\

The patent term adjustment indicated on the patent is to be
corrected by issuance of a certificate of correction showing a
revised Patent Term Adjustment of one thousand one hundred

sixteen (1116) days.

On October 5, 2010, the above-identified application matured into
U.S. Patent No. 7,809,372. Patentee timely filed an application
for patent term adjustment under 37 CFR 1.705(d) on December 3,
2010. Patentee asserts that he should not have been assessed
applicant delay of sixty-one (61) days for the submission of a
Rule 312 Amendment on August 6, 2010, after the Notice of
Allowance was mailed on May 28, 2010. Rather, Patentees assert
that they should have only been assessed applicant delay of

twenty-eight (28) days.
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37 CFR 1.704(c) (10) states that applicant delay shall be assessed
“beginning on the date the...paper was filed and ending on the
mailing date of the Office action or notice in response to the...
paper”. Here, Applicant filed the Rule 312 Amendment on August
6, 2010, and the Office mailed a “"Response to Rule 312
Communication” on September 2, 2010. Accordingly, Applicants
should have been accorded 28 days of delay for the filing of the
Rule 312 Amendment, not 61 days as reflected in PAIR.

In view thereof, the correct determination of PTA at the time of
issuance is one thousand one hundred sixteen (1116) days (1154
(835+319) days of PTO delay, reduced by 38 (10+28) days of
applicant delay).

Receipt of the $200.00 fee set forth in 37 C.F.R. §1.18 (e),
previously paid on February 22, 2010, is acknowledged.

The application is being forwarded to the Certificates of
Correction Branch for issuance of a certificate of correction in
order to rectify the error regarding the patent term information.
See 35 U.S.C. § 254 and 37 C.F.R. § 1.322. The certificate of
correction will indicate that the term of the above-identified
patent . is extended or adjusted by one thousand one hundred
sixteen (1116) days subject to any disclaimers.

Telephone inquiries specific to this matter should be directed to
Cliff Congo, Petitions Attorney, at (571)272-3207.

Anthony Knight
Director
Office of Petitions

Enc: draft certificate of correction



UNITED STATES PATENT AND TRADEMARK OFFICE
DRAFT CERTIFICATE OF CORRECTION
PATENT : 7,809,372 B2
DATED . October 5, 2010
INVENTOR(S) : Rajaniemie

It is certified that error abpears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 1083 days.

Delete the phrase “by 1083 days” and insert — by 1116 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

UNISYS CORPORATION A
UNISYS WAY
MAIL STATION: E8-114 MAILED
BLUE BELL PA 19424

APR 222011

OFFICE OF PETITIONS

In re Application of
Mazzagatti, et al. : )
Application No. 11/449,092 : DECISION ON PETITION
Filed: June 8, 2006 :  UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. U1025/20023 (TN 456)

This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed March 28, 2011, to
accept an unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to the
prior-filed nonprovisional applications set forth in the concurrently filed amendment.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

) the surcharge set forth.in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
120 is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled
to the benefit of the prior-filed applications. In order for this application to be entitled to the
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benefit of the prior-filed applications, all other requirements under 35 U.S.C. § 120 and 37
CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed applications should not be
construed as meaning that applicant is entitled to the claim for benefit of priority to the prior-
filed applications noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
applications, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3230.
All other inquiries concerning either the examination procedures or status of the apphcatlon
should be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2158 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the
prior-filed applications and the RCE and amendment filed March 28, 2011.

Shuung, Wellu ﬁw‘%

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: gghél:’l‘lSSIONER FOR PATENTS

1450
Alexandria, Virginia 22313-1450
WWWw.nspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
11/449,092 06/08/2006 2158 1350 TN456.US 27 1
CONFIRMATION NO. 6022
27276 CORRECTED FILING RECEIPT

UNISYS CORPORATION : : .
Office ofthe Gensral Counsel _ O
MailStop: 2NW

BLUE BELL, PA 19422

Date Mailed: 04/11/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Jane Campbell Mazzagatti, Blue Bell, PA; -
Steven L. Rajcan, Glenmoore, PA;
Robert R. Buckwalter, West Chester, PA,
Assignment For Published Patent Application
' Unisys Corporation, Blue Bell, PA
Power of Attorney: The patent practitioners associated with Customer Number 27276

Domestic Priority data as claimed by applicant
This application is a CIP of 10/666,382 09/19/2003 PAT 7,158,975
and is a CIP of 11/185,620 07/20/2005 ABN

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see hitp://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 07/03/2006

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/449,092

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No

page 10of 3
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PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contalns further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generall/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S'C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

P

Commissioner for Patents
United States Patent and Trademark Office
.0. Box 1450

Alexandria, VA 22313-1450

UNISYS CORPORATION

Office of the General Counsel . MA‘LED
801 Lakeview Drive, Suite 100 :

MailStop: 2NW FEB 13 201z
BLUE BELL PA 19422 4 OFFICE OF PETITIONS

In re Application of

Mazzagatti et al. :

Application No. 11/449,092 : ON PETITION
Filed: June 8, 2006 :

Attorney Docket No. TN456.US

For: K ENGINE - PROCESS COUNT

AFTER BUILD IN THREADS

This is a decision on the petition under 37 CFR 1.181(a) to withdraw the holding of
abandonment in the above-identified application, the petition under 37 CFR 1.137(b) to revive
the above-identified application, and the petition under 37 CFR 1.78(a)(3) to add an
inadvertently omitted priority claim. All petitions were filed on January 18, 2012.

The petition under 37 CFR 1.181 is DISMISSED.

The petition under 37 CFR 1.137(b) is GRANTED.

The petition under 37 CFR 1.78(a)(3) is DISMISSED as moot.

This application became abandoned for failure to timely reply to the non-final Office action,
mailed May 23, 2011, which set an extendable three month period for reply. No extensions of

time being obtained and no reply being filed, the application became abandoned on August 24,
2011. A Notice of Abandonment was mailed on December 2, 2011.

www.uspto.gov

Petitioners assert they did not realize that the case had been abandoned, only discovering this fact
following the review of status of a number of related cases. It appears petitioner are asserting that

allege the May 23, 2011 non-final Office action was not received at the correspondence address
of record because abandonment occurs by operation of law, not by the OfflCC giving notice of
abandonment.
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The showing required to establish non-receipt of an Office communication must include:

1. A statement from the practitioner stating that the Office communication was not
received by the practitioner and attesting to the fact that a search of the file jacket and
docket records indicates that the Office communication was not received.

2. A copy of the docket record where the non-received Office communication would
have been entered had it been received and docketed must be attached to and
referenced in practitioner's statement.’

A review of the record indicates no irregularity in the mailing of the May 23, 2011 non-final
Office action, and in the absence of any irregularity there is a strong presumption that the
communication was properly mailed to the applicants at the correspondence address of record.
This presumption may be overcome by a showing that the aforementioned communication was
not in fact received.

The showing in the instant petition is not sufficient to withdraw the holding of abandonment
because practitioner did not attest to the fact that a search of the file jacket and docket records
indicates that the Office communication was not received. Practitioner did not include a master
docket record showing where the due date for the Office action would have been entered, had the
Office action been received.

The petition under 37 CFR 1.181 is dismissed.
A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed.;

2) the petition fee as set forth in 37 CFR 1.17(m);

3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. The Director may require additional information where there is a
question whether the delay was unintentional; and

4 any terminal disclaimer (and fee set forth in 37 CFR 1.20(d))
required pursuant to 37 CFR 1.137(d).

Petitioners have submitted a RCE and required $930.00 fee and amendment and petition under
37 CFR 1.78(a)(3) in reply to the May 23, 2011 non-final Office action, an acceptable statement
of the unintentional nature of the delay in responding to the May 23, 2011 non-final Office
action, and the $8106.00 petition fee.

The petition under 37 CFR 1.37(b) is granted.
Regarding the petition under 37 CFR 1.78(a)(3), the amendment filed with the petition appears to

be a copy of the amendment filed on March 28, 2011. As the Office granted the petition under 37
CFR 1.78(a)(3) to accept an unintentionally delayed claim under 35 U.S.C. 120 for benefit of

! See notice entitled “Withdrawing the Holding of Abandonment When Office Actions Are Not Received,” 1156
0.G. 53 (November 16, 1993).



Application No. 11/449,092 _ Page 3

priority to Application Nos. 10/666,382 and 11/185,620 on April 22, 2011, the present petition is
dismissed as moot. If another petition under 37 CFR 1.78(a)(3) is filed, please take care to
reference the correct desired applications in the amendment accompanying the petition.

If another petition under 37 CFR ~i.78(a)(3) is filed, it should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: EFS-Web
www.uspto.gov/ebc/efs _help.html
(for help using EFS-Web call the
Patent Electronic Business Center
at (866) 217-9197)

This application is being referred to Technology Center AU 2169 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3230.

Shirene Willis Brantley

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
HICKMAN PALERMO TRUONG & BECKER, LLP JuL 142010
2055 GATEWAY PLACE ‘ .
SUITE 550 QFFICE OF PETITIONS
SAN JOSE CA 95110

In re Application of

Motoyama et al. :

Application Number: 11/449,133 : ON PETITION
Filing or 371(c) Date: 06/07/2006 :

Attorney Docket Number: 49986-0581

This is a decision on the petition to defer issuance filed on June 3, 2011.

The petition is granted.

In the absence of an extraordinary circumstance, it has been the policy of the Office to defer
issance of a patent, upon request, for a period of up to one (1) month only.! Accordingly, since

the period of deferral requested has passed, the petition to defer issue is granted.

If an additional deferral period is required, another petition and fee should be promptly
submitted. The petition must include a showing of extraordinary circumstances.

The application is being referred to Technology Center 3624 for consideration of the papers filed
on June 3, 2011. -

Telephone inquiries specific to this matter should be directed to the undersigned at 571 272-
3231.

Wi

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

'See MPEP 1306.01.

z_S_eg Note 1, supra.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

FISH & RICHARDSON P.C. (BO) MA"‘;ED
P.0. BOX 1022 A SEP 07 2011
MINNEAPOLIS MN 55440-1022 C

| OFFICE OF PETITIONS

In re Application of

Lotien Richard Huang et al.

Application No. 11/449,149 :

Filed: June 8, 2006 : - NOTICE
Attorney Docket No. 25594-0006001 '

This is a notice regarding your request filed August 18, 2011, for acceptance of
a fee deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications
under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989).
Therefore, nothing in this Notice is intended to imply that an investigation was
done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all
future fees paid in this patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned
at (571) 272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov -

EDWARDS ANGELL PALMER & DODGE LLP

P.O. BOX 55874 | MAILED

BOSTON MA 02205

AUG 1'5 2011
In re Application of _ : OFFICE OF PETITIONS
Akitoshi Ito et al. : :
Applicatioh No. 11/449,159 o DECISION ON PETITION

Filed: June 7, 2006
Attorney Docket No. 63557(307571)

This is a decision on the petition, filed July 5, 2011, which is being treated as a
petition under 37 CFR 1.181 (no fee), requesting withdrawal of the holding of
abandonment in the above-identified application.

The petition is GRANTED.

The Notice of Abandonment mailed on June 21, 2011 held this application to have
gone abandoned for failure to file an appeal brief following the mailing of the Notice of
Panel Decision from Pre-Appeal Brief Review (Notice) on May 3, 2011.

Petitioner contends that the Notice of Abandonment was mailed in error since “the
period for filing an appeal brief was reset to one month from the mailing of the May 3,
2011 decision, subject to the extension available under 37 CFR 1.136.” A review of
the file record supports this contention. Therefore, since the time period for reply was
reset, as of the mail date of this decision, the application is not abandoned in fact.

In view of the above, ‘the Notice of Abandonment is hereby VACATED and the holding
of abandonment WITHDRAWN. .

Petitioner should note that the time period for filing the appeal brief is as set forth in
the Notice of Panel Decision from Pre-Appeal Brief Review (Notice) of May 3, 2011.

Telephone inquires concerning this decision should be directed to JoAnne Burke at
571-272-4584.

This application is being referred to Technology Center AU 1649 to await the filing of
an appeal brief or other appropriate reply by the applicant.

[Ramesh Krishnamurthy /
Ramesh Krishnamurthy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED
MCANDREWS HELD & MALLOY, LTD NOV 05 2010
500 WEST MADISON STREET OFFICE OF PETITIONS
SUITE 3400 )
CHICAGO IL 60661
In re Patent No. 7,664,200 : DECISION ON REQUEST
ARIYAVISITAKUL, et al : FOR
Issue Date: February 16, 2010 : RECONSIDERATION OF
Application No. 11/449,413 : PATENT TERM ADJUSTMENT

Filing Date: June 8, 2006
Attorney Docket No. 17286US02

This is a decision on the petition filed on June 11, 2010, which
is being treated as a petition under 37 CFR 1.705(d) requesting
that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the
above-identified patent is extended or adjusted from eight
hundred one (801) days to eight hundred two (802) days.

The petition under 37 CFR 1.705(d) to correct the patent term
adjustment is DISMISSED AS UNTIMELY FILED.

Patentee is given TWO (2) MONTHS to respond to this decision.
No extensions of time will be granted under 37 CFR 1.136(a).

Patentee disputes the sixteen (16) day period of reduction for
applicant delay pursuant to 37 CFR 1.704(c) (10) for the filing
of an amendment under 37 CFR 1.312 on December 15, 2009, after
the date of mailing of the notice of allowance.

35 U.S.C. 154 (b) provides for patent term adjustment for
examination delay. Pursuant to 35 U.S.C. 154 (b) (3) and
implementing regulation 37 CFR 1.705(d), any request for
reconsideration of the patent term adjustment indicated on the
patent must be filed within two (2) months of the date the

www.uspto.gov
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patent issued and must coMply with the requirements of 37
1.705(b) (1) and (b) (2).

On September 22, 2009, the Office mailed the initial
Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
in the above-identified application indicating the patent term
adjustment was 564 days as of the mailing date of the notice of
allowance. Thereafter, on January 27, 2010, the Office mailed
the revised Determination of Patent Term Adjustment under 35
U.S.C. 154 (b) in the above-identified application. The Notice
revealed that the initial patent term adjustment of 564 days was
further reduced by 16 days pursuant to 37 CFR 1.704(c) (10) for a
revised total patent term adjustment of 548 days. On February
16, 2010, the application issued as U.S. Patent No. 7,664,200.
Patentee did not file a request for reconsideration under 37 CFR
1.705(d) of the revised patent term adjustment regarding the
period of reduction under 37 CFR 1.704(c) (10) within two (2)
months after the date the patent issued. Rather, patentee filed
a REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT IN VIEW OF
WYETH on May 5, 2010, requesting recalculation of the patent
term adjustment on the sole basis of the USPTO’'s pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (A). On May 11, 2010, the
Office mailed a decision granting the request for recalculation
and increasing the patent term adjustment by 253 days pursuant
to 37 CFR 1.702(b) for a total of 801 days. On June 11, 2010,
patentee filed the present petition under 37 CFR 1.705(d)
raising the period of reduction pursuant to 37 CFR 1.704(c) (10)
for the first time. '

As the present request for reconsideration was not filed until
June 11, 2010, which is over two (2) months after the date the
patent issued, it is appropriate to dismiss this petition as
untimely filed under 37 CFR 1.705(d).

The Office acknowledges the submission of the $200.00 fee set
forth in 37 CFR 1.18(e). No additional fees are required.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. 154 (b) (4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154 (b) (3) be filed in the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.



Patent No. 7,664,200 Application No. 11/449,413 Page 3

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



Commissioner for Patents

United States Patent and Trademark Office
. P.O.Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JAMES G. STEWART PC MAILED
335 NE 128TH AVENUE JAN 312011
PORTLAND OR 97230

OFFICE OF PETITIONS
In re Application of : DECISION ON PETITION
John M. Epley et al. : UNDER 37 CFR 1.78(a)(3)
Application No. 11/449,497 : and
Filed: June 7, 2006 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. 103419-0001

This is a decision on the petition filed April 28, 2010, under 37 CFR 1.78(a)(3) to accept
an unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of prior-filed non-
provisional application 10/715,871, and under 37 CFR 1.78(a)(6), to accept an
unintentionally delayed claim under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application 60/427,484, both of which are set forth in the amendment filed
with the petition.

The petitions are DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and
1.78(a)(6) is only applicable to those applications filed on or after November 29, 2000.
Further, the petition is appropriate only after the expiration of the period specified in 37
CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition under 37 CFR §§
1.78(a)(3) and 1.78(a)(6) must be accompanied by:

(1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless previously
submitted:;

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the claim was filed
was unintentional. The Director may require additional information where there
is a question whether the delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing
of the reference to the prior-filed provisional application(s) as required by 37 CFR
1.78(a)(5)(ii). Further, the nonprovisional application(s) claiming the benefit of the prior-
filed provisional application(s) must have been filed within twelve months of the filing
date of the prior-filed provisional application(s).

In reviewing the chain of applications to which applicant is seeking a claim for priority, it
is noted that at Application No. 10/715,871 has not claimed the benefit of provisional
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application no. 60/427,484. Where an application claims a benefit under 35 U.S.C. 120
of a chain of applications, the application must make a reference to the first (earliest)
application and every intermediate application. See Sampson v. Ampex Corp., 463 F.2d
1042, 1044-45, 174 USPQ 417, 418-19 (2d Cir. 1972); Sticker Indus. Supply Corp. v.
Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179 (7th Cir. 1968); Hovlid v. Asari,
305 F.2d 747, 751, 134 USPQ 162, 165 (9th Cir. 1962). See also MPEP § 201.11. In
addition, every intermediate application must also make a reference to the first (earliest)
application and every application after the first application and before such intermediate
application. MPEP Section 201.06(d). Therefore, since it does not appear that
Application No. 10/715,871 references the prior-filed application and every intermediate
application as required by 37 CFR 1.78(a)(2)(i), petitioner herein may wish to consider
filing a petition under 37 CFR 1.78(a)(6) in that file.

Before the petition under 37 CFR 1.78(a)(3) can be granted in the present application,
petitioner must 1) file a petition under 37 CFR 1.78(a)(6) in Application No. 10/715,871;
and, 2) file a renewed petition under 37 CFR 1.78(a)(3) and 37 CFR 1.78(a)(6) in the
instant application, accompanied by either a Supplemental Application Data Sheet
(signed in compliance with 37 CFR 1.33(b) and in compliance with 37 CFR 1.76) or a
substitute amendment (complying with the provisions of 37 CFR 1.121).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
40! Dulany Street
Alexandria, VA 22314

By fax: (671) 273-8300
: ATTN: Office of Petitions

Any inquiries concerning this decision may be directed to Senior Petitions Attorney
Patricia Faison-Ball at (671) 272-3212.

Christopher Bottorff

Supervisor
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : 7/&»// ‘ | PaperNo..

TOSPEOF :ARTUNIT é’éz 2
SUBJEC'I‘ : Request for Certificate of Correction for Appl. No.: / /// / é%? Patent No.: 2 2%;22 ‘{é/?

Please respond to this request for a certificate of correction within 7 days.
FOR IFWFILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square ~ 9D1 O-A -

Palm Location 7580
Virginia Jelbers

Certificates of Correction Branch

571-272-0460

Thank You For Your Assistance

4

The request for issuing the above-identified correctlon(s) is hereby:
Note your decision on the appropriate box.

[Xx] Approved AII Chénges apply.
Q Approved in Part ' Specify below which changes do not apply.
Q Denied 4 S o " State the reasons for denial below.

Comments:

|The Corrections cah be entered:--they were previouély discussed:with the attorney.|

[/Stephen D'Agosta/ priimary exmr, AU 2617] 10/20/1010

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP
1250 CONNECTICUT AVENUE, NW
SUITE 700
WASHINGTON DC 20036
MAILED
SEP 0'8 2010
In re Patent No. 7,719,638 : OFFICE OF PETITIONS
Application No. 11/449,721 :
Filed: June 9, 2006 : ON PETITION

Issued: May 18, 2010
Attorney Docket No. 062521

This is a decision on the petition filed August 3, 2010, which is being treated as a request under
37 CFR 3.81(b)" to change the address of the assignee on the front page of the above-identified
patent by way of a Certificate of Correction.

The request is GRANTED.

This matter is being referred to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3206. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

1ana Walsh

Petitions Examiner
Office of Petitions

I See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Number % MOST3001P/C/JEK Patent Number: 7665265
Filing Date Issue Date:

(or 371(b) or (f) Date): 2006-06-09 - 2010-02-23
First Named

mventor:  Stefan Simon Gustaaf Moriau

Tite: FL OOR PANELS WITH EDGE CONNECTORS

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

/ThomasJMoore/ pae  2010-08-20

Signature

Name Thomas J. Moore

(Print/ Typed) Registration Number 28974

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

|:| *Total of —____ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Instruction Sheet for:
REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT

IN VIEW OF WYETH*
(Not to be Submitted to the USPTO)

This form is only for requesting a recalculation of PTA for patents issued
before March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s
pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A).

This form must be filed within 180 days of the day the patent was granted, with the
following exception:

Patentees who received a decision from the USPTO under the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) may file a request for reconsideration of that decision if
such a request for reconsideration is filed within two months of the date of the decision (37
CFR 1.181(f)). If the patentee’s sole basis for requesting reconsideration of the decision is the
USPTO’s pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A), the request for reconsideration
need only state that reconsideration is being requested in view of Wyeth (this form may be
used for this purpose if it is filed within two months of the date of the decision from the
USPTO).

Do not use this form if the application has been allowed, but not yet issued as a
patent.

1. For patents issued before March 2, 2010: A request for reconsideration under 37 CFR
1.705(d) and the fee set forth in 37 CFR 1.18(e) are not required, provided that the patentee’s
sole basis for requesting recalculation of the PTA in the patent is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) and this form is filed within 180 days of the day the patent
was granted.

2. For patents issued on or after March 2, 2010 (do not use this form): Patentees seeking a
revised PTA in a patent issued on or after March 2, 2010, must file a request for reconsideration
under 37 CFR 1.705(d) that complies with the requirements of 37 CFR 1.705(b)(1) and (b)(2)
within two months of the day the patent issued.

For more information, see “Notice Concerning Calculation of the Patent Term Adjustment

With Respect to the Overlapping Delay Provision of 35 U.S.C. 154(b)(2)(A)” available on the
USPTO Web site at http://www.uspto.gov/patents/law/notices/2010.jsp.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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Alexandria, Virginia 22313-1450

WWW.uspto.gov

BACON & THOMAS, PLLC Mail Date: 09/08/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Stefan Simon Gustaaf Moriau : DECISION ON REQUEST FOR

Patent Number : 7665265 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/449,806 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/09/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 244 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Alexandria, Virginia 22313-1450

WWW.uspto.gov

BACON & THOMAS, PLLC Mail Date: 08/04/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Stefan Simon Gustaaf Moriau : DECISION ON REQUEST FOR

Patent Number : 7647741 : RECALCULATION of PATENT

Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/449,834 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/09/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 259 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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| APPLICATION NO. | FILING DATE [ FIRST NAMED INVENTOR }«TrORNEY DOCKET NO.| CONFIRMATION NO. ]
11/449,849 06/09/2006 Jeffrey Danowitz 31654 7673

7590 111712010 I EXAMINER ]

MARTIN D. MOYNIHAN d/b/a PRTSI, INC. PATEL, NIRAV G

P.O. BOX 16446 :
ARLINGTON, VA 22215 I ART UNIT [ PaperNuMBER |
2624
| MAIL DATE | DELIVERY MODE J
11/17/2010 PAPER

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)
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November 17, 2010

MARTIN D. MOYNIHAN d/b/a PRTSI, INC.
P.0. BOX 16446

ARLINGTON VA 22215

In re Application of :

Jeffrey Danowitz : DECISION ON PETITION
Application No. 11449849 :

Filed: 06/09/2006 ’ : ACCEPTANCE OF COLOR
Attorney Docket No. 31654 : DRAWINGS

This is a decision on the Petition to Accept Color Dréwings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) June 9, 2006.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings. '

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Donald Fairchild/
Office of Data Management
Publications Branch
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MAILED

Browdy and Neimark, PLLC AUG _ 12:2011
1625 K Street NW, Suite 1100 0 :
Washington, DC 20006 FFICE OF PETMONS

In re Application of

Moussa B.H. YOUDIM, et al. :

Application No. 11/449,862 : DECISION GRANTING PETITION
Filed: June 9, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. YOUDIM2.1B :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed August 11, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on July 28, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 1612 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

1 . . . . , :
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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MAILED

MILLEN, WHITE, ZELANO & BRANIGAN, PC

2200 CLARENDON BLVD NOV 03 2010
SUITE 1400
ARLINGTON VA 22201 OFFICE OF PETITIONS

In re Application of :

Francisco Xavier TALAMAS et al. : DECISION ON PETITION
Application No. 11/449,868 :

Filed: June 9, 2006

Attorney Docket No. MEMORY-0057

This is a decision on, the renewed request under 37 CFR 1.26, or alternatively, a petition under
37 CFR 1.182 or 37 CFR 1.183, filed April 1, 2010, seeking “refund of $15,410 for the fees
charged to Counsel's Deposit Account no. 13-3402 on November 20, 2006.”

The request under 37 CFR 1.26 is DISMISSED.

The petition under 37 CFR 1.183 is DISMISSED.

On _the Refund Request under 37 CFR 1.26

The instant application was filed on June 9, 2006, without payment of fees. As filed, the instant
application contained 73 claims. Of these 73 claims, 37 were multiply dependent, i.e., claims 3-6,
9,10, 16-18, 20-28, 31-37, 39, 40, 45, 49, 52, 57 - 62, and 69. On that same date, applicants filed
a Preliminary Amendment to the claims, noting "[t]he purpose of this Preliminary Amendment is
to eliminate multiple dependent claims in order to avoid the additional fee." However, the
preliminary amendment failed to eliminate the multiple dependency of claim 62.

On July 5, 2006, the Office mailed “A Notice to File Missing Parts of Nonprovisional
Application” (Notice). The Notice explicitly stated “Total additional claim fee(s) for this
application is $18260” that included a fee of $200 for one independent claim over 3, $17,700 for
a total of 354 dependent claims over 20, and a $360 surcharge for the remaining multiple
dependent claim. The Notice also listed a number of other fees that were due, pertaining to filing,
search, examination, and application size. The Notice also stated that the applicants could either
submit the required additional claim fees or cancel the additional claims for which fees are due.

On November 6, 2006, applicants filed a response to the Notice which included, a document
entitled “Response to Notice to File Missing Parts” (Response), an executed Declaration, and a



Application No. 11/449,868 Page 2

check in the amount of $4680.00. The Response referenced the preliminary amendment and
included a statement of authorization “to charge fees under 37 CFR § 1.16 and § 1.17 which may
be required to facilitate this filing, or credit any overpayment to Deposit Account #13-3402.” No
further amendments were made to the application. Accordingly, the Office charged counsel’s
deposit account two charges totaling $15,410, to cover the balance in fees that were due.

In a letter to the applicants’ representative, dated December 18, 2006, the Office declined to
refund the amount of $15,410, charged to counsel’s deposit account. A status request was filed
on April 15, 2008, requesting the status of a second request for refund filed on July 13, 2007. A
copy of the Office’s response dated December 18, 2007, declining the request has been included
with the instant petition. The instant petition was filed November 19, 2008, renewing the earlier
requests for a refund of the amount of $15,410, charged to counsel’s deposit account.

Under 35 U.S.C. 42(d) and 37 CFR 1.26, the Office may refund: (1) a fee paid by mistake (e.g.,
fee paid when no fee is required); or (2) any fee paid in excess of the amount of fee that is
required. See Ex parte Grady, 59 USPQ 276, 277 (Comm’r Pat. 1943), the statutory authorization
for the refund of fees under the “by mistake” clause is applicable only to a mistake relating to the
fee payment (see MPEP § 607.02), that is, whether the fee is due or not. When an applicant or
patentee takes an action “by mistake”, the submission of fees required to take that action is not a
“fee paid by mistake” within the meaning of 35 U.S.C. 42(d).

Inadvertence or typographical error notwithstanding, on June 9, 2006, applicants’ representative
submitted the instant application and preliminary amendment. In response thereto, the Office
mailed applicants’ representative the Notice stating the fee amounts that were due and providing
applicants with an opportunity to further amend the present application. It does not appear that
applicants’ representative reviewed the application or the preliminary amendment at this point to
ensure that the desired claims were filed in the application and that the appropriate fee(s) had
been assessed therefor. Any assessment of filing fee or submission of claims cannot be
considered an error on the part of the Office.

The filing fee is a statutory requirement, see 35 USC 111(a)(3). As such, it must be paid by the
applicants. Applicants’ representative amended the application on December 19, 2006, to remove
the multiple-dependency of claim 62. This amendment occurred after the payment for the
multiple-dependent claim was made. In accordance with Ex parte Hartman, 145 USPQ 402
(Comm’r Pat. 1965),

“since the statutes require a $30 fee upon filing of an application, it is clear
that such fee cannot be refunded merely because of the manner in which the
" application is prosecuted.”

Therefore, amendment of the claims is not a basis for requesting refund.

In the instant application, although the intent of the preliminary amendment filed June 9, 2006,
may have been “to eliminate multiple dependent claims in order to avoid the additional fee,” the
claims as submitted therewith did include multiple-dependent claim 62. Petitioner should note

-
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that the filing of the preliminary amendment that included the single multiple dependent claim is
an action taken by the applicants. The submission of fees required therefor is not a “fee paid by
mistake” within the meaning of 35 USC 42(d). Accordingly, the Office cannot grant the
requested refund under 37 CFR 1.26. '

On the Petitions under 37 CFR 1.182 and 37 CFR 1.183

The provisions of 37 CFR 1.182 apply to situations “not specifically provided for in the
regulations.” As the instant request for refund is covered by the provisions of 37 CFR 1.26, its
further consideration under 37 CFR 1.182 is not warranted. However, in view of the petitioner’s
request that “[a]ssuming that applicants are not entitled to a refund for not complying with some
requirement of 37 CFR 1.26 (or any other section of the Regulations), then applicants request
that this requirement be waived and that they be refunded the amount of $15,410.” In view
thereof, the request is considered below under the provisions of 37 CFR 1.183.

In order for a petition under 37 CFR 1.183 to be granted, petitioner must demonstrate the
existence of an.extraordinary situation where justice requires waiver of one or more federal
regulations. Petitioner’s contention is that applicants’ error was “clearly inadvertent and
unintentional” and that “[i]Jt would be inequitable for the PTO to receive a windfall of $15,410
due to applicants' mistake, particularly when the PTO has performed no services in exchange for
this payment.”

The statutory authorization for the refund of fees provided in 35 U.S.C. 42(d) under the “by
mistake” clause is applicable only to a mistake relating to the fee payment. When an applicant or
patentee takes an action “by mistake”, as here, the submission of fees required to take that action
is not a “fee paid by mistake” within the meaning of 35 U.S.C. 42(d). Inasmuch as the “fee paid
by mistake” standard is statutory rather than merely regulatory, and because 37 CFR 1.183 does
not empower the Commissioner to waive statutory requirements, Brenner v. Ebbert , 398 F.2d
762, 764, 157 USPQ 609, 610 (D.C. Cir. 1968), the petition to waive the rules is dismissed.

This is not a final agency action within the meaning of 5 U.S.C. § 704. Further correspondence
with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450
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By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
- 401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries related to this communication should be directed to the undersigned at (571)
272-4914. '

Raynesh Krishnamurthy

Petitions Examiner
Office of Petitions
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ROTHWELL, FIGG, ERNST & MANBECK, P.C.

1425 K STREET, N.W. MAILED

SUITE 800 .

WASHINGTON, DC 20005 JUN 27201
OFFICE OF PETITIONS

In re Application of

Hake et al. :

Application No. 11/449,873 A : ON PETITION

Filed: June 9, 2006
Attorney Docket No. 31760-328

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed June 7,
2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed May 27, 2010, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on August 28, 2010. A Notice of Abandonment was mailed February
2,2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810, and (3) a proper statement of
unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a position to
have firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nevertheless,
such statement is being treated as having been made as the result of a reasonable inquiry into the
facts and circumstances of such delay. See 37 CFR 10.18(b) and Changes to Patent Practice and
Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat.
Office 63, 103 (October 21, 1997). In the event that such an inquiry has not been made, petitioner
must make such an inquiry. If such inquiry results in the discovery that it is not correct that the
entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future correspondence
regarding this application, the appropriate power of attorney document must be submitted. While a
courtesy copy of this decision is being mailed to the person signing the petition, all future
correspondence will be directed to the address currently of record until appropriate instructions are
received.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6059.

This application is being referred to Technology Center AU 1638 for appropriate action by the
Examiner in the normal course of business on the reply received June 7, 2011.

Alicia Kelley-CZlier

Petitions Examiner
Office of Petitions

cc: T. LING CHWANG
901 MAIN STREET, SUITE 6000
DALLAS, TX 75202
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ALAN GUNSHOR
2035 FILBERT STREET #208
SAN FRANCISCO CA 94123
- MAILED
SEP 07 2010
OFFICE OF P
In re Application of ETITIONS
Alan Gunshor et al :
Application No. 11/449,885 ' : ON PETITION

Filed: June 9, 2006

For: RANKING MULTIMEDIA SEARCH
RESULTS BY RE-RANKING THE
RESULTS BASED ON SEARCH TERM,
GEO-SPATIAL, AND USER ACTIVITY
INTER-CONNECTIVITY SCORES

This is a decision on the renewed petition under the unintentional prov1510ns of 37 CFR 1.137(b),
filed June 24, 2010, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is net a final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to reply in a timely manner to the nonfinal
rejection mailed December 18, 2008.
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A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Director may require additional information. See MPEP
711.03(c)(IT)(C) and (D). The instant petition lacks item(s) (3).

As stated in the decision mailed April 20, 2010, the statement of delay is not acceptable. In this
regard, petitioner’s attention is directed to 37 CFR 1.33(b), which states.

(b) Amendments and other papers. Amendments and other papers, except
for written assertions pursuant to § 1 27(c)(2)(ii) of this part, filed in the
application must be signed by:

(1) A registered patent attorney or patent agent of record appointed in
compliance with § 1.32(b);

(2) A registered patent attorney or patent agent not of record who acts in
a representative capacity under the provisions of § 1.34;

(3) An assignee as provided for under §3.71(b) of this chapter; or

(4) All of the applicants (§ 1.41(b)) for patent, unless there is an assignee
of the entire interest and such assignee has taken action in the application in
accordance with § 3.71 of this chapter.

An unsigned amendment (or other paper) or one not properly signed by a person having authority
to prosecute the application is not entered. This applies, for instance, where the amendment (or

_ other paper) is signed by only one of two applicants and the one signing has not been given a
power of attorney by the other applicant.

The renewed petition and response is not proper because the renewed petition and response
is signed by Russell Dewey on behalf of Alan Gunshor which is not proper. Both inventors
must sign as stated in the decision mailed April 20, 2010. No power of attorney has been
received to indicate that Russell Dewey can act on behalf of inventor Alan Gunshor or that Alan
Gunshor can act on behalf of inventor Russell Dewey, or that he is an assignee of the entire
interest and has complied with the provisions of 37 CFR 3.73(b).

Petitioner may wish to consider hiring a registered patent attorney or agent to assist in the
prosecution of this application. Additionally, petitioner is encouraged to contact the Inventors
Assistance Center (IAC) by telephone at 800-786-9199 or 571-272-1000, Monday through Friday
from 8:30 AM to 5:30 PM (EST). The IAC provides patent information and services to the
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public and is staffed by former Supervisory Patent Examiners and experienced Primary
Examiners who answer general questions concerning patent examining policy and procedure.

Additionally, the matter regarding the wish to re-classify application number 11/471,305 as a
“continuation in part” of application number 11/449,885, will be determined by the technology

center.

Further correspondence with respect to this matter should be delivered through one of the

following mediums:

By mail:

By hand:

By fax:

By internet:

Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450

- Alexandria, VA 22313-1450

Customer Service Window
Mail Stop Petitions
Randolph Building

401 Dulany Street
Alexandria, VA 22314

(571) 273-8300
ATTN: Office of Petitions

EFS-Web
www.uspto.gov/ebe/efs_help.html
(for help using EFS-Web call the
Patent Electronic Business Center
at (866) 217-9197)

—

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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ALAN GUNSHOR

2035 FILBERT STREET #208

SAN FRANCISCO CA 94123 MAILED
DEC 03 2010

OFFICE OF PETITIONS

In re Application of

Alan Gunshoret al - :

Application No. 11/449,885 : ON PETITION

Filed: June 9, 2006

For: RANKING MULTIMEDIA SEARCH
RESULTS BY RE-RANKING THE
RESULTS BASED ON SEARCH TERM,
GEO-SPATIAL, AND USER ACTIVITY
INTER-CONNECTIVITY SCORES

This is a decision on the renewed petition under the unintentional provisiéns of 37 CFR 1.137(b),
filed October 4, 2010, to revive the above-identified application.

The petition is DISMISSED. -

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to reply in a timely manner to the nonfinal Office
action mailed December 18, 2008.



Application No. 11/449,885 -2-

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Director may require additional information. See MPEP
711.03(c)I)(C) and (D). The instant petition lacks item(s) (1).

As stated in the decision mailed September 7, 2010, the response submitted on June 24, 2010,
is not proper because the response is signed by Russell Dewey on behalf of Alan Gunshor
which is not proper. Both inventors must sign as stated in the decision mailed September 7,
2010. No power of attorney has been received to indicate that Russell Dewey can act on behalf
of inventor Alan Gunshor or that Alan Gunshor can act on behalf of inventor Russell Dewey, or
that he is an assignee of the entire interest and has complied with the provisions of 37 CFR
3.73(b).

Petitioner’s attention was directed to 37 CFR 1.33(b), which states:

(b) Amendments and other papers. Amendments and other papers, except
for written assertions pursuant to § 1.27(c)(2)(ii) of this part, filed in the
application must be signed by:

(1) A registered patent attorney or patent agent of record appointed in
compliance with § 1.32(b);

(2) A registered patent attorney or patent agent not of record who acts in
a representative capacity under the provisions of § 1.34;

- (3) An assignee as provided for under §3.71(b) of this chapter; or

(4) All of the applicants (§ 1.41(b)) for patent, unless there is an assignee
of the entire interest and such assignee has taken action in the application in
accordance with § 3.71 of this chapter.

An unsigned amendment (or other paper) or one not properly signed by a person having authority
to prosecute the application is not entered. This applies, for instance, where the amendment (or
other paper) is signed by only one of two applicants and the one signing has not been given a
power of attorney by the other applicant.
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Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571)273-8300
ATTN: Office of Petitions

By internet: EFS-Web
www.uspto.gov/ebc/efs_help.html
(for help using EFS-Web call the
Patent Electronic Business Center
at (866) 217-9197)

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKETNO. | CONFIRMATION NO. J
11/449,958 06/09/2006 Donavan Poulin 451320 7262
30955 7590 10/12/2010
LATHROP & GAGE LLP | EXAMINER J
4845 PEARL EAST CIRCLE PHAN, THAI Q .
SUITE 20t
BOULDER, CO 80301 [ axruwr T eapernumeer |

2128 ’

l NOTIFICATION DATE J DELIVERY MODE |

10/12/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

- following e-mail address(es):
patent@lathropgage.com

PTOL-90A (Rev. 04/07)
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LATHROP & GAGE LLP
4845 PEARL EAST CIRCLE
SUITE 201

BOULDER CO 80301

In re Application of:

Donavan Poulin

Appl. No.: 11/449,958

Filed: June 9, 2006

Attorney Docket : 451320

For: SYSTEM AND METHOD FOR DEVELOPING AN
APPLICATION PLAYING ON A MOBILE DEVICE
EMULATED ON A PERSONAL COMPUTER

DECISION ON PETITION .
UNDER 37 CFR § 1.59

This is a decision on the petition under 37 CFR § 1.59(b), filed on October 1, 2010 (re-filed October 4,
2010) to expunge documents from the record, filed by Donavan Poulin, the sole inventor in the
application.

The petition is DENIED.

In the petition filed October 1, 2010 Mr. Poulin requests that a document entitled 11-21-2008 NPL
Documents (pages 77 and 78 of the Patent file Wrapper) be expunged from the record. Petitioner states
that either (A) the information contains trade secret material, proprietary material, and/or material
that is subject to a protective order which has not been otherwise made public; or (B) that the
information submitted was unintentionally submitted and the failure to obtain its return would
cause irreparable harm to the party who submitted the information or to the party in interest on
whose behalf the information was submitted and that the information has not otherwise been
made public. '

The petition fee set forth in 37 CFR § 1.17(g) has been paid.

DECISION

The relevant sections of MPEP state in part:

§ 1.59 Expungement of information or copy of papers in application file.
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(a)

(1) Information in an application will not be expunged, except as provided in paragraph (b) of this section or §
41.7(a) of this title.

(b) An applicant may request that the Office expunge information, other than what is excluded by paragraph (a)(2)
of this section, by filing a petition under this paragraph. Any petition to expunge information from an application
must include the fee set forth in § 1.17(g) and establish to the satisfaction of the Director that the expungement of
the information is appropriate in which case a notice granting the petition for expungement will be provided.

§724.05 Petition To Expunge Information or Copy of Papers in Application File [R-6]

I. INFORMATION SUBMITTED UNDER MPEP § 724.02

A petition under 37 CFR 1.59(b) to expunge information submitted under MPEP § 724.02, or that should have been
submitted under MPEP § 724.02 (as where proprietary information is submitted in an information disclosure
statement but inadvertently not submitted in a sealed envelope as discussed in MPEP § 724.02) will be entertained
only if the petition fee ( 37 CFR 1.17(g)) is filed and the information has been found nof to be **>material to<
patentability.

Such petition must contain:
(A) a clear identification of the information to be expunged without disclosure of the details thereof;

(B) a clear statement that the information to be expunged is trade secret material, proprietary material, and/or
subject to a protective order, and that the information has not been otherwise made public;

(C) a commitment on the part of the petitioner to retain such information for the period of any patent with regard
to which such information is submitted; )

(D) a statement that the petition to expunge is being submitted by, or on behalf of, the party in interest who
originally submitted the information;

Any such petition to expunge should accompany the submission of the information and, in any event, must be
submitted in sufficient time that it can be acted on prior to the mailing of a notice of allowability

Timely submission of the petition is, accordingly, extremely important.
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If the petition does not accompany the information when it is initially submitted, the petition should be submitted
while the application or reexamination is pending in the Technology Center (TC) and before it is transmitted to
the Publishing Division. If a petition to expunge is not filed prior to the mailing of a notice of allowability or a
notice of abandonment for original and reissue applications, ........ any material then in the file will remain
therein and be open to the public in accordance with 37 CFR 1.14. Accordingly, it is important that both the
submission of any material under MPEP § 724.02 and the submission of any petition to expunge occur as early
as possible during the examination process. .

'

The petition does not comply with the requirements of MPEP §724.05, as it does not contain a clear
identification of the information or documents to be expunged. Specifically, Applicant identifies the
document to be expunged as a “document entitled 11-21-2008 NPL Documents (pages 77 and 78 of the
Patent file Wrapper)”. Although Applicant attaches two pages of a document with the petition filed
October 1, 2010, the petition fails to clearly identify the document within the file wrapper record
maintained at the Office, since documents within the records at the Patent and Trademark Office are not
identifiable by page numbers. In addition, the petition is not timely as required by MPEP §724.05 (1),
since it was filed after a Notice of allowability has been mailed by the Office and after the application was
transmitted to the Publishing Derision. As noted in the Petition, the Petition was filed only 11 days before
the due date of publication of the Patent (October 12, 2010), therefore the petition was not submitted in
sufficient time that it can be acted on prior to the mailing of a notice of allowability, as required
by MPEP §724.05 (1). Further, the petition does not contain a clear statement that the information to be
expunged is trade secret material, proprietary material, and/or subject to a protective order, and
that the information has not been otherwise made public. It is noted that this statement was
included in the petition only as an alternative to a statement referred to as a statement (B) in the
petition. Thus the petition does not include a clear statement required by MPEP §724.05 (I) (B).
Finally, the petition does not include the statements required by MPEP §724.05 (I) (C) and (D) above.

For the above reasons, the petition is DENIED.

This correspondence is being directed to the Correspondence address of record, in accordance with
37 CFR §1.33 (a). Applicant is reminded of the requirements regarding Correspondence respecting
patent applications as set forth in 37 CFR §1.33.

Any inquiry concerning this decision should be directed to Kakali Chaki, Quality Assurance
Specialist, at (571) 272-3719.

Wendy Garber, \) O

Director, Technology Center 2100
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE - 11711
TOSPEOF  :ART UNIT: 2814
SUBJECT : Request for Certificate of Correction for Appl. No.: 11/450,030 Patent No. 7,957,547

CofC mailroom date 10/31/11
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. ‘

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Ernest C. White, LIE

Certificates of Correction Branch
703-756-1814

_Thank You For Your Assistance

The request for issuing the above-identified correction(s} is hereby:
Note your decision on the appropriate box.

¢ Approved All changes apply.

Q Approved in Part Specify below which changes do not apply.

O Denied State the reaééns for denial below.
Comments:

SPE Art Unit

PAGE f1*RCVDAT 10201 4:1:02 P atom Stndard Time] SVR-WPTOFAXQ0120° DNS2735365 CSD 0080552 DURATION (s 145”
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T T T
UNITED STATES DEPARTMENT OF COMMERCE

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. COP;FIRMATION NO. ]
11/450,072 06/09/2006 . Nicolas Aeby 4043.06US01 8171
A24l 13 7590 02/14/2011
PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A. I __ BXAMMNER B
4800 IDS CENTER FARAH, AHMED M
80 SOUTH 8TH STREET
MINNEAPOLIS, MN 55402-2100 . L ARTUNIT | PAPER NUMBER |
: 3769 ’
I MAIL DATE I DELIVERY MODE
02/14/2011 - PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

~ PTOL-90A (Rev. 04/07)
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Commissioner for Patents

. . United States Patent and Trademark Office
! P.O. Box 1450
Alexandria, VA 22313-1450

www.usplo.gov

PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A.
4800 IDS CENTER B
80 SOUTH 8TH STREET

~ MINNEAPOLIS MN 55402-2100

In re Application of: ‘ A
AEBY, NICOLAS et al .. DECISION ON PETITION
Serial No. 11/450,072 : . UNDER 37 CFR 1.59

Filed: June 9, 2006
Docket: 4034.06US01

Title: CATHETER HAVING TRI-AXIAL
FORCE SENSOR :

This is a decision on the petition and request under 37 CFR 1.59(b) filed on December 15, 2010
to expunge information from the above identified application. Pursuant to a telephone
conversation with Mr. Stuart Olstad on February 9, 2011, the petition fee of $200.00 set forth in
37 CFR 1.17(g) was charged to the Deposit Account No. 16-0631.

In the petition, the petitioner states that an NPL document (total of 218 pages) submitted on
November 10, 2010 was filed unintentionally. Petitioner requests removal of the erroneously
filed NPL document. '

The petition is granted.

The USPTO does not remove any papers filed in an application. However, since the applicant
has unintentionally filed the wrong document on November 10, 2010, the 219 pages of the NPL

document has been blocked from public view in the Public Pair system.

Any inquiry regarding this decision should be directed to Henry C. Yuen, Special Programs
Examiner, at (571) 272-4856.

PETITION GRANTED

@4 A /@ C%"“’

Angela D. Sykes, Directdr
Technology Center 3700
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MCDERMOTT, WILL &

EMERY LLP

Attn: IP Department

227 WEST MONROE STREET MAILED
SUITE 4400

CHICAGO IL 60606-5096 AUG 2 7 2010

In re Application of OFFICE OF PETITIONS
Scanlan, et al.
Application No. 11/450,116

DECISION ON PETITION
Filed: June 9, 2006

Attorney Docket No. 081573-0017000

This is a decision on the renewed petition under 37 CFR 1.137(b), filed July 16, 2010.

The renewed petition is GRANTED.

The above-cited application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed August 31, 2009, which set a shortened statutory period for reply of three (3) months
from its mailing date. No extension of time pursuant to 37 CFR 1.136(a) was obtained within the
allowable period. Accordingly, the application became abandoned on December 1, 2009. A Notice of
Abandonment was mailed March 29, 2010.

The amendment filed May 24, 2010, is noted.

The application is being forwarded to Technology Center 2800, GAU 2861 for further processing.
Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.
/Kenya A. McLaughlin/

Kenya A. McLaughlin

Petitions Attorney
Office of Petitions
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APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO, |
11/450,196 06/09/2006 Ting-Hsien Wang 7257/76505 7918
23432 7590 1171872010
EXAMINER
COOPER & DUNHAM, LLP : I J
30 Rockefeller Plaza SULLIVAN, MATTHEW J
20th Floor -
NEW YORK, NY 10112 I ART UNIT | rarsRNUMBER |
3677
r MAIL DATE | DELIVERY MODE l
11/18/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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COOPER & DUNHAM, LLP
30 Rockefeller Plaza

20th Floor

NEW YORK, NY 10112

In re Patent No. 7,520,024 :
Issue Date: April 21, 2009 : DECISION DISMISSING

Appl. No.: 11/450,196 : PETITION

Filed: June 09, 2006 . 37CFR1.324
For: HINGE ASSEMBLY :

This is a decision on the petition filed October 20, 2010 to correct inventorship under 37
CFR 1.324.

The petition is dismissed.

A petition to correct inventorship as provided by 37 CFR 1.324 requires (1) a statement from
each person who is being added as an inventor that the inventorship error occurred without any
deceptive intention on their part, (2) a statement from the current named inventors (including any
“inventor” being deleted) who have not submitted a statement as per “(1)” either agreeing to the
change of inventorship or stating that they have no disagreement in regard to the requested
change, (3) a statement from all assignees of the parties submitting a statement under “(1)” and
“(2)” agreeing to the change of inventorship in the patent; such statement must comply with the
requirements of 37 CFR 3.73(b); and (4) the fee set forth in 37 CFR 1.20(b). This petition lacks
item (3).

Specifically the Statement under 37 CFR 3.73(b) lacks a statement or does not specify
that the assignee is the entire right, title and interest; or is an assignee of less than the entire right,
title and interest. Furthermore, the complete chain of title from the inventors to the current
assignee is not provided on the 37 CFR 3.73(b) statement submitted.

David ¥ Blagne

Supervisory Patent Examiner
Art Unit 3672

Patent Examining Group 3600

DIB: 11/17/10
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BEYER LAW GROUP LLP
P.O. BOX 1687
CUPERTINO, CA 95015-1687

In re Patent No. WANG, TING-HSIEN :
Issue Date: April 21, 2009 ' . DECISION GRANTING

Appl No.: 11/450,196 ' : PETITION

Filed: June 09, 2006 : 37CFR1.324
For: HINGE ASSEMBLY o :

This is a decision on the renewed petition filed November 24, 2010 to correct inventorship under
37 CFR 1.324.

The petition is granted.

The patented file is being forwarded to Certificate of Corrections Branch for issuance of a
certificate naming only the actual inventor or inventors. '

Superviséry Patent Examiner
Art Unit 3672
Technology-Center 3600
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DATE: January 6, 2011

TO: Certificates of Correction Branch
FROM: David J. Bagnell

SPE, Art Unit 3672 ~
SUBJECT: REQUEST FOR CERTIFICATE OF CORRECTION

Please issue a ‘_‘Certiﬁcate of Correction in U. S. Letters Patent No. 7,520,024 as specified
on the attached Certificate.

LS

David J. Baghell, SPE
Art Unit 3672
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UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE

Patent No. 7,520,024
Patented: April 21, 2009

Onrpetition requesting issuance of a certificate for correction of inventorship pursuant to 35

U.S.C. 256, it has been found that the above identified patent, through error and ‘without
deceptive intent, improperly sets forth the inventorship. Accordingly, it is hereby certified that
the correct inventorship of this patent is: .

Brett William Degner Menlo Park, CA
John P. Ternus Redwood City, CA

Andrew Lauder San Francisco, CA

Supervisory Patent Examiner
Art Unit 3672
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J.E. McTaggart
U.S. Patent Agent

6650 Crescent Street MA'LED

Suite 4
VENTURA, CA 93003 AUG 2 6 2010

OFFICE OF PETITIONS

In re Application of Wilsey :

Application No. 11/450,256 : Decision on Petition
Filing Date: June 12, 2006 :

Attorney Docket No. 1480

This is a decision on the petition under 37 C.F.R. § 1.137(a), filed July 14, 2010, to revive the
above-identified application.

The petition is DISMISSED.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time

under 37 C.F.R. § 1.136(a) are permitted. The reconsideration request should include a cover
letter entitled “Renewed Petition under 37 C.F.R. § 1.137(a).”

Facts
The inventor is Richard M. Wilsey and the Patent Agent of record is J.E. McTaggart.
The Office mailed a non-final Office action on May 28, 2009.
Wilsey’s statement filed with the prior petition to revive filed February 4, 2010, stated, as of the
.date McTaggart informed him the Office had mailed a non-final Office action, Wilsey “had
become discouraged about the prospects of being able to commercialize the invention.” Wilsey

states he “expressed [his] uncertainty ... about [the] matter in terms of business viability.”

McTaggart voluntarily prepared a response to the Office action while deferring any charges for
such action. As a result, a reply was filed June 26, 2009.

The examiner and McTaggart participated in a telephonic interview on Au.gust 24,2009. The
Office mailed an interview summary form on September 8, 2009. The form stated in part,

“Applicant agreed to submit corrected drawings.”

" Corrected drawings were filed by facsimile transmission on August 31, 2009.
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The examiner mailed a Notice of Allowance and a Notice of Allowability on September 8, 2009.
The Notice of Allowance required the submission of $755 for the issue fee.
The Notice of Allowability required the submission of corrected drawings.

Wilsey is an owner of a plumbing and drain cleaning business. Wilsey’s statement filed with the
prior petition stated,

[U]nfortunately due to marked increase in start-up companies and hourly tradesman now
competing for work, especially during the Holiday Season along with the pressure to
meet overdue accounts payable[,] the patent payment was unavoidably delayed....

[B]usiness has been improving since the New Year....

I have found renewed interest in the invention and have regained some hope for its
success, therefore I now wish to overcome the abandonment.... [The payment of the
required fees is] being submitted under a financial agreement that has been worked out
between myself and the patent agent.

A petition under 37 C.F.R. § 1.137(a) was filed February 4, 2010.
The Office mailed a decision dismissing the petition on June 14, 2010.
The instant petition was filed July 14, 2010.

The instant petition indicates Wilsey’s income increased during January 2010. The petition
states, “Regaining some confidence that the worst may have moved into the past, Mr. Wilsey
sought revival of the allowed application.” The petition also states, near the end of January 2010,
“with some hope of an economic recovery, Mr. Wilsey ... agreed with the agent’s
recommendation to seek revival of the application.” '

The information supplied with the petition indicates, during the time period from October 1,

2009, to January 1, 2010:
1. Wilsey’s business had a gross income of $34,747.50;

Wilsey’s business spent a total of $1,024.33 on advertising during the time period;

Wilsey’s business spent $956.73 on Office supplies;

Wilsey’s business spent $521.75 on tools;

Wilsey’s business spent $2,039.13 on employee benefits;

Wilsey’s business had a net profit of $9,115.79;

Wilsey’s family income was $15,034.40 ($5,919.61 wages + $9,115.79 business

profit);

8. Wilsey’s monthly budget included a $2,840.36 mortgage payment, $250 for
medical expenses (diabetic), $650 for health insurance, and $450 for credit card
payments.

Nownkewn
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Law
35 U.S.C. § 133 states,

Upon failure of the applicant to prosecute the application within six months after any
action therein, of which notice has been given or mailed to the applicant, or within such
shorter time, not less than thirty days, as fixed by the Director in such action, the
application shall be regarded as abandoned by the parties thereto, unless it be shown to
the satisfaction of the Director that such delay was unavoidable.

“[T]he question of whether an applicant’s delay in prosecuting an application was unavoidable
must be decided on a case-by-case basis, taking all of the facts and circumstances into account.”’
In general, on order to prove unavoidable delay, a party must prove the party exercised the same
level of "care or diligence tha][t] is generally used and observed by prudent and careful men in
relation to their most important business."

Discussion

A grantable petition under 37 C.F.R. § 1.137(a) must be accompanied by a showing to the
satisfaction of the Director that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to this paragraph was unavoidable.

The current record is insufficient to demonstrate the entire delay in filing the issue fee was
unavoidable.

The petition raises a hypothetical question. Specifically, the petition states,

[Flaced with a choice between [a business expense] with a 30% of yielding some benefit
in ... 3 months versus funding a patent with [a] 3% of yielding some benefit in ... 3 years,
which would the prudent and careful business man choose?

If the test for unavoidable delay was whether or not a party acted reasonably and prudently, the
record might be sufficient to demonstrate unavoidable delay. However, a party must
demonstrate the party treated the matter at issue the same as the party as would treat the party’s
most important business in order to establish unavoidable delay.

Absent the “most important business” requirement, a party could intentionally fail to pay a fee
and allow an application to become abandoned because the party reasonably and prudently
believed that the application was worthless, and later upon discovering the application was
commercially viable, revive the application under the unavoidable standard. In other words, the

' Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (1982).

% In re Mattulath, 38 App. D.C. 497, 514-15 (D.C. Cir. 1912). See also Ray v. Lehman, 55 F.3d 606, 34 U.S.P.Q.2d
(BNA) 1786 (Fed. Cir. 1995) (citations omitted) ("[I]n determining whether a delay in paying a maintenance fee was
unavoidable, one looks to whether the party responsible for payment of the maintenance fee exercised the due care
of a reasonably prudent person.")
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party would be able to show the delay was unavoidable even though the delay was not
unintentional. When Congress created the unintentional standard, Congress indicated that such a
standard was to be the lesser standard. The Office will not adopt any interpretation of the term
"unavoidable" resulting in some intentional delays being considered unavoidable delays.
Therefore, a showing of unavoidable delay based on financial difficulty must establish the party
wished to pay the fee(s) at issue, but was unable to pay the fee(s).

The prior decision stated, with emphasis added, “[Any renewed petition] should discuss Wiley’s
income, expenses, assets, credit and obligations, during the [relevant] time period.” The instant
petition does not include any discussion of Wiley’s assets, which include the business’s assets.
As a result, the Office is unable to accurately assess Wiley’s financial situation during the
relevant time period. Therefore, the petition cannot be granted. Any renewed petition should
discuss Wiley’s “major” assets during the relevant time period. Specifically, the renewed
petition should include enough information to allow the Office to determine the extent to which
Wiley had, or did not have, any equity in items such as home, land, cars, trucks, etc. The
renewed petition should also identify any assets purchased for more than $500 by Wilsey or

Wilsey’s business during the fourth quarter of 2009.

Even if the showing of record demonstrated none of the assets owned by Wiley, including assets
owned by his business, support a conclusion Wiley was able to pay the fee, the record would be
insufficient to demonstrate unavoidable delay because the record fails to establish Wilsey’s
alleged inability to pay the fee was not the result of Wilsey giving priority to other expenses.

The Office does not assert Wilsey was required to give payment of the issue fee priority over
payment of all business-related expenses. However, Wilsey was required to give the payment of
the $755 issue fee, and the payment of the issue fee and the $270 petition fee (total $1,025) after
the application became abandoned, priority over discretionary business-related expenses.

During the fourth quarter of 2009, Wilsey’s business spent:

1. An average of $341.44 per month on advertising,
2. An average of $318.91 per month on Office supplies, and
3. An average of $174.92 per month on tools. ,

The petition fails to establish no portion of the business-related expenses listed above could have
been deferred in order to timely pay the issue fee or to file a petition to revive the application on
an earlier date. Therefore, the showing of record is insufficient to establish petitioner was unable
to pay the maintenance fee.

The fourth quarter budget for the business indicates $629.00 was spent on “other” expenses
related to automobiles. Any request for reconsideration should identify the exact nature of the
“other expenses.”

The business paid $2,039.13 in employee benefits during the fourth quarter of 2009. Any
renewed petition should indicate the extent to which this sum includes payments for health
insurance for Wilsey and/or other members of his family.
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As previously stated, when Congress created the unintentional standard, Congress indicated that
such a standard was to be the lesser standard. Therefore, a delay cannot be unavoidable unless
the delay is also unintentional. In this case, the record fails to demonstrate the delay was
unintentional.

Wilsey’s statement filed with the prior petition stated, with emphasis added,

I have found renewed interest in the invention and have regained some hope for its
success, therefore I now wish to overcome the abandonment.... [The payment of the
required fees is] being submitted under a financial agreement that has been worked out
between myself and the patent agent.

The use of the word “therefore” in the language quoted above indicates the petition to revive was
the result of Wilsey finding “renewed interest in the invention” and regaining hope the
application will be successful. If Wilsey’s choice to revive the application was the result of a
reassessment of the-value of the appllcatlon then Wilsey’s delay in payment of the issue fee will
not be unintentional delay.

Although the renewed petition focuses on an improvement in Wilsey’s business as the driving
force behind Wilsey’s desire to revive the application, the facts of record are insufficient to
establish a reassessment of the appllcatlon s value was not a “but for” cause of the filing of a
petition to revive.

Any renewed petition under 37 C.F.R. § 1.137(a) or petition.under 37 C.F.R. § 1.137(b) should
include a statement by Wilsey:
Q) Identifying the date “renewed interest” was shown in the application,
2) Fully discussing the form of the renewed interest, _
3) Identifying the date Wllsey first contacted McTaggart concerning reviving the
application, and
“) Fully discuss the extent to which Wilsey’s perceived value of the application
played a role in Wilsey allowing the application to become abandoned, and
(5) Fully discuss the extent to which Wilsey’s perceived value of the application
played a role in Wilsey contacting McTaggart concerning revival of the
application.

Petitioner should note, if petitioner does not wish to further pursue revival of the application after
further inquiry into the facts, Petitioner may request a refund of the $755 issue fee paid February
4,2010.

Unless filed by EFS Web, further correspondence with respect to this matter should be addressed
as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
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By facsimile: (571)273-8300
Attn: Office of Petitions

By hand: U.S. Patent and Trademark Office -
Customer Service Window
Randolph Building
401 Dulany Street
‘Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney .
Steven Brantley at (571) 272-3203. ’

44%

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Wwww.uspto.gov

J.E. MCTAGGART
U.S. PATENT AGENT
6650 CRESCENT STREET
SUITE 4
VENTURA CA 93003 MA'LED
FEB 14 201
OFFICE OF PETITIONS

In re Application of
Richard W. WILSEY :
Application No. 11/450,256 :  DECISION ON PETITION
Filed: June 12, 2006 :

Attorney Docket No. 1480

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed August
30, 2010, to revive the above-identified application.

 The petition is GRANTED.

This application became abandoned for failure to: (a) timely pay the issue fee and (b) submit

corrected drawings, on or before December 08, 2009, as required by the Notice of Allowance and

Fee(s) Due, mailed September 08, 2009. Accordingly, the date of abandonment of this application is
. December 09, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $755, and corrected drawings (2) the petition fee of
$810; and (3) a proper statement of unintentional delay. Accordingly, the reply is accepted as having
been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783.

This application is being referred to the Office of Data Management for processing into a patent.

K

Rampgsh Krishnamurthy
Petitions Examiner
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

Paper No.
MINTZ, LEVIN, COHN, FERRIS,
GLOVSKY & POPEO, P.C.
ONE FINANCIAL CENTER
BOSTON MA 02111 MA]LED
JUN 2 12011
OFFICE OF PETITIONS

In re Application of :

Aakolk et al. , : DECISION ON PETITION
Application No. 11/450, 261 :

Filed: June 12, 2006

Atty Docket No. 34874-219

This is a decision on the PETITION FOR REVIVAL OF AN APPLICATION
FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) filed
May 18, 2011.

The petition is GRANTED.

The above-identified application became abandoned for failure to
reply to the Notice to File Corrected Application Papers mailed
March 9, 2011. The Notice set a time limit for reply of one (1)
month from the mail date of the Notice. This period was
extendable under 37 CFR 1.136(a). No reply filed and no
extension obtained, the above-identified application became
abandoned on April 10, 2011. A courtesy Notice of Abandonment
was mailed on May 9, 2011.

Petitioner has satisfied the requirements of 37 CFR 1.137(b).
The petition includes the required reply in the form of an
application data sheet; the petition fee; and the required
statement of unintentional delay.

The Office of Data Management has been advised of this decision.
The application is thereby forwarded for processing of the
response to the Notice to File Corrected Application Papers and
processing into a patent.

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-32109.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ROYLANCE, ABRAMS, BERDO & GOODMAN, L.L.P. MAILED
1300 19TH STREET, N.W.
SUITE 600 DEC 14 2011

WASHINGTON, DC 20036 OFFICE OF PETITIONS
In re Application of :

Choi : DECISION ON PETITION
Application No. 11/450,407 :

Filed: June 12, 2006

Atty. Dkt. No: 50573

This decision is in response to the petition to withdraw the holding of abandonment under 37
CFR 1.181, filed December 2, 2011.

The application was held abandoned for failure to timely submit a proper reply to the final Office
action mailed March 30, 2011. Notice of Abandonment was mailed October 25, 2011.

Petitioners request withdrawal of the holding of abandonment of the instant application on the
basis of non-receipt of the Office communication.

The showing required to establish non-receipt of an Office communication must include a
statement from the practitioner describing the system used for recording an Office action
received at the correspondence address of record with the USPTO. The statement should
establish that the docketing system is sufficiently reliable. It is expected that the record would
include, but not be limited to, the application number, attorney docket number, the mail date of
the Office action and the due date for the response. Practitioner must state that the Office action
was not received at the correspondence address of record, and that a search of the practitioner’s
record(s), including any file jacket or the equivalent, and the application contents, indicates that
the Office action was not received. A copy of the record(s) used by the practitioner where the
non-received Office action would have been entered had it been received is required. A copy of
the practitioner’s record(s) required to show non-receipt of the Office action should include the
master docket for the firm. That is, if a three month period for reply was set in the non-received
Office action, a copy of the master docket report showing all replies docketed for a date three
months from the mail date of the non-received Office action must be submitted as documentary
proof of non-receipt of the Office action. If no such master docket exists, the practitioner should
so state and provide other evidence such as, but not limited to, the following: the application file
jacket; incoming mail log; calendar; reminder system; or the individual docket record for the
application in question. See, MPEP 711.03(c).

The instant petition and supporting documents have been carefully review and found in
compliance with the requirements for establishing non-receipt of an Office communication.



Application No. 11/450,407

In view the